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This Volume of
New York University Annual Survey of American Law
is respectfully dedicated to

ARTHUR R. MTLLER
UNIVERSITY PROFESSOR,
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ARTHUR R. MILLER
Arthur R. Miller, CBE is a University Professor to the faculty of
the New York University School of Law and the NYU School of Continuing and Professional Studies. From 1971-2007, Professor Miller
taught at the Harvard Law School, where he was the Bruce Bromley
Professor of Law. He earned his undergraduate degree from the
University of Rochester and his law degree from Harvard Law
School. Prior to joining the Harvard faculty, he had practiced law in
New York City and taught at the University of Minnesota and the
University of Michigan. Among lawyers, he is nationally known for
his work on court procedure, a subject on which he has authored or
co-authored more than forty books. The general public, however,
knows him for his work in the field of the right of privacy, a subject
on which he has written, testified, debated, and helped formulate
legislation. His book The Assault on Privacy: Computers, Data Banks,
and Dossiers (1971) has been extremely influential.
Professor Miller also carries on an active law practice, particularly in the federal appellate courts. He has argued in all of the U.S.
Circuit Courts of Appeal. He has worked in the public interest in
the fields of privacy, computers, copyright, and the courts. Among
the responsible positions he has held are those of commissioner on
the United States Commission on New Technological Uses of Copyrighted Works, reporter for and member of the Advisory Committee on Civil Rules of the Judicial Conference of the United States,
and reporter for the American Law Institute's Project on Complex
Litigation.
Professor Miller is a critically acclaimed legal writer and commentator, having contributed to numerous media outlets, including ABC, PBS, and Court TV. For many years, Professor Miller was
the legal editor of ABC's Good Morning America and hosted a program on the Courtroom Television Network. Recently, Queen Elizabeth II, with the advice of her government, bestowed on him the
prestigious honor of Commander of the Order of the British Empire (2011). This honor recognizes Professor Miller's service rendered to England with respect to his generous gift of more than
eighteen hundred Japanese woodblock prints by the nineteenth
century artist, Utagawal Kuniyoshi, to the American Friends of the
British Museum, which was exhibited at the Royal Academy in the
spring of 2009, as well as his more than fifteen years spent moderating public policy issues and dialogues, called Hypotheticals on the
BBC and Granada Television. These dialogues were modeled after
the well-known Fred Friendly dialogues, broadcasted on PBS, one
of which, he won an Emmy ("The Constitution: That Delicate
Balance").
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TRIBUTE TO ARTHUR MILLER
HON. RUTH BADER GINSBURG
In classrooms and courts, in the print and broadcast media,
Arthur Miller has graced the stages of our profession with enormous intelligence and inimitable style. Applause to the Annual Survey editors for dedicating the 2010 volume to this grand master of
the art of law teaching. May I lead the chorus of all gathered here
in a rousing “Bravo, Arthur” for his constantly captivating shows.
I first encountered Arthur in days when we were rather young.
The year was 1957, Arthur was Articles Editor of the Harvard Law
Review, I was a 2L and a novice on the Review. Many of the best and
brightest composing the Review’s officer ranks had an apparent self
appreciation, sometimes bordering on arrogance. Arthur was of a
different breed. He was wise beyond his years, but also caring, and a
wee bit shy, would you believe. His kindness helped me and my
classmates gain confidence in our ability to contribute usefully to
the enterprise.
As a bridge from Wall Street practice to law teaching, Arthur
became, in 1961, Associate Director of Columbia Law School’s International Procedure Project. I was on the Project’s staff, and succeeded to his post when he joined the Minnesota law faculty in
1962. Arthur understood from that experience, as I did, that comparative sideglances betray no lack of patriotism. Quite the opposite. They can deepen our comprehension of our own legal systems,
and make us better able to advance the rule of law in our world.1
Moving from Minnesota to Michigan, Arthur joined University
of Texas star, Charles Alan Wright, to produce, over decades of prodigious effort, the monumental treatise, Federal Practice and Procedure.2 A necessary part of the library of every federal judge, federal
court practitioner, and civil procedure teacher, the now thirty-five
plus volume set garnered rave reviews from the start. The work,
users found, is “easily understandable,” yet “richly intellectual,” and
“admirably successful in separating critical commentary from de1. See, e.g., AM. SOC’Y OF INT’L LAW, “A DECENT RESPECT TO THE OPINIONS OF
MANKIND . . .”: SELECTED SPEECHES BY JUSTICES OF THE U. S. SUPREME COURT ON
FOREIGN AND INTERNATIONAL LAW (Christopher J. Borgen ed., 2007); Ruth Bader
Ginsburg, A Decent Respect to the Opinions of [Human]kind: The Value of a Comparative
Perspective in Constitutional Adjudication, 64 CAMBRIDGE. L.J. 575 (2005).
2. The most current version is CHARLES ALAN WRIGHT, ARTHUR R. MILLER &
EDWARD H. COOPER, FEDERAL PRACTICE AND PROCEDURE (3d ed. 1998).

1
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scriptive narrative.”3 Almost daily, someone in my chambers—
often, me—consults Wright & Miller. We simply could not do without it.
In his Michigan years, Arthur saw, much earlier than most in
the academy, the potential of electronic communication for good
and for ill. Enlightening all of us, he produced, in 1971, The Assault
on Privacy: Computers, Data Banks, and Dossiers,4 the first book to explore the privacy intrusions made possible by modern information
technology.
In small time, it is not possible to survey the vast body of Arthur’s books and articles. But I must speak, particularly, of one
other volume. As a procedure teacher in the 1960s and 1970s, I was
a regular user of Civil Procedure,5 a great teaching tool first published in 1968 by Arthur and co-authors John J. Cound and Jack
Friedenthal. The work was of such excellence, I continued to use it
when I moved from Rutgers to Columbia in 1972, in preference to
the “house book” co-authored by my Columbia colleagues. Many
editions later, and with co-authors John E. Sexton and Helen
Hershkoff joining Jack Friedenthal and Arthur, the book continues
to engage both teachers and students. As one reviewer wrote of the
first edition, the book presents in careful balance “case law, practical queries into strategy and tactics, incisive probings into the heart
of procedural theory, and a continuing awareness that the study of
civil procedure is as much the study of societal policy as any substantive law course.”6
During Arthur’s tenure at Harvard, his teaching audience included the judges he regularly lectured in Federal Judicial Center
programs and at Circuit conferences, particularly on the management of complex litigation. Most notably, he added TV performances to his repertoire. In addition to his own PBS show, Miller’s
Court, he was, for over 20 years, legal editor and commentator for
ABC’s Good Morning, America. He was a skilled interlocutor in many
of the televised colloquies inspired by Fred Friendly. For one program in that format, The Constitution: That Delicate Balance, Arthur
garnered an Emmy Award. Three times, the American Bar Association honored him with its Gavel Award, for promoting public understanding of the law.
3. Frank & Schroeder, Book Review, 87 Harv. L. Rev. 315, 316, 320 (1973).
4. ARTHUR MILLER, THE ASSAULT ON PRIVACY: COMPUTERS, DATA BANKS, AND
DOSSIERS (1971).
5. JOHN J. COUND, JACK H. FRIEDENTHAL & ARTHUR R. MILLER, CIVIL PROCEDURE (1968).
6. Ralph J. Rohner, Book Review, 21 J. LEGAL EDUC., 363, 366 (1969).
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As Reporter to the U. S. Judicial Conference Advisory Committee on Civil Rules, Arthur contributed vitally to keeping the Rules
in line with evolving needs and practices. I was an adviser to the
American Law Institute’s Complex Litigation Project, which Arthur
headed as Reporter. In the years that Project consumed, I personally witnessed Arthur’s sparkling presentations to the advisory
group and the ALI Council.
Of Arthur’s diverse life outside classrooms, courtrooms, and
TV stages, I will mention two of his particular passions. For over
thirty years, Arthur has been an avid collector of Japanese artist
Kuniyoshi’s prints. Last year, the Royal Academy of Arts in London
mounted an exhibition of the artist’s early to mid-19th century
works. The show drew largely from Arthur’s collection of nearly
2000 prints. Arthur described Kuniyoshi as an “over-the-top, exuberantly imaginative artist.”7 Sounds familiar? The description fits
the collector himself to a T, don’t you agree.
Of late, Arthur has added philanthropy to his avocations. As an
undergraduate at the University of Rochester, Arthur majored in
history, a field still at the top of his reading choices. Last year, he
endowed a chair in history at his Alma Mater, his way of saying
thank you for courses and professors he so thoroughly enjoyed.
Arthur’s appreciative students include my daughter, Jane C.
Ginsburg, who attended Harvard Law School 1977–80, and had the
good fortune to be assigned to Arthur’s first year Civil Procedure
class. With no particular specialty attracting her interest, Jane decided, in her upper class years, to pick the best professors, whatever
the course they might teach. She enrolled in Arthur’s Copyright
course, a choice that determined her life’s work. Arthur served as
post-graduation career counselor to Jane, who is today the Morton
L. Janklow Professor of Literary and Artistic Property Law at
Columbia.
Arthur, too, had a favorite professor in his law student years,
Benjamin Kaplan, superb teacher of Civil Procedure and Copyright. Just as Ben’s teaching influenced Arthur, so Arthur made the
law in those fields magnetic for Jane and countless others in his
classes.
Students in Arthur’s Civil Procedure class came to expect an
exotic performance on Erie day, the day the class first took up the
Supreme Court’s transcendentally important decision in Erie Rail7. Lubow, Everything But the Robots; A Kuniyoshi retrospective reveals the roots of
manga, New York, Mar. 15–22, 2010, p. 109.
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road v. Tompkins.8 One year Arthur portrayed Sylvester Stallone, another year, John Travolta. In Jane’s year, Erie day was conducted by
D’Arthur Vader. For all the hijinks, students came away with a solid
grasp on the case.
One of my current law clerks experienced Arthur, The
Teacher nonpareil, and wrote this recollection for me to convey to
you:
On our first day of Civil Procedure (in our first semester of law
school), Miller exhorted a startled 1L, “Give me International
Shoe in six words!” The student floundered, as did all who followed, but by the end of class, he had pulled the magic words
out of us collectively: “minimum contacts,” “fair play,” and
“substantial justice.”9 The lesson, of course, was twofold—we
learned the canonical constitutional test for personal jurisdiction, but also how to distill a case to its essence.
That comment is representative of generations of students introduced to the law in Arthur’s memorably engaging, eye- and
mind-opening way. For many years more, Arthur, may there be encores by the score.
RUTH BADER GINSBURG
Associate Justice
Supreme Court of the United States

8. 304 U.S. 64 (1938).
9. International Shoe Co. v. Washington, 326 U.S. 310, 316 (1945).
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TRIBUTE TO ARTHUR MILLER
JOHN SEXTON
So I think I am here in the role of the President of New York
University. Justice Ginsburg’s colleague, Stephen Breyer, once said
to me that when you move into such a position, sometimes you have
to perform the “blessing function.” So consider this event blessed.
However, it’s impossible for me to remain in that simple role
today. After the tour de force that we’ve just heard from Justice
Ginsburg, it’s hard to imagine that there’s much else to be said, but
the fact of the matter is that Arthur Miller—like life—is best viewed
not through a single window, but through the many facets of a diamond, and you will see as we proceed through the speakers that
this special man has many, many sides that even those who feel they
know him best cannot imagine.
So I will move out of the blessing role and into the personal
role. Like Linda Silberman, my professional sister through Arthur, I
was Arthur’s student. In a profound way, I can say that Arthur’s
class literally changed my life, and changed it not simply in the professional dimension, but in the most personal of ways.
First, I should say to you that our class, our section, was the
section about which Scott Turow wrote his book One L.1 I’m not in
the book. Arthur might say he’s not in the book, but I’ve got news
for you: he is. But when I say he changed my life in profound ways
the plural is important. He, of course, caused me to teach what I
teach; he became my mentor and later he made me his (very junior) co-author. But even more important, he changed the most personal and important dimensions of my life. I had arrived in Harvard
Law School as the single parent of a six-year-old, and it was in
Harvard’s first class for me, Arthur’s Civil Procedure class, that I saw
Lisa Ellen Goldberg and fell in love immediately.
That first class was very interesting. I was, I think, Arthur’s oldest student; I certainly was older than Barney Frank when Barney
took Arthur’s course. I was 33; I’d been a tenured professor; I’d
been a good teacher. But I was at the Harvard Law School and I’d
been told by a friend who was on the faculty there that I was blessed
to have one of the great teachers if not the greatest teacher at the
1. SCOTT TUROW, ONE L: THE TURBULENT TRUE STORY
HARVARD LAW SCHOOL (1977).

5
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school as my Civil Procedure teacher. So, from the first minute, I
watched his every move.
On the first day, he walked into class, immaculately dressed as
he always is, and announced to us that there were rules in the class.
This was Civil Procedure, there were going to be rules. And one of
the rules was that you came to class prepared. He had never heard
the word “unprepared,” he said, and he was not going to hear it
from us. He had never heard the word “pass” and he was not going
to hear that from us either. He went on to tell us that if we were
unable to get the work done, we could go to his secretary and tell
her, “I’m not prepared today,” and that, if we did so, he wouldn’t
call on you. But, he continued, if you didn’t follow that rule: the
sentence stopped. Because there’d never been anyone that hadn’t
followed the rule.
It was about, I’d say, two months into the term that a person
that by that time had become a good friend of mine sat down next
to me outside of class. He was a married man with two children who
was putting himself through law school as a resident counselor in a
home for troubled children. “You know, John, I didn’t get the cases
done for procedure today,” he said, “one of the kids had a tough
time last night, I was up all night.” I said, “Well, go tell Arthur’s
secretary.” He said, “No, no.” It’s amazing how many people didn’t
go tell the secretary—they somehow thought that there would be a
penalty if they admitted they were unprepared. About ten minutes
later, when Arthur walked into class, I was perched on a seat that
offered a good view of Lisa Goldberg, and, as it turned out, also of
my unprepared friend. Arthur spun, pointed right at him and said:
“State the case.” I was the only person in that room other than my
friend who knew that we had come to a critical moment. My friend
looked at Arthur and said, “Professor Miller, I’m unprepared.”
At this point, I was watching Arthur, and I have to tell you,
Ladies and Gentlemen, this was the only time in his life that Arthur
Miller was unprepared. He did not know what to do. His lip was
quivering as much as my friend’s was; there was a silence that I
counted as a full ten until my friend made the mistake that made
Scott Turow a best-selling author. “Let me explain,” he said. And
Arthur cut him off and said, “There is no explanation,” and proceeded—quite inappropriately, in my view—to call on the person
sitting next to him and stay with that person for the next fifteen
minutes so that the eyes of the whole class—at least their peripheral
vision—remained on my friend.
When Arthur left the room at the end of that class, Lisa
Goldberg bolted to the front of the room and said: “I have never
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been so embarrassed for my peers or myself. We have just been infantilized! This is outrageous! We should demand this man’s resignation from the faculty.” She passed around a petition which, once
signed by dozens, she presented to Arthur in his office.
Four months later, I was fully aware of my love for Lisa, but too
embarrassed to tell her. Simply put, I knew she was way above my
head. One day, Arthur Miller walked into class, spun around, and
said, “Mr. Sexton, state the case.” I was prepared. He stayed with me
for the entire hour. I have never been grilled that way in my life.
Whether you believe it or not, Ladies and Gentlemen, it was the
only time I spoke in the three years of law school. It was a memorable day in our class.
Afterwards, as I came out of the zone (almost unconsciousness) in which I had been operating during class, a zone in which I
actually engaged Arthur in repartee as well as intellectual discussion, each of us cutting the other as if I were dealing with one of my
cousins at the dinner table, people came up to me and pumped me
on the back and said, “Boy, you really stuck it to him, you really
stuck it to him!” And I began to realize that was the last thing I
wanted to do.
Later that day, I got to my mailbox and there was a note in the
mailbox: “Please see Arthur Miller.” I remember walking into his
office and seeing his eyes rising as he said: “You know, I understand
you’re interested in law teaching.” I said, “Yes.” And he said, “Well,
I want you to know I came to class in a bad mood today, but I’ve
never enjoyed a class as much as this class today. And when the time
comes, I’d like to write you a letter of recommendation.”
About a month later, I finally got up the courage to tell Lisa I
loved her; and, miraculously, she said she felt the same way about
me. Sadly, however, it turned out that Arthur Miller had gotten her
(the woman who had petitioned for his removal) a job in Chicago
at the Sonnenschein law firm. He had shown her that even when
you disagree vehemently, professionals don’t personalize it; he had
written her a letter of recommendation.
When my protestation of love turned to success, and we were
married two months later, we wrote a note to Arthur, and we said,
“We thought you might be interested that two people in your civil
procedure class fell in love and married each other.” We got a note
back from him: “When you get back, I want to take you to dinner to
celebrate this.” And at dinner at the Ritz Hotel, just the three of us,
he said to me: “Are you still interested in teaching?” And I said,
“Yes.” And he said: “I have to go to India for some telecasts in April.
How about you taking over my Civil Procedure class for two weeks
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in April?” He took a chance on a second-year law student and allowed me to take over his Civil Procedure class, a class in which I
taught people like Jane Ginsberg and Harold Koh, here today to
celebrate Arthur. And a few months later, he engineered a dinner
with his former student, Linda Silberman, and I began to discuss a
teaching position at NYU.
Arthur Miller changed my life. Everything about it. This man is
a mentor, he’s a friend, he’s transformative in every way. Most of all
he’s a man I love. And I’m just so happy he’s part of our University
today so that he connects to every part of my life. Arthur, you’re
wonderful. Thank you very, very much for being here.
JOHN SEXTON
President, New York University;
Dean Emeritus and Benjamin F. Butler Professor of Law
New York University School of Law

\\jciprod01\productn\N\NYS\67-1\NYS103.txt

unknown

Seq: 1

4-MAY-11

10:25

TRIBUTE TO ARTHUR MILLER
BRAD N. FRIEDMAN
What a tremendous honor and privilege it is for me, both personally and professionally, to pay tribute to Professor Arthur Miller,
who always insists on being called “Arthur,” and who is, I think unquestionably, the greatest legal giant of our time. And I say that with
all due respect to all of the other legal giants with whom I am also
honored and privileged to share this stage.
In puzzling out why I’ve been asked to join this august group, it
strikes me that, unlike many of the rest of those who are here, I
work with Arthur not so much in his academic, television, or public
speaking lives, or as a judge hearing arguments, but rather, I’ve
mostly come to know Arthur in the everyday legal trenches where
cases are formulated, complaints are drafted, briefs are written, and
cases are won or lost. And so I want to share with you a small window into Arthur’s additional life, as a highly successful practicing
lawyer.
But first I also want to tell you a little bit about how I came to
know Arthur.
As a law student at NYU, I got to attend only one Arthur Miller
civil procedure lecture, when my own rather accomplished professor, John Sexton, persuaded Arthur to give a guest lecture. That was
the first time I ever saw the author of Wright & Miller in person,
and even after John’s huge build-up, that lecture—on Rule 23—
exceeded all expectations, and my own work in the class action field
can in many ways be traced to it.
In any event, about a year after graduating from law school I
got married and moved to a condominium complex in New Jersey,
and when the weather was good, my wife and I liked to spend weekends relaxing by the pool and playing tennis. Except that most
weekends I got so caught up watching Arthur’s Fred Friendly series,
that my wife literally could not pry me away from the TV set, and
would leave the house without me, in total bewilderment as to why I
would want to be inside watching television. For those of you who
missed these TV programs, I urge you to find them. They were
terrific.
I joined my current firm about seven years later, and learned
on my first day that the firm frequently worked with Arthur Miller,
and that Arthur was in talks to become “Special Counsel” to the
firm. What I didn’t know was that those talks had been ongoing for
9
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years, and would continue for another fourteen years before Arthur
finally decided to make his relationship with the firm official.
My first assignment at the firm required me to write a somewhat difficult response to an interlocutory appeal, and I was told to
send the first draft to Arthur for review, which was really pretty scary
since I didn’t yet know Arthur and so didn’t yet know how great he
is to work with; all I knew was John Sexton’s stories about what it
was like when John worked for Arthur at Harvard, which somehow
left me feeling more than just a little inadequate.
We ultimately worked very closely together on the brief in that
case, which I think was the only case of its type to ultimately be
successful. And make no mistake: Arthur’s comments and ideas
were the thing that made the difference in that case.
My absolute favorite experience, though, happened about a
year later.
I had been working on a federal securities class action against
the officers and directors of a life insurance company, when a state
court judge presiding over the company’s state court reorganization, purported to enjoin our clients from pursuing their federal
causes of action in federal court.
The firm asked Arthur to get involved and to argue the appeal,
and since it was my case, it was up to me to work with Arthur and to
help him prepare for the argument.
Our clients had purchased three different types of financial instruments, including something called a “GIC.” It wasn’t really necessary for Arthur to know anything about the GICs, but Arthur is
utterly thorough in his preparation, and so still wanted a full tutorial on the GICs, which I convinced him wasn’t necessary and which
I never provided.
So of course, the GICs ended up being the centerpiece of our
opponents’ argument. You can imagine Arthur’s look of . . . consternation . . . as he stood up on reply, and proceeded to give one
of the most brilliant arguments that I’ve ever heard, based entirely
on the relevant attributes of the GICs.
And here’s the funny part, where you really have to picture
Arthur in your mind. After the argument ended, and after the
panel told us what an honor it was to have Arthur in the courtroom
and how brilliant the arguments were, and after several moments of
utter silence in the cab while we all caught our breath and Arthur
just sort of ruminated, Arthur looked up from the back seat and
told me he had just one question: “Will you please tell me, just what
the hell is a GIC?”
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A quick additional aside about Arthur’s modesty. On that same
trip, the woman in charge of the lounge where we were preparing
came over to Arthur and insisted that she knew him from someplace. Arthur told her that he didn’t think they’d ever met, at which
point she said, breathlessly, “I know who you are, you’re Arthur
Murray!” Arthur just smiled and told her that no, he wasn’t Arthur
Murray, and in fact, he didn’t even dance very well.
Since that time, it’s been my enormous privilege to work with
Arthur on countless cases and potential cases, including most recently a Second Circuit argument where the Second Circuit ruled
our way on absolutely everything that Arthur argued, but reversed
on the one issue the panel told both parties not to bother arguing.
Although I’d like to think that the Court wasn’t ducking him, it has
occurred to me that perhaps the reason that the panel instructed
Arthur not to argue that point was that they didn’t want him to
change their minds.
Of course, beyond these everyday cases, Arthur also argues
before the Supreme Court, and I would be remiss if I didn’t at least
mention his recent success there in the Tellabs case,1 which we all
like to say that Arthur won by a vote of 1–8, because even though
the Court vacated the ruling we won below, the standard that the
Court announced, in a majority opinion authored by Justice Ginsburg, was one that we were all quite pleased with, and in fact the
Tellabs case is still alive in the lower courts today.
To give you just some idea of the great respect that Arthur
commands at the Supreme Court—where some of the Justices are
his former students—I’d like to read to you from just a portion of
the transcript of the Tellabs oral argument.
Justice Stevens wanted numbers to help him understand what
level of certainty Congress meant when it used the words “strong
inference” in the PSLRA, and asked Arthur: “[D]o you think you
can categorize the strength in percentage terms?”
Arthur responded that he “ha[dn’t] seen a judicial opinion
that says at the 33 and one-third percentage of probability, I’ve got
to give it to the jury.”
At that point Justice Scalia interrupted, and said that no, he
thought it was “66 and two-thirds.”
Whereupon, and without missing a beat, Arthur asked: “Is that
because you never met a plaintiff you really liked?” If you think
about it, that was really a brilliant response, and not one that many
of us could get away with.
1. Tellabs, Inc. v. Makor Issues & Rights, Ltd., 551 U.S. 308 (2007).
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Plus, a moment later Arthur also showed he could be self-deprecating. After Justice Roberts questioned Arthur’s use of the word
“okay,” Arthur responded: “No, I did not mean that. Don’t take me
literally on that. For heaven’s sakes, I’m from Brooklyn.”
I’ll conclude by reiterating what a personal and professional
thrill it has been for me to work with and get to know and enjoy
Arthur over these past fifteen or so years, whether it’s been brainstorming over a case or a point of law, or just shooting the breeze. It
is these opportunities that keep me going whenever I get down or
depressed. Because as a lawyer, and as a human being, there is
nothing more satisfying or enjoyable than spending time with the
man who I am just so blessed, and privileged, and honored, to be
able call my friend, Arthur Miller.
BRAD N. FRIEDMAN
Partner
Millberg LLP

\\jciprod01\productn\N\NYS\67-1\NYS104.txt

unknown

Seq: 1

25-APR-11

8:36

TRIBUTE TO ARTHUR MILLER
JUDGE ROBERT D. SACK
The older I get the more grateful I become for the opportunity
to rise to say a few words about someone who is still alive.
Indeed, being the anxious sort, I confess that it occurred to me
that if, God forbid, something dreadful happened to Arthur between my writing and giving of these remarks, all I would have to do
is change “is” to “was,” and I’d be all set.
But anxious is the word. About a month ago, I was visiting with
former law clerks in Washington. Chatting with a clerk’s wife, I
mentioned the tribute to Arthur this afternoon. “I’m terrified!” I
confided. “Terrified of the tribute or of Arthur Miller?” she asked.
“Of the tribute,” I said. “Arthur is a pussycat.”
I have been worried. Not so much about the prominence of
the audience, or the responsibility to do right by Arthur. But because this is a particularly difficult assignment. Because Arthur is a
particularly difficult subject.
Consider. Arthur is a public man. Heads turn when you walk
down the street with him. He remains perhaps the most publicly
recognizable law professor in America—a profession whose members are not exactly known for their reticence. (Eat your heart out
Alan Dershowitz.)
But he is at the same time a jealous guardian of his own privacy—a field of law in which he maintains, not coincidentally I
think, an avid interest. You may know a lot about how Arthur thinks
and feels, but only so much, I suspect, as he wants you to know.
I therefore find myself on the horns of a pickle, to mix a metaphor. Even after having known Arthur for a third of a century, and
counting myself as a friend, if I were to tell you something about
the public Arthur Miller, it would be something you already know.
But if I were to tell you something about the truly private Arthur
Miller—I’d be making it up.
So I’ve decided to do this. I’m going to explain to you, through
a single story, why Arthur wears a big, colorful handkerchief in his
breast pocket. Maybe that’s something sort of public about Arthur
that you don’t know.
I first met Arthur in connection with the Ford Foundation seminars on media and the law, later better and more appropriately
known as the Fred Friendly Seminars. For a long time, Fred relied on
13
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three principal so-called “moderators”—although the word “inquisitor” was far closer to the truth. In addition to Arthur, there was
Charlie Nesson, also of Harvard, and Benno Schmidt, then of Columbia Law School. As a lawyer for the Wall Street Journal, I became one of their go-to panelists—at least when Floyd Abrams was
unavailable. In a score of venues across the country, sitting somewhere around the U-shaped table, I got to answer Arthur’s tough,
searching, no-holds-barred questions, most memorably and repeatedly: “Mr. Sack. You don’t actually get paid for giving advice like
that, do you?”
To my recollection, over the years, the law and media seminars
had three basic incarnations. The first was as a confidential, unfettered exchange of personal views among lawyers, judges and journalists. Fred would explain that he wasn’t going to put a gag order
on anyone, but he expected that, to facilitate candid conversation,
what went on in that room would stay among its participants and
invited guests.
Something happened. It eventually became apparent that the
seminars were great television, and Fred Friendly was a television
man. So in due course the closed door learning sessions morphed
into nationally televised teaching sessions.
But in between, Fred had a different idea. Fred and the trinity
of Miller, Nesson and Schmidt, would teach local counsel to run
sessions in and for their own communities. If I remember right,
that wasn’t such a hot idea. If you think that Arthur can teach a run
of the mine lawyer, such as me for example, to be Arthur, then
you’d think that Derek Jeter can teach me to go to my right.
In any event, in that pursuit, in the mid to late 1970s, Fred and
Arthur and some others went off to Chicago to hold a demonstration session for lawyers, who were, thereafter, to go forth and be
Socratic. The venue I remember to be a massive, ornate indoor theater-in-the-round at Northwestern University Law School.
At a cocktail party the night before, a lawyer from Tennessee, I
think it was, was boasting that the hypothetical for his panel the
following day wasn’t that hard, and that he had it solved. As my
father used to say, “Let him not boasteth who buckleth on the
sword like he who taketh it off.”
For the next day came. And the lawyer was seated in the middle of the U-shaped table. And Arthur—thirty some-odd years
leaner and meaner—was the inquisitor. And sure enough, using
that hypothetical—forefinger preceding him—he began to ask
questions of our Tennessee friend.
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It became quickly apparent that the guy’s answers weren’t
quite as clever as he had thought. He was lost. And Arthur moved
in.
Question by question, Arthur pushed him closer and closer to
the edge. And maybe it was my imagination, but it seemed to me
that the theater had become the Coliseum, and the spectators were
rooting for the Lion—Arthur—and for blood.
It was plain that one more question from Arthur, and this fellow would be hurtled over the precipice—to his very public humiliation, if not his death. Just one more.
And Arthur stopped. And he asked: “Is that your view?”
And the lawyer confirmed that it was.
And Arthur said “Okay.” And he moved on to something and
someone else.
Maybe you had to be there. But that was an act of remarkable
generosity. What Arthur simply would not do that morning, was to
become a hero at the expense of a by-then rather pathetic man.
And it said as much to me about Arthur as almost anything I have
learned about him before or since.
Arthur, then, is a sheep in wolf’s clothing; a man of kindness
and heart. The word mensch does come to mind. So, as promised, I
come to explain his omnipresent handkerchief. When Arthur’s
great heart is not out on his sleeve—I’m just sure of it—he hides it
behind a swath of colored cloth neatly folded into in his breast
pocket.
Congratulations, Arthur.
ROBERT D. SACK
Judge
United States Court of Appeals for the Second Circuit
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TRIBUTE TO ARTHUR MILLER
HENRY B. GUTMAN
I confess that being up here today, in such distinguished company, I have the same feeling I did as a first year law student at
Harvard where I met Arthur in the early 1970s, namely that my
presence here must be some kind of a mistake. Now as then, I happily accept my undeserved good fortune. And I’d like to think that
I’m here to represent Brooklyn and—Thank you. Brooklyn is in the
house. I see the Eastern District right here—as well as the intellectual property side of Arthur’s expertise. It’s been my privilege to
know Arthur for over thirty-five years as a teacher, a colleague, and
now as a friend.
At Harvard in the seventies, as you’ve heard, Arthur was already a legend—not simply for his treatises, casebooks, and other
scholarly works, but in particular for his teaching. The prescribed
mode of instruction back then was the Socratic method. No one was
better at it than Arthur. He may not have been the model for Professor Kingsfield, as some have speculated, in The Paper Chase,1 because the dates just do not match up. Arthur is way too young to
have been the model for that book. But as John Sexton said, he
clearly was Professor Perini in Scott Turow’s One L,2 which was published when I was a law student.
Unfortunately, I was not in the lucky section that had Arthur
for civil procedure, so I can’t provide a first hand account of the
Erie Day performance or describe his costume. There were rumors
about cross-dressing, but I can’t say. All I know is that the rest of us,
the three-fourths of the class in other sections, knew we were missing something very special. But you didn’t have to be in Arthur’s
class in order to know how he taught, because he took his teaching
technique beyond the classroom walls, and he brought it to the
world. Countless bar and professional groups and gatherings of
judges have been treated to panel discussions run by Arthur and his
patented teaching style. For decades every Harvard Law School reunion featured a program for which the formula was simple: one,
pick a timely topic of interest; two, assemble a panel of experts from
the reunion classes; and three, as the dean used to say, “Have Ar1. JOHN JAY OSBORNE, JR., THE PAPER CHASE (1970).
2. SCOTT TUROW, ONE L: THE TURBULENT TRUE STORY
HARVARD LAW SCHOOL (1977).
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thur do his thing.” These performances became Arthur’s trademark
as surely as the ubiquitous red tie and handkerchief and his threepiece suit.
My favorite example of Arthur doing his thing has been referenced by other speakers today. And I suspect it may be Arthur’s too.
And that was the series of TV programs with Fred Friendly in the
eighties. For those too young to have seen them or too old to remember, imagine—I’m in the latter class but I did look at them
online the other day for a refresher—imagine a semi-circle of desks
as in a law school classroom, but in the front row, instead of nervous students, you have senators and congressmen, justices and
judges, cabinet secretaries, governors, scholars, distinguished lawyers, pundits, and even a former president of the United States. Arthur poses a hypothetical raising a great constitutional question of
the day and then proceeds from panelist to panelist, asking questions, eliciting reactions, tweaking the hypothetical, and orchestrating a high-end debate in a format that any law student would
instantly recognize. Much as I appreciate the efforts of CNN, ABC
News and others, nothing on TV, in my view, in the last thirty years
has come as close to realizing the potential of the medium to inform and enlighten as those programs with Fred Friendly did.
That’s Arthur as the teacher.
A decade after I graduated, I got to know Arthur in a different
capacity as a colleague. I was representing Lotus Development Corporation, a software company that was concerned about all the selfproclaimed clones of its best-selling spreadsheet program, Lotus 12-3. I was destined to spend the next ten years of my life litigating
software copyright cases, culminating in the Lotus v. Borland case,3
which we argued before the Supreme Court in the midst of a record blizzard. The only problem was that I had never handled a
copyright case before and lacked even the foresight to have taken
the only copyright course offered at Harvard when I was a student—one semester every other year. But I did remember who
taught that course, and I called Professor Miller in search of some
post-graduate instruction.
Now Arthur’s accomplishments in the civil procedure field are
so vast that many people are unaware of his equally distinguished
record in copyright law, the expertise that gave Columbia and the
copyright world Jane Ginsburg. But Arthur’s love of intellectual
property and copyright in particular dates back to his days as a law
student. His first assignment on the law review was to study the mag3. Lotus Dev. Corp. v. Borland Int’l, Inc., 516 U.S. 233 (1996).

\\jciprod01\productn\N\NYS\67-1\NYS105.txt

2011]

unknown

GUTMAN TRIBUTE

Seq: 3

4-MAY-11

10:26

19

azine’s copyright procedures to make sure they complied with the
notice requirements of the 1909 statute. They didn’t. His student
note was on potential common law protection for unpatentable and
uncopyrightable ideas. It took 50 years before that draft note finally
became an article in the Harvard Law Review;4 because at the time it
was first written, then Dean Griswold and the university had been
sued by someone who claimed the dean had stolen his idea for a
series of tax books. Not a good time to publish an article about
protecting ideas.
It was then that Arthur began his relationship with his friend
and mentor Ben Kaplan, who taught both procedure and copyright
as Arthur someday would. Arthur spent his second law school summer as Kaplan’s Research Assistant, later writing of that decision,
quote, “I have sixty years to practice law and only one summer to
work for Ben Kaplan.” Well that turned out not to be true. Actually
it turned out to be more than just one summer. What began that
summer became a long-term collaboration. Professor, later Judge,
Kaplan was a giant in copyright law. His book An Unhurried View of
Copyright remains to this day one of the most thoughtful treatments
of the subject. Together he and Arthur participated in the decadeslong legislative process that culminated in enactment of the Copyright Act of 1976. On behalf of a consortium of universities, they
argued to protect the academic community’s use of technology, especially computers and databases, for research and teaching. To
put all this in perspective, before the founders of Google had even
been born, Arthur wrote in defense of a future in which a computerized, globally accessible library would make the world’s collective
knowledge available to all. Arthur turned down an opportunity to
be register of copyrights. But when President Ford asked him to
serve on the presidential commission known by the acronym
CONTU,5 he agreed and he spent the next three years hearing testimony, reviewing submissions, and preparing the report that was to
address the question of how the new copyright act should deal with
computer software and databases.
So in short, when I needed a mentor to help me understand
how to apply traditional copyright doctrine to the new digital works
of authorship known as software, or as Arthur put it, to pour new
wine into old bottles, wine being something Arthur also knows
about, Arthur was the natural choice. What began with my stopping
4. Arthur R. Miller, Common Law Protection for Products of the Mind: An “Idea”
Whose Time Has Come, 119 HARV. L. REV. 705 (2006).
5. The National Commission on New Technological Uses of Copyrighted
Works.
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by Arthur’s office to pick his brains and drink his coffee, ripened
into a professional partnership. When the First Circuit unexpectedly reversed our trial victory in Lotus v. Borland, we retained Arthur
as co-counsel for the Supreme Court battle ahead. Now writing a
brief with Arthur is a real treat. As in the classroom, he didn’t
preach. He prodded. A witty tongue in cheek note or a raised eyebrow usually did the trick. The word “really”—you can almost hear
him saying it as you read it—written in the margin of a draft often
followed by appropriate, but unnecessary, punctuations spoke
volumes. And for you young law review editors wondering if the
hours that you spend honing your technical cite-checking skills will
ever be used after graduation, let me tell you, that after all of us
were done proof-reading a brief the person who caught the last nit,
the improperly italicized comma—I’m not kidding—was invariably
Arthur.
Since then, Arthur and I have written an amicus brief together
urging the Supreme Court to reverse the Second Circuit in the
Tasini case.6 We only got two votes, but I’m still very proud of that
brief. We’ve done copyright panel discussions together, and Arthur
has been kind enough to invite me to participate in classes he
taught on copyright and new technologies both at NYU and at
Harvard. And most recently, Arthur helped our team prepare for
the Supreme Court argument in Reed Elsevier v. Muchnick,7 a case
decided in our favor earlier this term. The issue in the case was one
of federal subject matter jurisdiction in a class action settlement of
a copyright case—three of Arthur’s legal specialties. All that was
missing was privacy, and you would have had the whole shebang.
Who better to turn to for advice than Arthur Miller?
Over these years as teacher, colleague, and mentor, Arthur has
become a good friend. He is the person to whom the wine list
should be passed at dinner, especially if budgetary constraints have
been suspended for the evening. He is an enthusiastic companion
at any sporting event featuring a New York team—Arthur, I actually
had Yankees tickets this afternoon, but I thought we had to be
here—particularly if it involves his beloved Yankees. And yes, Arthur has been known to dispense with the tie and vest at a ballgame.
As you’ve heard, he is an avid collector of Japanese prints. His museum quality collection is now on display at the Japan Society—you
should really get there and see it—after a successful museum exhibition in London last year. And in an age when most of our words
6. N.Y. Times Co. v. Tasini, 533 U.S. 483 (2001).
7. Reed Elsevier, Inc. v. Muchnick, 130 S.Ct. 1237 (2010).
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are composed at a computer keyboard or with our thumbs on a
Blackberry, Arthur has a world-class collection of fine, limited edition, numbered fountain pens, most of which bear one or another
of his favorite numbers.
Now I can’t reveal those numbers here today lest I inadvertently disclose someone’s computer password or pin number, but
his fondness for fountain pens is a vice that Arthur and I share. In
fact, Arthur’s favorite pen shop holds a pen fair twice a year when
the makers of the world’s finest and rarest fountain pens descend
on West 45th Street to show off their wares. The proprietors of the
shop have taken to calling Arthur’s assistant and mine to find a
mutually convenient time when we could meet at the pen fair to
check out the newest temptations and then grab some lunch. They
understood perhaps better than we, that we each bought more pens
when egged on by the other than either of us would if left to our
own devices. When we discovered, to our horror, that some of the
vendors themselves were timing their arrival at the fair to coincide
with our visits, it became clear that we ought to focus more on the
lunches and less on the pens.
But on a more serious note, whenever I’ve needed career advice, a mentor, or just a friend, Arthur has been there. I love spending time with Arthur, because he reminds me of why I wanted to do
this in the first place, and he makes me feel good about being a
lawyer. Now Arthur would tell you, and I’m sure when he stands up
will tell you, that his life has been enriched by some great mentors
and friends: Ben Kaplan, Fred Friendly, Charles Alan Wright, and
others, including many in this room today. But what he may not
appreciate is that he has been precisely that to so many of us. I’m
grateful to the law school for having given me this opportunity to
say so. Congratulations, friend, on a richly deserved honor.
HENRY B. GUTMAN
Partner
Simpson Thacher & Bartlett LLP
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TRIBUTE TO ARTHUR MILLER
CHARLES GIBSON*
It’s somewhat difficult to come this late in the program, as
most things have already been referenced. I actually prepared remarks in a song called “What Would Arthur Miller Do,” but that
role was usurped. There was reference made by one of the speakers
to all of the great legal minds that are on this stage. I applied to
three law schools, and I went zero for three. This is obviously a very
important event, so important that Arthur has put on a vest.
Absolutely true story: for a time my elder daughter was dating a
young man, a Harvard grad who was at Georgetown Law. This was
before she herself went to law school. The young fellow had a question he posed at our dining room table, one night, about whether
he should advance his career by taking a clerkship that he had been
offered, or a prospective job that offered much greater remuneration, of which he was in need, with educational loans to repay.
“Why don’t you call Arthur Miller for advice,” she said. He
looked at her incredulously.
“Do you know Arthur Miller?” he said.
“Sure, my father works with him. He was at my folks’ anniversary party last year.”
His jaw dropped, and he said, “Arthur Miller is a god.”
I told Arthur that story. I wasn’t sure I should. Rather than
finding it amusing, I was very worried he might agree with the
young man.
As has been noted here by previous speakers, Arthur was Legal
Editor for ABC’s Good Morning America for twenty years. For nine of
those years I was the host of the program. I had the best of both
worlds: I got a legal education from Arthur Miller, and I never had
to worry about getting a grade. And I got to ask the questions. He
would have five or six minutes on the air to explain a legal issue, or
dissect some case that was in the public consciousness at the time.
But the times I treasure, and there were many of them, were
when he would sit for as long as I had questions, to explain the law,
and its intricacies and its nuances to me. We would talk legal specifics, and we would talk legal theories. In my thirty-three years at
ABC, I worked with many professors, members of the academy. And
*
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I can count on the fingers of one hand those who could make their
subjects come alive for the audience. Arthur was, and Arthur is, the
best. He could make almost anything understandable for a mass
audience, but the most important thing to me is that he never
dumbed down his message, and he never patronized his audience.
A number of times on Good Morning America we had Arthur
debate an issue for ten minutes or so with Alan Dershowitz. I wish
morning television did such things still, but I remember one time
in particular it was spirited, as you might expect. Neither gave the
other any quarter. But what made it most memorable to me is that I
had a chance to speak with each one of them separately after the
broadcast. Both of them said, “Well, I guess I got the better of him
today.”
And a lot has been said about Miller’s Court. I always made it a
point to watch it. Arthur attracted the most amazing panelists:
prominent lawyers, ethicists, government officials, judges, even
sometimes Supreme Court justices. That was a long time ago, as has
been mentioned, when that show was on the air. John Marshall, I
always thought, made a great guest. But being something of a student of television hosting, I watched Arthur closely, and I learned a
lot from Arthur then as well. Tying the panel in knots with his hypotheticals and complex questions. And so one time I thought, “I’ll
try that method on Good Morning America.” I forget what the issue
was, but I posed some “Well, what if . . .” question to the guest. He
knocked it out of the park, and I had no comeback, which Arthur
always did, and I remember thinking, “You idiot, don’t try to copy
the master.”
Reference was made to Arthur as a pussycat, I think something
of a puppy dog. I understand he’s tough in class. He may have
dressed down a student or two. But I doubt there are many times
when any Arthur Miller-trained lawyer is caught flatfooted. In the
end his students, I suspect, indeed I know, prosper and pass their
courses. He can’t be so tough. I think of Calvin Trillin’s remark: “If
law school were so tough, why are there so many lawyers?”
There was one time when I heard Arthur express some doubt,
out of character, I realize. That’s probably why I remember it. We
were riding on a bus to some Good Morning America location, and
Arthur talked about former students coming to him in their late
forties, early fifties, switching into second careers, either burnt out
or disillusioned about the law. And Arthur, for a minute, got quite
reflective and started to question whether his teaching had been
quite good enough, that maybe there had been something that he
could’ve done, should’ve done, that would keep them more ener-
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gized or enthused about their profession. It saddened me for a moment, because I can’t imagine anyone who would do a better job
energizing students, or engendering enthusiasm, than Arthur. His
enthusiasm seems boundless, and his passions are infectious. And
his interests are so varied.
For proof the latter, I do point you to the Japan Society, just
mentioned, where that exhibition of works of Utagawa Kuniyoshi
are now being shown, and those works, as mentioned, come from
the personal collection of Arthur R. Miller. I didn’t know much
about Kuniyoshi, but I spent some time researching him on the Internet. I did not use Google, Arthur, I did not. The press release
announcing the exhibition says his works, and I’m quoting here,
“depict giant spiders, skeletons and toads, Chinese ruffians, woman
warriors, haggard ghosts, and desperate samurai combat.” It all
sounds like the depiction of a law school faculty meeting.
You can make a lot of money being a lawyer. H.L. Mencken
once remarked, “Lawyers protect us against robbery by removing
the temptation.” Arthur has done well, but I suspect had he devoted
himself entirely to legal practice, he would have been a very rich
man. Instead, he devoted himself to teaching, and there is no more
honorable profession in the world. Whether teaching a television
host at 6:15 in the morning, and I can tell you sometimes the vest
was unbuttoned. That was exciting! Or whether he’s talking to dozens in a lecture hall, or whether he’s speaking to millions through
the medium of television, I think we would all agree there is no
better teacher than Arthur Miller.
CHARLES GIBSON
Former Anchor, ABC’s Good Morning America
Former Anchor, ABC’s World News with Charles Gibson
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TRIBUTE TO ARTHUR MILLER
DAVID L. SHAPIRO
Some 54 years ago, a young man in a three-piece suit, with a
red silk handkerchief in his breast pocket,1 walked into Gannett
House, the home of the Harvard Law Review, and the world of the
law has never been the same since.
Though I was there to greet him when he arrived, and was
technically his senior, he has always been a role model for me, and I
have never stopped trying, but haven’t really managed, to follow in
his wake.
A few examples. As a student, Arthur became a protege, in
both Civil Procedure and Copyright, of the wondrous Ben Kaplan,
who, sadly, could not join us at this Dedication; and Arthur later
worked closely with Ben on such ground-breaking projects as the
revision of the multi-party provisions of the Federal Rules. (In fact,
I’ve been told, Arthur actually helped draft the infamous Rule
23(b)(3)2 while he and Ben rode together to Martha’s Vineyard.) It
took some years before I too managed to become a friend, coworker, and acolyte of Ben’s, and Arthur and I both continue to be
awed by Ben’s wit and wisdom. And when Arthur turned to teaching and scholarship, he emerged as the leader of a team that has
produced, and still produces, certainly the outstanding, and perhaps the most voluminous, legal treatise in the country—the only
one, I believe, to be found in the NYU faculty library, and the one I
always turn to first (and often last as well) when I have any problem
involving federal procedure. So I, as emulator, have managed to
produce a tiny paperback on res judicata, whose sales have just recently climbed into double digits. And finally, when Arthur turned
to television and was recognized as one of the first, and probably
still the most respected, of legal scholars to help make hard legal
issues accessible to the tele-viewing public, I settled for playing
cameo roles in home movies starring my granddaughter.
The point is clear. Arthur has made, and continues to make, an
extraordinary mark in the world of the law and in the broader
world of public affairs. He is a public intellectual in the very best
sense.
1. He probably wasn’t wearing a suit and didn’t have a visible handkerchief of
any color, but I always think of him that way.
2. FED. R. CIV. P. 23(b)(3).
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And what a wonderful teacher. Students who graduated decades ago, and those who entered law school only recently, consistently put Arthur at the top of their list when asked to identify their
best and favorite teachers. His rigorous questions, his incisive wit,
his flair for the dramatic all coalesce to forge an experience that
students simply do not forget. He remains one of the very best, and
not just on Erie 3 day, when he comes into class wearing costumes
ranging from Elvis Presley whites to Superman red and blue. Indeed, I had the pleasure of sitting in on a class on aggregate litigation that he co-taught here with Sam Issacharoff only a few years
ago, and the warm but feisty interplay of that duo with each other
and with a gifted, self-selected class was a marvel to behold. Their
different perspectives, when combined with their enthusiasm,
knowledge, and skill, made for one of the best courses I have ever
experienced, as student, teacher, or hanger-on.
Perhaps what is most admirable about Arthur is his continuing
emphasis on the importance of the law as a distinct discipline, even
when it draws on other disciplines for its growth and vitality, and his
insistence that teaching and writing about law can and should be
meaningful beyond the walls of the academy. Arthur’s career is the
best evidence that a life in the law can successfully combine teaching, scholarship, practice, law reform, and service to the broader
public. For that, we are all in his debt.
And I haven’t even had time to mention Marilyn Monroe or
Death of a Salesman.4
DAVID L. SHAPIRO
William Nelson Cromwell Professor of Law Emeritus
Harvard Law School;
Faculty in Residence
New York University School of Law

3. Erie R. Co. v. Tompkins, 304 U.S. 64 (1938).
4. ARTHUR MILLER, DEATH OF A SALESMAN (1949).
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TRIBUTE TO ARTHUR MILLER
JEFFREY TOOBIN
If I think of the two people who are most responsible for my
television career, I think of Arthur Miller and O.J. Simpson. Unfortunately, O.J. could not be with us today, but it is my pleasure to pay
tribute to the great Arthur Miller.
I first met Arthur when I was a student at Harvard Law School.
Alas, I was not his student. I was not assigned to his first year Civil
Procedure class, and I think I was just too intimidated to take any of
his elective classes—Copyright or Federal Courts—and that was because I was in law school when Scott Turow’s One L 1 was essentially,
if not actually, required reading, and everybody knew that he was
Professor Perini. It’s really kind of a shame, because you’d be surprised how often Younger 2 abstention and Rule 23(b)(3) came up
in my coverage of the balloon boy case.
Originally, like so many people in the Boston area, I got to
know Arthur as a viewer of Miller’s Court, which was broadcast on
the once-great ABC affiliate WCVB. It’s impossible to overstate how
interesting and influential Miller’s Court was. Sometimes he took on
high profile cases, sometimes everyday legal problems of ordinary
people, but he turned them into terrific television. He was the first
person to do this. And it’s worth emphasizing that point. Arthur was
the first person, the very first person, to recognize that law could
make compelling and important television. Steven Brill did something similar with legal journalism in print when he invented The
American Lawyer, but Arthur Miller did it for television. And how
Arthur invented modern television coverage of the law is just as important as that he did it in the first place. Arthur never dumbed
down his material. You’ll notice that Charlie Gibson used exactly
the same sentence that I did, but I work in cable news, so I am not
afraid of tedious and endless repetition. Sure, Arthur simplified
and translated legalese into English, but that’s just good journalism.
Law, more than most other fields, lends itself to cheap sensationalism and crude summary, but Arthur never did it. Not in Miller’s
Court, not on Good Morning America, not at Court TV, not at any
time in his television career.
1. SCOTT TUROW, ONE L: THE TURBULENT TRUE STORY
HARVARD LAW SCHOOL (1977).
2. Younger v. Harris, 401 U.S. 37 (1971).
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In an entirely different chapter of Arthur’s television career, he
was, as you’ve heard several times today, the host of the great Fred
Friendly Seminars. I confess a particular bias in favor of this program
because in one of the early episodes, you can see, seated in the
audience, seated right behind Justice Potter Stewart, who was a
guest on one of these programs, the Channel Thirteen executive
who was in some part responsible for bringing that program to the
air, and that was Jerry Toobin, my dad. The seminars were like law
school classes on steroids, with students who had egos on steroids.
In the seminars, the panelists, who were often Supreme Court justices, members of Congress, high profile journalists, and the like,
grappled with hypothetical problems that were orchestrated by a
moderator, in the best cases, Arthur himself. They are really great
television, and like so many others I really urge anyone who hasn’t
seen them to go track them down. They live up to Fred Friendly’s
famous words: “Our job is not to make up anybody’s mind, but to
open minds, and make the agony of decisionmaking so intense, you
can only escape by thinking.”
Let me conclude by repeating my gratitude to Arthur. He is of
course not responsible for all the law on television that followed
him. Holding Arthur responsible for Judge Judy and Nancy Grace
would be like blaming Hippocrates for Dr. Kevorkian. He is, as you
know, a scholar, a teacher, a litigator, an art collector, and, God
help us, the first television legal analyst. He is the one who set the
standard to which I aspire. And I join you in saluting him today.
JEFFREY TOOBIN
Senior Analyst, CNN Worldwide;
Legal Analyst, The New Yorker
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TRIBUTE TO ARTHUR MILLER
LINDA J. SILBERMAN
Well, it’s stunning to be in this group of speakers, and I’m really not quite sure how I managed to get here. Except that I see that
I’m the last speaker, and you probably all are giving a sigh of relief
at that, and I promise to be brief. But there’s a symmetry in all of
this, because Danielle began these talks, and Danielle is presently
Arthur’s Research Assistant. And I am here, I suppose, because, perhaps, I am Arthur’s oldest living Research Assistant from the past.
But I’m honored to be able to speak as part of this tribute to Arthur, and although my long connection with Arthur enables me to
speak very personally about him, some of what I say is really on
behalf of many other former students and Research Assistants of
Arthur’s, of whom there have been thousands over the years, and
they would also want to acknowledge his mentoring and influence
and say “thank you.” Indeed I know they referred to us, the three of
us who were Research Assistants when I worked for Arthur, as “the
army,” and when I look around now at his Research Assistants it’s
much more like a militia. If you look at the long list of Civil Procedure teachers in American law schools, one will find so many of
Arthur’s protégés, and some of them, like Harold Koh and John
Sexton, have extended that influence far beyond just the academy.
My relationship with Arthur has spanned almost forty-five
years. That can’t really be right, it can’t be forty-five, I’m not fortyfive years old. But I was Arthur’s student in Civil Procedure at Michigan in 1965, which was his first year at Michigan after his years at
Minnesota. And he left his mark on me quite early in that semester.
Danielle, some of the things you say resonate very closely with me
because in that first class, and I tell you it was the first class, Arthur
left me terrorized, and I was certain that I should never have come
to law school. But Arthur had a method to all of this, and I was
determined to show him that I was going to do this, and I was going
to be successful, damn him.
It was the start of the second semester, after the midterm exam
in which I had done quite well, when he asked me if I would like to
be one of his summer Research Assistants, and that experience was
extraordinary. As he did for so many, he trained the three of us to
be careful, exacting, disciplined, thoughtful, and creative lawyers. I
learned more in that summer than in the rest of my law school
years. But I wouldn’t want you to think that it necessarily started out
31
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so perfectly. I already told you about the terror on the first day. But
when Arthur first interviewed me for a research position, he asked
me what I thought I wanted to do with my law degree. I said I
hadn’t really thought much about that; that I had attended law
school classes as an undergraduate and I loved them and I really
wanted that intellectual experience in a graduate education. Arthur
then asked me if I thought I might like to teach. I immediately said,
“No, no, I don’t want to do that. I was an English major and I don’t
want to teach and that’s why I came to law school.” He looked
stunned, and I realized, perceptive as I am, that this was not the
answer one gave to a person who was dedicating his life to being a
law professor, and so I explained quickly that I thought teaching
was really a great profession, it just wasn’t for me. Funny how things
turn out, isn’t it? Arthur had great faith in me, he hired me anyhow.
I worked on that first edition of his casebook, and, as he did with
John, he asked me as a second year student if I would like to teach
his class, and I did. And it’s the result of his influence, his personality, his training, his support, and help that I too became a Civil
Procedure teacher.
But being Arthur’s Research Assistant wasn’t always easy. Danielle, you probably have similar experiences. Although I think Arthur has really mellowed over the years. Nobody has had the
experience that we did so long ago. Arthur has always had very high
standards and an unfathomable work ethic for both himself and for
his Research Assistants. So there was one night during my second
year when I was still working for him—it’s very hard to get out. This
time it was two o’clock in the morning, and both Arthur and I were
in the office. I was exhausted, I had class in the morning, I was
working on my Law Review note, and I told Arthur I was tired and I
needed to go home. He looked up, stunned, stared at me hard and
said,“You know, with that attitude, you’ll never be a professional.”
Incredibly, I believed him. But, I did manage to go home, suffering
all the time and knowing that probably I could never do this. But,
when I later worked in a law firm in Chicago, and worked for a
person who was said to be extremely demanding, nobody in the
world would work for him, I thought he was a creampuff compared
to Arthur.
Now I have a confession to make about how I viewed Arthur in
those early days, and as a result you may be very skeptical about my
judgment of human character. It wouldn’t surprise you that I, like
many, was mesmerized by Arthur as a teacher. He was brilliant and
exciting in the classroom, and out of the classroom he was absorbed
in interesting, but, at least to me then, somewhat dry, esoteric issues
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of Civil Procedure. I now know that this is the most exciting subject
in the world, but it was a while ago. So I was working on an esoteric
issue with Arthur about the pleading and proof of foreign law. He
was producing a treatise on New York procedure, the Weinstein,
Korn & Miller1 treatise, and was about to take on the task of overhauling a large federal practice treatise, now the famous Wright,
Miller & Cooper.2 And so I was enormously impressed that Arthur
would spend these long hours on intricacies of Civil Procedure
problems that did not seem to attract public attention, or the grand
stage of media and television where his close friend Yale Kamisar
could always be found discussing the recent Miranda 3 case and
other important criminal cases. So my view then was that Arthur was
content to work as a secluded monk who cared nothing about the
limelight, or public adoration. He did not want to be a TV star or
need to be in the spotlight. He was just a Civil Procedure teacher.
Well, my view changed, and as we know, Arthur has a great gift
for communication. Not just to law students in the classroom, but
to lay people about a range of important legal issues with broad,
public ramifications. We’ve heard today about the Fred Friendly Seminars, his role as legal correspondent on Good Morning America, his
TV show in Boston, Miller’s Court, and that’s all a great testament to
his communication skills. He’s able to take complex information
and make it immediately understandable even to the uninitiated.
I’ll always remember a phone call that came from Arthur early
one morning, very early in the morning, about six o’clock. “Is everything OK?” I asked. “Yes,” he said, “but just tell me everything you
know about international child abduction. I’m on TV in a half
hour.” I thought to myself, “This is absolutely impossible. I know
everything about this subject, and I couldn’t be on TV in an hour!”
I gave him a summary of the issues as I saw them, and I turned on
the TV. And it was, as always, a magnificent performance, clearly
defining the issue, analyzing the problems presented, engaging the
viewer, making it completely understandable, and seemingly the
world’s greatest expert on this topic. Arthur, sometimes it’s really
hard to be your friend.
After the years of being his student and Research Assistant, as
well as babysitter for his son Matthew, I developed a close friendship with Arthur that grew steadily over the years. When NYU was
1. JACK B. WEINSTEIN, HAROLD L. KORN & ARTHUR R. MILLER, NEW YORK CIVIL
PRACTICE: CPLR (2d ed. 2005).
2. CHARLES ALAN WRIGHT, ARTHUR R. MILLER & EDWARD H. COOPER, FEDERAL
PRACTICE AND PROCEDURE (3d ed. 1998).
3. Miranda v. Arizona, 384 U.S. 436 (1966).
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looking for new faculty about a thousand years ago, Arthur recommended me to the hiring committee, and I have no doubt that it
was his strong support and recommendation that led NYU to offer
me this job—this job that I love, for this subject that I love. And
when I came to NYU, I wanted to emulate, if one could ever emulate, Arthur. So I became a Civil Procedure teacher with Arthur as
my role model.
On a more personal note, we have shared ups and downs in
our lives. He was at my wedding to Victor, and I have been at almost
all of his weddings. It’s an enormous pleasure to have him close by
as a colleague now, and to share our lives in both professional and
personal ways. Some of you may know that his Personal Assistant
Kristin is my niece.
Now, I’ve almost always been happy and proud to acknowledge
Arthur’s enormous influence, but there’s one place where I need to
set the record straight, and to be fair, Arthur himself has set it
straight. And that’s with respect to Arthur’s wonderful Kuniyoshi
Japanese print collection that he has recently given to the Friends
of the British Museum and which is presently on display at the Japan Society. And I say to you, if any of you have not seen it, I urge
you to go. It is absolutely spectacular. I also collect Japanese prints,
of a different artist of about the same period, though of course, my
collection is much smaller. And there have been some that have
said to me—knowing of Arthur’s extensive collection and of his
enormous influence in my life—”Really Linda, did you have to follow him in your art collecting as well?” But it was I who first started
collecting Japanese prints, those of a printmaker by the name of
Yoshitoshi. Arthur was at my apartment one day, was intrigued by
my prints, and we went together to look at prints at a New York
gallery. Shortly thereafter and over the years, Arthur became one of
the foremost print collectors of a different artist, Kuniyoshi, and he
has now generously given that collection to the Friends of the British Museum. But it’s been gratifying for me to know that perhaps I
may have opened at least one door for Arthur, after the many that
he opened for me. And I have always been moved by the fact that
Arthur chose to collect the prints of Kuniyoshi, who was none other
than Yoshitoshi’s teacher. And that is really the reflection: Arthur is
the consummate teacher and mentor and the scores of former students and Research Assistants and others who have felt his influ-

\\jciprod01\productn\N\NYS\67-1\NYS109.txt

2011]

unknown

SILBERMAN TRIBUTE

Seq: 5

25-APR-11

9:37

35

ence are here to honor him today. Just look around. With thanks
Arthur, from all of us. Thank you.
LINDA J. SILBERMAN
Martin Lipton Professor of Law
New York University School of Law
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TRIBUTE TO ARTHUR MILLER
HON. STEPHEN G. BREYER
Rumor has it that famed teacher and scholar Arthur Miller
dressed up as Superman at least once a year in his civil procedure
class. And no one noticed! Quite right. They saw nothing special
because he is Superman: faster than a speeding bullet, he explains
complex legal issues to lay audiences on television; more powerful
than a locomotive, his treatise brings law and order to the complex
world of civil procedure; able to leap from class to class in a single
bound, he has helped thousands of law students understand the
intrinsic interest as well as the human importance of the law. It’s
our favorite teacher. It’s our scholarly writer. It’s our public lecturer. It’s our Super Miller, who has done so much to help the law
better the lives of his fellow citizens.
Thank you, Arthur, and congratulations to you and to NYU on
this happy occasion.
STEPHEN G. BREYER
Associate Justice
Supreme Court of the United States
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INTRODUCTION OF ARTHUR MILLER
DANIELLE KANTOR
Thank you so much. I’d like to take just a moment and thank
Dean Revesz, Paul O’Grady, Krista Minteer, David Mora, Trish McNicholas, and all of the administrators and staff who helped plan
and execute this event. I would of course also like to thank the dedicators, and members of the audience who have come from far and
wide to join us for such a wonderful occasion.
The NYU Annual Survey of American Law is the second-oldest
journal at the Law School, originally run by members of the faculty
as a reference for contemporary developments in the law. Now, the
Annual Survey continues that legacy as a quarterly publication, remaining faithful to its original mission of exploring emerging
trends in American law.
Since the journal’s inception in 1942, the Annual Survey has
dedicated each year’s volume to honor one jurist, scholar, or practitioner’s contributions to American law. In the past, the journal has
dedicated volumes to Supreme Court Justices, Presidents, and cutting-edge practitioners. In fact, two of the dedicators now sitting on
the stage—Justice Ginsburg and President Sexton—are past recipients of this honor. It gives me tremendous pleasure to be here today to dedicate the 67th volume of the NYU Annual Survey of
American Law to NYU’s own Professor Arthur Miller.
There are few individuals whose contributions to the law so
faithfully embody the mission of our journal, to explore and explain novel developments in American jurisprudence. Other speakers, I’m sure, will discuss Professor Miller’s many and varied
achievements: co-authoring the multi-volume civil procedure treatise used by nearly all litigators and jurists; working as a reporter for
the Federal Rules of Civil Procedure, which govern the way in
which civil justice is dispensed; and, of course, his time as a television persona, in which he greatly expanded public understanding
of the law.
It’s hard to overstate Professor Miller’s renown in the legal
world. He is a true legal celebrity, mentioned on Page 6 alongside
actors and actresses spotted on New York City streets. In fact, I feel
fairly confident in saying that Professor Miller might be the only law
professor—or person of any profession—in the history of Page 6 to
be written up for simply being seen buying a fountain pen.
39
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Yet, perhaps Professor Miller’s greatest contribution to the law
is the profound effect he has had on several decades of frequently
terrified first year law students. I remember quite clearly the day
Professor Miller called on me in civil procedure just a few years ago.
The case was International Shoe.1
I was in the midst of opening my textbook when I heard him
call my name. I looked up and there he stood, red tie and pocket
square mere inches from my face, coffee in hand. He pointed to
some impossibly complex diagram on the board and asked me a
question relating to it. My classmates looked at me with something
like pity. Yet, I survived, and even went on to serve as one of Professor Miller’s Research Assistants and, later, Teaching Assistants.
Everyone who has taken one of Professor Miller’s classes remembers the experience. Whether Professor Miller taught Erie R.
Co. v. Tompkins 2 dressed in a toga, or as Darth Vader, or even in
drag, his students remember their particular rendition of the nowfamous, “Erie Day.” He goes the extra distance to turn a class that
could potentially be about tedious, dry rules into a course about
how civil procedure can be used as a vehicle to regulate access to
the courts; and by which we as lawyers can fashion our adversarial
system into an instrument of civil justice. He teaches all his students
about the power of procedure, reminding us from time to time
that, given a single procedural issue, he could handily defeat even
the most compelling substantive claim.
This effort is clearly appreciated by the many former students,
Research Assistants, and colleagues who have traveled considerable
distances to be with us today. It has also been remarked upon many
times in the emails, letters, and phone calls from former students
and colleagues whose work prevents them from attending today.
Congressman Barney Frank, for example, wrote:
I am a great fan of Arthur Miller, and I have enjoyed my association with him that began when I was an older than usual first
year student in his civil procedure class at Harvard in 1974 . . . I
would have very much liked to be able to join that great panel
you have paying a tribute to a man of extraordinary intellect,
humor, humanity, with a great gift for friendship.
Though we are here to celebrate Professor Miller’s contributions to the law, we are also deeply honored to do so. We are incredibly excited to begin the Dedication of the 67th volume of the
NYU Annual Survey of American Law to you, Professor Arthur Miller.
1. International Shoe Co. v. Washington, 326 U.S. 310 (1945).
2. 304 U.S. 64 (1938).
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On behalf of the NYU Annual Survey of American Law, we would
like to formally dedicate our 67th volume to you, in honor of your
contributions to American law.
DANIELLE KANTOR
Editor-in-Chief
NYU Annual Survey of American Law
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ACKNOWLEDGMENT
ARTHUR R. MILLER
It’s hard to sit through that, even if you’re out there or especially if you’re out there. I’m filled with all sorts of emotions, as it
would be very hard for someone who has just heard these wonderful people not to be filled with emotions. But mostly, it’s one of
gratitude. Gratitude to the Annual Survey for this afternoon, my
gratitude to Danielle, the wondrous leader of the Annual Survey, for
rigging the election. And my gratitude to Dean Revesz, for not vetoing the choice. Gratitude to the speakers.
But I got to tell you, I don’t recognize myself. All this talk
about a red tie and a pocket square, what are they talking about?
And David, when I showed up at the Harvard Law Review in ‘56, I
didn’t even own a suit. I didn’t acquire a vest for years. For years!
I’ve heard events that I never even knew occurred. Footnote to Justice Ginsburg, and needless to say the last time I saw the Justice, I
was sitting at counsel table, looking up at her, scared out of my
mind. When she joined the Harvard Law Review in the fall of ‘57 as
a second year student, her wonderful husband Martin being a classmate of mine, she made an immediate impression of seriousness,
and talent, and skill. But as the Articles Editor occupying the front
office of the law review building, it fell to me to babysit Janey, who
was then what? 16 months or 22 months? So we had to watch Janey
crawling around on the floor. And I’ll tell you one of the great
shocks of my life was being told one day that Janey was in my class.
There seems to be an undistributed middle there, somewhere, but
there she was.
So there’s been a lot of lying, and there’s been a lot of fibbing
up here, and if I didn’t know better, I’d think I had just heard a
bunch of Sarah Palin speeches. Now it’s possible that my mother
might have believed some of these things. But even there I have
doubts, because you see, my mother actually wished, repeatedly
wished, that I go to work for my brilliant cousin Arnold, in the toy
business in Hartford. You out there, Arnold? Take your damned
toys and . . . !
I’m honored, I’m humbled. I might say I’m speechless, but nobody would believe that. The event has made me reflective, it has
to. And like any other person, I’ve had my disappointments. A kid
growing up in Brooklyn, obviously I wanted to play centerfield for
the Yankees. It’s true I’ve had some magnificent students: a Chief
43
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Justice of the United States, a former governor of this State, a senator, Barney Frank. But do you know how demeaning it is to be working for one of your students? To have him as your boss? I never got
to anchor GMA when David Hartman left; they gave it to Charlie. I
could never take over Jeopardy; Alex Trebek goes on endlessly. Jeff
Toobin—he put me out to pasture. But I’m so proud, so happy,
that you have maintained the quality of reportage and description
that I think is second to none. Because of my parochial being, I
wish you hadn’t branched out of law, but I obviously wish you well. I
do have this fear, you referred to it, that people blame me for
Nancy Grace. But I always say to myself, you are my saving grace.
And I wish you well, forever.
I’ve been lucky, I’ve been very lucky. I believe in serendipity. I
don’t believe in planning; I’m a disorganized person. I pick up the
telephone on the theory that the next call can change your life—
and it has, on three or four different occasions. I’ve been graced
and helped by wonderful, wonderful mentors. Two of them have
been named. Benjamin Kaplan, my sort of God in terms of the law.
Fred Friendly, my television God. But Jack Weinstein hasn’t been
mentioned. I got to know Jack when I was doing that project on
international procedure that the Justice mentioned. Jack was one of
the advisors. We put together the International and Interstate Procedure Act, we hocked it around the country and played with Federal Rules. And serendipity, serendipity—because of a great sadness
in terms of the death of one of his co-authors, he asked me to join
him on Weinstein, Korn and Miller.1 That was about 1961, Jack.
That’s almost 50 years ago. I’m still writing these god-damned
treatises!
I’m a bit of a Jekyll and Hyde, I really am. You know when I was
in law school, I was quiet as a church mouse; I really was. John said
he only spoke once in his years at law school. I only spoke once.
Ben Kaplan called on me one day in first year procedure, posed a
hypothetical about a New Yorker wanting to sue a Californian. And
the question was, “Where should the lawsuit be?” So I said, “Iowa.”
It seemed to me fair at the time. And again I’ve been lucky because
after law school, after a couple of years at Cleary Gottlieb in New
York, a great law firm, when Henry Friendly was still there, and Leo
Gottlieb was still there, Jerry Hyman is out there somewhere, he was
a senior associate at the time, Dick Holbert may be out there.
Learned a lot. But it wasn’t until I started teaching; I guess I’m just
1. JACK B. WEINSTEIN, HAROLD L. KORN & ARTHUR R. MILLER, NEW YORK CIVIL
PRACTICE: CPLR (2d ed. 2005).
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a late bloomer. It wasn’t until I started teaching at Columbia, part
of the deal of my going up there and running this project as an
assistant to Hans Smit, was that they would give me a teaching experience because they knew I was interested in teaching. And Columbia was weird then, as it is today, and they took their first-year
course, and they divided it into three parts with three different
teachers. There was Jack Weinstein at the front, Paul Hayes in the
middle, and Maurice Rosenberg at the back. Three great
proceduralists. Well, Paul Hayes was appointed to the Second Circuit, so they decided to throw me into the unit that Paul would have
taught. So I had to follow Jack. Jack was well known for his capacity
to walk on water at the time. I’m coming in after Jack, scared to
death, scared to death. So what do you do with fear? Do you succumb to it? No. You—at least I—try to overpower it. So I prepared
and prepared and prepared and prepared. I sort of wound myself
up like a top, enormous winding. And I went into this class of about
160 in those days, and unsprung, I leaped! And instantly was born
this horrific person they have been describing for two hours. And
that’s the Hyde side of me.
I’ve had great colleagues like Dave Shapiro, wondrous
proceduralist. Great deans, including Ricky, who I think will be my
last dean. Do you like that notion? You’re my last dean. But this is
not my valedictory. And I have to instruct every 2L in the room, and
you 1Ls who may be in here, don’t you dare tell the incoming students next August that I’m compassionate, or feeling, or a pussycat.
Because that will only drive me to become my infuriating self once
again. Once again, speakers, thank you for lying as you have, and
thank you all for taking the time to be here.
ARTHUR R. MILLER
University Professor
New York University School of Law
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NEW WINE IN OLD BOTTLES:
ARTHUR MILLER AND COPYRIGHT LAW
HENRY B. GUTMAN*
For over forty years, Professor Arthur Miller has been a major
force in legal education and the law itself. For decades at Harvard
Law School, and now as a professor at New York University School
of Law, he has taught innumerable classes, published scores of
scholarly articles, and educated and influenced the lives of countless students, including distinguished practitioners, law professors
and deans, university presidents, judges, and members of Congress.1 After more than forty years and forty-five volumes, his
Wright and Miller treatise remains the preeminent reference in the
field of civil procedure, and his casebook is a mainstay of first year
law school courses across the country. Indeed, Miller’s body of work
is so vast and his influence on the world of procedure is so great
that it is easy to overlook another of his specialties, copyright law.
This Article attempts to address that oversight.
Copyright law and Arthur Miller are a natural match. The law
itself presents endless intellectual challenge; its basic principles are
ancient and easy to state, but difficult to apply. The issues are
nuanced, there are no bright lines and, as technological advances
have fundamentally transformed both the nature of the “works”
protected by copyright and the forms infringement may take, the
opportunities for thoughtful academic work are without limit. As
discussed in the pages below, throughout his career Arthur Miller
has been a powerful voice in the debate over the evolving scope of
copyright law.
* J.D. Harvard Law School; A.B. University of Pennsylvania. The Author is a
litigation partner at Simpson Thacher and Bartlett LLP, where he chairs the firm’s
Intellectual Property Practice Group. He wishes to thank his associates Katherine
Helm, Kate Rose, and Lisa Rubin for their invaluable editorial assistance. The
views and opinions expressed in this Article are solely those of the Author, who
also bears full responsibility for any errors.
1. Among the law professors who were Arthur Miller’s students are Linda Silberman at NYU and Jane Ginsburg at Columbia; the university presidents are John
Sexton of NYU and Joel Seligman of Rochester; the judges include Chief Justice
Roberts, Judges Reena Raggi (2d Cir.), Ronald M. Gould (9th Cir.), Joseph A.
Greenaway (3d Cir.), Deanell Reece Tacha (10th Cir.), and Patti Saris (D. Mass.);
and the members of Congress include Senators Russ Feingold and Jack Reed and
Representative Barney Frank.
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I.
THE COPYRIGHT CONUNDRUM
Although often thought of in tandem with its sister discipline
of patent law, copyright law is a creature unto itself. In terms of
their similarities, both patent and copyright law represent forms of
intellectual property and provide legal protection, on defined
terms and for limited durations, to the products of human creativity.2 Both share the distinction of having been expressly called for
in the United States Constitution itself, where Congress is provided
the power:
To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive
Right to their respective Writings and Discoveries.3
Both are exclusively creatures of federal law.4 Neither protects
ideas themselves; copyright requires original expression “fixed in
any tangible medium” and patent requires a useful, novel, and nonobvious invention, at least constructively reduced to practice.5
Although copyright is more commonly associated in popular
thought with artistic and aesthetic works, such as books, plays, movies and musical recordings, while patents are thought of in the context of chemical compounds, machines and processes, the same
works can be, and often are, protected by both. For example, an
original computer software program is protected by copyright but
may also include processes, algorithms, and other elements that are
protected by patent (as well as undisclosed source code, which is
typically protected as a trade secret, under state law).6 While the
application of copyright to utilitarian works may seem strange to
some, it is not new. The original Copyright Act of 1790 expressly
provided protection for such useful and utilitarian works of author2. These features are similar on a conceptual level but differ vastly in practice.
For example, the duration of copyright protection varies greatly and can last up to
120 years or more, while a patent’s term is a fixed twenty years from the date of
application or fourteen years for design patents (excluding provisional applications and certain term adjustments or extensions). See 17 U.S.C. §§ 301–305
(2006); 35 U.S.C. §§ 154(a)(2), 173 (2006).
3. U.S. CONST. art. I, § 8, cl. 8.
4. One of the main goals of the 1976 Copyright Act was to eliminate state and
common law forms of copyright law. The 1976 Act explicitly preempts all previous
copyright protection “under the common law or statutes of any State.” 17 U.S.C.
§ 301(a) (2006).
5. 17 U.S.C. § 102(a) (2006); 35 U.S.C. §§ 101–103 (2006).
6. Robert L. Graham, The Legal Protection of Computer Software, 27 COMM. ACM
422, 423–25 (1984).
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ship as maps and nautical charts.7 At a time when the economies of
the United States and the world are increasingly fueled by intellectual property, these related bodies of law also share the distinction
of being critically important.
While copyright and patent law may share these similarities of
purpose and history, on an analytical level their differences are
more profound. The protection of a patent does not exist until the
government, acting through the U.S. Patent and Trademark Office,
issues it.8 The boundaries of this property right are set forth in an
official document, the patent, which contains a written description
of the invention and its background, followed by a number of written claims which define the scope of the patent right.9 These
claims, and not the features of any product the inventor may have
created to practice the invention, delineate the limits of the inventor’s exclusive rights. Infringement turns on demonstrating that the
allegedly infringing (or “accused”) product contains every element
of one or more of the asserted claims.10
Since the Supreme Court’s decision in Markman v. Westview Instruments, Inc.,11 the process of interpreting a patent’s claims has
become a case within the case.12 The court’s Markman ruling, which
sets forth the interpretation or “construction” of disputed patent
claim terms, may determine the outcome of the dispute.13 Even
7. See, e.g., Blunt v. Patten, 3 F. Cas. 763 (S.D.N.Y. 1828) (No. 1580). Today,
such antique maps may be appreciated for their historic and aesthetic value, but at
the time they were created they meant the difference between a safe journey home
and being lost at sea.
8. A utility patent application filed on or after June 8, 1995, has a term of
protection that begins on the date on which the patent issues. 35 U.S.C.
§ 154(a)(2) (2006).
9. This has been true consistently since the enactment of the Patent Act of
1836. See Patent Act of 1836, ch. 357, § 6, 5 Stat. 117, 119 (1836).
10. Infringement requires a showing that “the accused product or process
contain[s] elements identical or equivalent to each claimed element of the patented invention.” Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 40
(1997). In statutory terms, “whoever without authority makes, uses, offers to sell, or
sells any patented invention, within the United States or imports into the United
States any patented invention during the term of the patent therefor, infringes the
patent.” 35 U.S.C. § 271(a).
11. 517 U.S. 370 (1996).
12. In Markman, the Supreme Court held that the resolution of disputed patent claim terms is a matter of law for the court to decide. Id. at 372. This ruling
spawned the practice of holding a (typically pretrial) hearing known as a claim
construction hearing, or simply a Markman hearing.
13. A claim construction ruling determines the metes and bounds of a patentee’s rights and may resolve the question of literal infringement by a defendant. As
Judge Newman noted, “Deciding the meaning of the words used in the patent is
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though claim construction issues are often hotly contested, and reversals on appeal are common,14 the analytical process is meant to
be almost formulaic.
The definition of the patent-protected invention is to be found
in the patent itself, in the language of the claims as informed by the
descriptive elements of the specification and whatever distinctions
are drawn in the patent’s prosecution history.15 Creativity is not
part of the claim interpretation equation. Of course, when patent
cases raise questions about the outer limits of patentable subject
matter,16 the legal issues can be as nuanced as anything in copyright law; but as a general rule, the lines in patent law are meant to
be knowable.
Copyright, on the other hand, is a very different matter. The
property right itself is automatic, created the moment an original
work of authorship is fixed in a tangible medium of expression,
whether or not it is ever published.17 Unlike a patent, it does not
depend upon a specific grant by the government following an elaborate substantive review.18 Copyrights are—or, more accurately,
may be—registered by the Copyright Office, not issued.19
often dispositive of the question of infringement.” Markman v. Westview Instruments, Inc., 52 F.3d 967, 999 (Fed. Cir. 1995) (en banc) (Newman, J., dissenting),
aff’d, 517 U.S. 370 (1996).
14. Many empirical studies have documented the high reversal rate of district
court claim constructions by the Federal Circuit. See, e.g., Kimberly A. Moore,
Markman Eight Years Later: Is Claim Construction More Predictable?, 9 LEWIS & CLARK
L. REV. 231, 231 (2005); Michael Saunders, A Survey of Post-Phillips Claim Construction Cases, 22 BERKELEY TECH. L.J. 215, 232–40 (2007).
15. The record of correspondence between the patent applicant and the U.S.
Patent and Trademark Office (PTO) is known as the “prosecution history” of a
patent. Phillips v. AWH Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005) (en banc). It is
one piece of the “intrinsic evidence” to consider when construing patent claims.
See id. at 1315, 1317 (finding that preferred way to construe claim is to study intrinsic evidence).
16. The four categories of patentable subject matter are outlined in 35 U.S.C.
§ 101 (2006) as processes, machines, manufactures, and compositions of matter.
The outer limits of these categories are constantly being redrawn by the courts. See,
e.g., Bilski v. Kappos, 130 S. Ct. 3218, 3228–29 (2010) (broadening test for patenteligible subject matter to include business methods).
17. See 17 U.S.C. § 102 (2006) (discussing copyright in general); Harper &
Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 548–49 (1985) (finding copyright infringement for unauthorized use of quotations from President Ford’s unpublished memoirs).
18. See infra note 20 and accompanying text. The substantive review is known
as the prosecution of a patent.
19. Copyright registration is permissive and not a condition of copyright protection. 17 U.S.C. § 408(a) (2006). In order to sue for copyright infringement,
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More fundamentally, the scope of what is protected by a copyright is not defined in advance by a government agency that has
examined and analyzed the protected work. There are no claims;
the right is defined by the copyrighted work itself.20 That does not
mean that everything in a work, no matter how original and creative, is necessarily protected by the copyright that applies to the
work as a whole. The protection of the Copyright Act is limited to
original “expression,” and expressly excludes any “idea,” “procedure,” “system,” “process,” “method of operation,” “concept,” “principle,” or “discovery.”21 Drawing the line between protected
“expression” and the rest is rarely easy, and there are no claims to
aid in the process. Judge Learned Hand, whose preeminence in
American copyright law is reflected by the fact that his “levels of
abstractions” test is still used to analyze computer programs and
other complex copyrighted works,22 stated after thirty years of experience in copyright law that “[o]bviously, no principle can be stated
as to when an imitator has gone beyond copying the ‘idea,’ and has
borrowed its ‘expression.’ Decisions must therefore inevitably be ad
hoc.”23 There simply are no bright lines.
Determining whether infringement has occurred can be
equally difficult. Again, a comparison to patent law is instructive.
On one level, copyright infringement ought to be an easier question. Unlike patent law, which grants the patent owner exclusive
rights to an invention enforceable against even an innocent infringer who may have independently created the same thing, copyright law never says that you cannot create something. It simply
requires that you do your own work and not copy from someone
else.24 Copying may be indirect or even unintended, but if the alleged infringer was never exposed to the copyrighted work, even
however, a party typically must have obtained a registration of the copyright. Id.
§ 411(a).
20. See 17 U.S.C. §§ 102–03 (2006).
21. Id. § 102.
22. See, e.g., Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir.
1930); Gates Rubber Co. v. Bando Chem. Indus., Ltd., 9 F.3d 823, 834 (10th Cir.
1993); Computer Assocs. Int’l v. Altai, Inc., 982 F.2d 693, 706 (2d Cir. 1992); Lotus
Dev. Corp. v. Paperback Software Int’l, 740 F. Supp. 37, 60 (D. Mass. 1990).
23. Peter Pan Fabrics, Inc. v. Martin Weiner Corp., 274 F.2d 487, 489 (2d Cir.
1960).
24. Whereas patent law is grounded in negative rights (i.e., the right to prevent others from making, using, or selling the patented invention), copyright law
grants certain exclusive rights to the owner of a copyright in a work. See generally 17
U.S.C. §§ 101–22 (2006).
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the independent creation of an exact, verbatim copy, while highly
unlikely, would not constitute infringement.25 It seems simple.
But again, copyright law refuses to apply a bright line test. Unlike patent law, which has an “all elements” rule, requiring that an
allegedly infringing product meet each and every element of an asserted patent claim,26 copyright law employs a markedly fuzzier
“substantial similarity” test to determine infringement.27 Close may
not be good enough to establish patent infringement, but as with
hand grenades and horseshoes, it works for copyright infringement. The infringement question in copyright often turns on a subjective judgment as to how much is too much.
This problem is compounded geometrically by the fact that the
same copyright principles developed over the centuries, primarily
in the context of artistic works produced and distributed on paper,
today apply to works of authorship expressed in binary code and
copied and distributed through the flow of electrons. This is not to
suggest that copyright has ever been confined to artistic works or
that changes in technology have not, in the past, created new challenges for copyright law to address.28 But there is no question that
the pace and scope of technological change over the last few decades eclipses anything that occurred in the centuries before.29
25. 17 U.S.C. § 501 (2006) defines copyright infringement and requires, inter
alia, that the defendant copy the protected work. If the protected work was independently created, and thus not copied, there can be no infringement. See id. (citing sections providing copyright owners exclusive rights of reproduction). Courts
generally require a copyright owner to prove copying through circumstantial evidence that the defendant had access to the original work. See, e.g., Arnstein v.
Porter, 154 F.2d 464, 468 (2d Cir. 1946).
26. “Under the ‘all elements’ rule, to find infringement, the accused device
must contain ‘each limitation of the claim, either literally or by an equivalent.’ ”
TIP Sys., LLC v. Phillips & Brooks/Gladwin, Inc., 529 F.3d 1364, 1379 (Fed. Cir.
2008) (quoting Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 1358
(Fed. Cir. 2005)).
27. Indeed, “[t]he nuances of the ‘substantial similarity’ test vary . . . depending on the nature of the copyrighted work at issue.” BUC Int’l Corp. v. Int’l Yacht
Council Ltd., 489 F.3d 1129, 1148 (11th Cir. 2007).
28. For example, in White-Smith Music Publishing Co. v. Apollo Co., 209 U.S. 1
(1908), the Supreme Court ruled that manufacturers of music rolls for player pianos did not have to pay royalties to the composers because the piano rolls were
not copies of the plaintiffs’ copyrighted sheet music, but were instead parts of the
machine that reproduced the music. Id. at 13–14. Congress reacted to the decision
by amending the Copyright Act to include a compulsory license for the manufacture and distribution of such mechanical embodiments of musical works. MetroGoldwyn-Mayer Distrib. Co. v. Bijou Theatre Co., 59 F.2d 70, 74 (1st Cir. 1932).
29. To be sure, early cases that examined encoded sequences of instructions
in the form of player piano rolls advanced copyright law at the time. See White-Smith
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That is, if it was difficult deciding whether George Harrison’s My
Sweet Lord sounded too much like He’s So Fine,30 or the Captain
America comic book character too closely resembled Superman,31
imagine the complexity of applying the same basic rules to decide
whether the structure of computer source code (analogized to the
detailed plot of a novel) crosses the line and infringes. New methods of digital distribution and storage of copyrighted content, licensed and not, adds to the difficulty of drawing appropriate lines,
as does the fact that copyright law, unlike patent, has a “fair use”
doctrine that excuses, on equitable grounds, certain conduct that
otherwise would constitute infringement.32 Once again, the copyright law eschews bright lines. Although fair use is codified in 17
U.S.C. §107, with the statute providing four non-exclusive factors
that courts are to consider,33 even a cursory review of the case law
reveals that these decisions are heavily fact-based judgments as to
how much is too much as a matter of equity.34
Music, 209 U.S. 1. But contemporary questions involving computer software and
digital distribution and storage of copyrighted works have complicated the law in
an unparalleled fashion.
30. See Bright Tunes Music Corp. v. Harrisongs Music, Ltd., 420 F. Supp. 177,
178 (S.D.N.Y. 1976).
31. See Nat’l Comics Publ’ns, Inc. v. Fawcett Publ’ns, 191 F.2d 594, 597 (2d
Cir. 1951).
32. By statute, “the fair use of a copyrighted work . . . for purposes such as
criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright.” 17
U.S.C. § 107 (2006).
33. Factors to be considered include:
(1) the purpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or value of the copyrighted work.
Id.
34. The Supreme Court’s landmark decision in Sony Corp. of America v. Universal City Studios, Inc., 464 U.S. 417 (1984), which is widely relied upon as establishing a fair use defense for the noncommercial, home copying of copyrighted
material, is a perfect example. See id. at 454–55. Few decisions among the hundreds that have cited this case have paused to consider how many of the factual
predicates for that 5-4 decision are no longer true. Compare Metro-Goldwyn-Mayer
Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 934 (2005) (not considering changed
circumstances), and Realnetworks, Inc. v. DVD Copy Control Assoc., 641 F. Supp.
2d 913, 941 (N.D. Cal. 2009) (same), with Cartoon Network LP v. CSC Holdings,
Inc., 536 F.3d 121, 132–33 (2d Cir. 2008) (noting that Sony did not have ongoing
relationship with customers, while Cablevision did have ongoing relationship).

\\jciprod01\productn\N\NYS\67-1\NYS113.txt

54

unknown

Seq: 8

NYU ANNUAL SURVEY OF AMERICAN LAW

4-MAY-11

10:31

[Vol. 67:47

The stakes could not be higher. A number of American industries, including some in which the United States still leads the world
in terms of innovation, depend upon copyright protection for their
futures. Those who write and publish books, or who produce television shows and motion pictures, look at what has become of the
recorded music industry and worry about their own survival. We are
taught that the law is meant to provide predictable outcomes that
allow for sound business decisions and investment. But as copyright
law has never provided simple or bright line answers and is being
applied to new and rapidly evolving technologies, such predictability remains elusive.
As these challenges involving digital works of authorship unfolded, many in the academic community argued that traditional
copyright law simply was not up to the task. Countless law review
articles were published with titles that included the word “revisiting” and the name of a recent appellate decision, or proposing entirely new, or hybrid, forms of intellectual property protection to
cover the emerging technologies.35 Some simply argued that copyright was the wrong body of law to protect, for example, computer
software, preferring that patent protection provide the exclusive answer.36 As major cases were making their way through the appellate
courts, it became common to see amicus briefs filed in the name of
“The Copyright Law Professors,” consistently arguing against the
protection of whatever was at issue in the particular case.37
Against this backdrop, Arthur Miller stood out as a dissenting
voice. In his academic work, he wrote strongly, and with the force of
history on his side, that copyright law could meet the challenge
and, when applied by sound judicial minds, could strike the right
35. An entire Columbia Law Review issue was devoted to new and hybrid approaches to intellectual property law. See J.H. Reichman, Legal Hybrids Between the
Patent and Copyright Paradigms, 94 COLUM. L. REV. 2432 (1994). The headlining
article was authored by Pamela Samuelson, Randall Davis, Mitchell D. Kapor, and
J.H. Reichman, and was entitled A Manifesto Concerning the Legal Protection of Computer Programs, 94 COLUM. L. REV. 2308 (1994).
36. “To some, these issues were nothing more than the same old wine, and
they fit nicely into the old doctrinal bottles. Others, although regarding computer
technologies as a new wine, nonetheless found satisfactory answers in the old bottles. The controversy . . . was generated by those who believe that we really are
dealing with a sufficiently new wine that it requires new conceptual bottles.” Arthur R. Miller, Copyright Protection for Computer Programs, Databases, and ComputerGenerated Works: Is Anything New Since CONTU?, 106 HARV. L. REV. 977, 979 (1993).
37. See, e.g., Brief Amicus Curiae of Copyright Law Professors in Support of
Respondent, Lotus Dev. Corp. v. Borland Int’l, Inc., 516 U.S. 233 (1996) (No. 942003); Brief Amicus Curiae of Eleven Copyright Law Professors, Sega Enters. Ltd.
v. Accolade, Inc., 977 F.2d 1510 (9th Cir. 1992).
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balance between protecting the incentives essential to promoting a
ready flow of new creative works and not stifling innovation or inadvertently creating economic monopolies.38 As he wrote of pouring
“new wine into old bottles,”39 Professor Miller was uniquely
equipped to speak to the matter. He had been a key player in the
examination of the application of copyright law to emerging technologies from the very beginning.
II.
MILLER AND COPYRIGHT: THE EARLY DAYS
As he tells the story, Arthur Miller’s involvement with copyright
law began as a second-year law student and brand new editor of the
Harvard Law Review.40 His first assignment was to review that journal’s procedures for complying with the then-applicable notice requirements of the Copyright Act of 1909.41 His memorandum on
the subject was reviewed by Professor Benjamin Kaplan, Harvard’s
resident expert in copyright law and civil procedure.42 That work
resulted in an offer to become Kaplan’s research assistant the following summer and marked the beginning of a fifty-year relationship as teacher, mentor, colleague, and friend,43 as Miller went on
to inherit Kaplan’s role as Harvard’s preeminent scholar in both
the copyright and procedure fields.
In those days, and for many years beyond, intellectual property
law was an afterthought in legal education. Harvard offered a single-semester course in copyright, taught every second year, with a
course in patent law scheduled in the off year. Kaplan’s interest in
the subject arose from his love of books, plays, music and art. Miller
describes Kaplan as a “natural proselytizer” and himself as a “relatively early and ardent convert.”44 In the late 1960s and early 1970s,
when Miller began his collaboration with Kaplan, the copyright
community was in the midst of the multi-decade campaign to reform and modernize the 1909 statute.45 Leading the charge, as is
38. See generally Miller, supra note 36, at 980–82.
39. Id. at 979 (stating that treating computer programs as a form of literary
work would “put the new wine into the old bottles”).
40. See Arthur R. Miller, Introduction: An Unhurried View of Copyright (and Benjamin Kaplan) — A Personal Reflection, in BENJAMIN KAPLAN ET AL., AN UNHURRIED
VIEW OF COPYRIGHT REPUBLISHED (AND WITH CONTRIBUTIONS FROM FRIENDS), at
MILLER–1 (Iris C. Geik et al. eds., LexisNexis Matthew Bender 2005) (1967).
41. Id.
42. Id.
43. Id.
44. Id. at MILLER–2.
45. See id.
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typically the case in copyright legislative efforts, were the various
content-providing industries that depended on copyright protection.46 The digital revolution was in its earliest days, and although
no one could fully anticipate at that time the changes and challenges that lay ahead, Kaplan and Miller focused on the potential
impact that the use of computers would have on copyright law in
the future.47 In particular, Kaplan and Miller were asked to assist
Educational Community (EDUCOM), a consortium of educational
institutions concerned that the proposed new copyright law might
unduly restrict the ability of the academic community fully to exploit the potential of the emerging new technologies for teaching
and research.48 The concerns expressed by EDUCOM, ably articulated by Kaplan and Miller, were remarkably farsighted given that
the computers of the day were mainframes, programmed with
punch cards, and the Internet was still decades away. Indeed, one of
the projects they envisioned was the creation of an immense, digital
global library, making the world’s knowledge freely available to
all—decades before Google actually attempted to do it.49 Although
the future shape and significance of the emerging new technologies
could barely be imagined at the time, Miller has described the debate as “a veritable struggle to set the agenda for the future of intellectual property law.”50 In that debate, the champions of the future
in battling the protectionists of the publishing industry were Kaplan
and Miller.51
In the midst of this debate, Kaplan delivered the Carpentier
Lectures at Columbia Law School, subsequently published as the
book An Unhurried View of Copyright,52 which is still viewed as one of
the most thoughtful treatments of the subject ever published. As
Miller has written, “The genius of the Lectures is that they take us
back to first principles.”53 The fundamental point was that copyright law has always represented a balance between the legitimate
46. See Leaders: Copyright and Wrong; Protecting Creativity, ECONOMIST, Apr. 10,
2010, at 16.
47. Miller, supra note 40, at MILLER–2.
48. Id. at MILLER–2 n.2.
49. Id.; see also Authors Guild v. Google Inc., No. 05-CV-8136(DC), 2011 WL
986049, at *1 (S.D.N.Y. Mar. 22, 2011).
50. Miller, supra note 40, at MILLER–2.
51. See id.
52. Benjamin Kaplan, An Unhurried View of Copyright, reprinted in BENJAMIN
KAPLAN ET AL., AN UNHURRIED VIEW OF COPYRIGHT REPUBLISHED (AND WITH CONTRIBUTIONS FROM FRIENDS) (Iris C. Geik et al. eds., LexisNexis Matthew Bender 2005)
(1967).
53. Miller, supra note 40, at MILLER–2.
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property interests of those who create original works and those who
wish to use those works without undue encumbrances.54 The judgment required to strike that balance cannot exist without a sound
understanding of the historical roots and purposes of copyright law,
as reflected not only in its various statutory forms, but also in the
rich fabric of case law developed over the years.55 Miller describes
Kaplan’s philosophy as “low-protectionist”; copyright protection is
not a natural right, but the means to an end.56 Kaplan made the
case, based on both English and American history, that the amount
of protection afforded needed to be sufficient to provide the incentives to create—or, as the Constitution states, “To Promote the Progress of Science”—but not to go further to the point of stifling
legitimate use.57 Kaplan went on to argue that not all works necessarily required protection of the same scope and duration.58 While
Kaplan’s views were not universally welcomed or accepted,59 it is
fair to say that the basic debate over copyright protection and the
seriousness with which such issues are treated has never been the
same since.60
III.
CONTU AND THE COPYRIGHT ACT OF 1976
After decades of debate, Congress finally enacted the Copyright Act of 1976, creating the basic statutory scheme still in place
today.61 There was, however, one piece of unfinished business involving the role of emerging technologies. What the years of discussion failed to resolve was the treatment of new computer and other
electronic methods of storing and accessing intellectual content.
Those concerned about the damage that might be done to emerging technologies by the proposed new legislation urged that the
statute include a moratorium on liability for copyright infringe54. Id. at MILLER–3.
55. Id.
56. Id. at MILLER–4 to –5.
57. See id. at MILLER–5.
58. Id.
59. Id.
60. For another thoughtful treatment of the subject by a noted academic who
went on to a distinguished judicial career, see Stephen Breyer, The Uneasy Case For
Copyright: A Study of Copyright in Books, Photocopies, and Computer Programs, 84 HARV.
L. REV. 281 (1970).
61. The Copyright Act of 1976, which provides the basic framework for the
current copyright law, was enacted on October 19, 1976, as Pub. L. No. 94-553, 90
Stat. 2541 (codified as amended at 17 U.S.C. §§ 101–805 (2006)).
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ment for three years while the issue was studied.62 The advocates of
strong protection—i.e., authors and publishers—threatened to
block the statute entirely if it contained any such provision.63 The
solution was to create, in 1974, the National Commission on New
Technological Uses of Copyrighted Works (CONTU), which was
given three years to study the issues and report back to Congress
with recommendations.64 The 1976 Act became law without expressly resolving any of the open questions while the Commission
did its work.65 President Ford appointed Professor Arthur Miller as
one of fourteen CONTU commissioners, identifying him as a representative of the interests of copyright users.66 The Commission was
chaired by Judge Stanley Fuld, and the Vice-Chair was Melville Nimmer, the noted copyright scholar and treatise author.67 Arthur
Miller was a member of the Computer Software subcommittee.68
After hearing testimony from over 100 witnesses and reviewing numerous reports and studies, CONTU issued its recommendations to
Congress.69
The recommendations required only the most modest amendments to the Copyright Act. With respect to the protection of computer programs, CONTU recommended that the definition of
“literary works” be amended to include a reference to computer
programs, thus signaling that such digital works of authorship
should be afforded the same exclusive rights and be subject to the
same idea–expression analysis used for more traditional writings,
such as novels and plays.70 Even works in machine language, which
an ordinary person could not possibly read, were to be literary
works for purposes of copyright law.71 To address concerns about
62. See NAT’L COMM’N ON NEW TECHNOLOGICAL USES OF COPYRIGHTED WORKS,
FINAL REPORT OF THE NATIONAL COMMISSION ON NEW TECHNOLOGICAL USES OF
COPYRIGHTED WORKS 4 (1979) [hereinafter FINAL REPORT].
63. Id.
64. Id. (citing S. 3976, 93d Cong. (1974) (enacted)).
65. Id. (noting bill’s enactment on December 31, 1974, as Pub. L. No. 93573).
66. Id.
67. See id.
68. Id. at 6.
69. See id. at 7.
70. Id. at 11, 16.
71. See id. at 10, 16; see also 17 U.S.C. § 101 (2006) (noting that “audiovisual
works” includes works that are “intended to be shown by the use of machines” and
“copies” includes works that “can be perceived, reproduced, or otherwise communicated . . . with the aid of a machine”). This contrasted with earlier interpretations
of copyright law, underscored by the Supreme Court’s holding that a piano roll
was not a “copy” of the music it played because it was incapable of being read by
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what might be viewed as unlicensed copying, an amendment was
proposed to permit lawful creation of a backup when a user installed software on the hard drive in her or his computer.72 Electronic databases, another area of major concern to CONTU, were
to be treated as compilations under section 103 of the Act, just like
telephone directories or collections of economic or baseball statistics.73 And with respect to the philosophical debate over whether a
work actually written by a computer could be protected by copyright, CONTU concluded that such works could and should be protected to the extent that they otherwise qualified as original “works
of authorship” within the meaning of the law.74 In short, after years
of study and debate, CONTU concluded that these new technologies did not require a new and distinct form of protection or analytical framework; they could be accommodated under the Copyright
Act of 1976 with nothing more than modest statutory tweaks to confirm that this was Congress’ intent. With the Computer Software
Amendments of 1980, Congress did precisely that.75
IV.
SOFTWARS76
Then the battle began in earnest. The 1980s and 1990s saw a
significant amount of copyright infringement litigation as the
software industry and the courts wrestled with what it meant to treat
computer programs as literary works for the purposes of copyright
law. One early line of cases arose as the popularity of video games
gave rise to imitations.77 The value that plaintiffs sought to protect
the unaided human eye. FINAL REPORT, supra note 62, at 10 (citing White-Smith
Music Publ’g Co. v. Apollo Co., 209 U.S. 1 (1908)). Notably, Commissioner John
Hersey dissented from the Final Report over this issue. Commissioner Hersey’s
view was that copyright law is an “inappropriate, as well as unnecessary, way of
protecting the usable forms of computer programs.” See id. at 27.
72. FINAL REPORT, supra note 62, at 12.
73. See id. at 16.
74. See id.
75. Indeed, Congress adopted CONTU’s recommendations with few changes
in what became the Computer Software Copyright Act of 1980, Pub. L. No.96-517,
§ 10, 94 Stat. 3028 (1980).
76. “Softwars” was a term coined to describe “the clashes over ownership of
the creative and inventive aspects of computer programs,” and the title of an
excellent book on the subject. ANTHONY LAWRENCE CLAPES, SOFTWARS: THE LEGAL
BATTLES FOR CONTROL OF THE GLOBAL SOFTWARE INDUSTRY 3 (1993) [hereinafter
SOFTWARS]; see also ANTHONY LAWRENCE CLAPES, SOFTWARE, COPYRIGHT, AND
COMPETITION: THE “LOOK AND FEEL” OF THE LAW (1989).
77. Id. at 25. The early video game copyright cases included Williams Elecs.,
Inc. v. Artic Int’l, Inc., 685 F.2d 870 (3d Cir. 1982), Atari, Inc. v. N. Am. Philips
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in these cases was found in the visual images appearing on the
screen; the internal code or mechanical means for generating those
sequences of images were typically not what the imitator copied.78
A parallel line of cases arose with respect to computer code
itself.79 There was little real debate that the wholesale appropriation of another computer program’s source code, or the duplication of the object code that actually instructed the machine to
operate, would infringe the original program’s copyright.80 One of
the early appellate decisions on the subject was the Third Circuit’s
decision in Apple v. Franklin,81 where the court granted a preliminary injunction against a company seeking to emulate the success
of the then-industry standard Apple II personal computer by copying Apple’s proprietary operating system.82 Subsequent cases tested
the literary works metaphor, as the courts decided cases in which
the alleged infringer did not literally copy the source or object code
of the original program line for line or bit for bit, but instead paraphrased the code by copying its structure or certain key components.83 Cases about computer software invoked analogies to the
hook of a song or the detailed plot of a book or play, as the classic
tools for assessing plagiarism in these more traditional works provided rules of decision in an entirely different high-technology medium.84 Again, the Third Circuit provided an important marker
with its Whelan decision, applying the detailed plot analogy to the
structure of a program for managing a dental office.85
Consumer Elecs. Corp., 672 F.2d 607 (7th Cir. 1982), and Stern Elecs., Inc. v. Kaufman,
669 F.2d 852 (2d Cir. 1982), among others.
78. SOFTWARS, supra note 76, at 90–95.
79. See id. at 25.
80. See id. at 25, 27–28.
81. Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir.
1983).
82. Id. at 1253–54 (3d Cir. 1983). Notably, unlike the approach taken by IBM
and other PC makers, who used non-exclusive and publicly available chips created
by Intel and an operating system created by Microsoft, Apple’s approach was to
have its computers operated using its own proprietary operating system which it
did not license to others who wished to imitate its product. SOFTWARS, supra note
76, at 91.
83. The result was the creation of “copied” software programs that were functionally and for all practical purposes identical to the original program, even
though the individual lines of code were different. See, e.g., Whelan Assocs., Inc. v.
Jaslow Dental Lab., Inc., 797 F.2d 1222, 1224–25 (3d Cir. 1986).
84. See e.g., Computer Assocs. Int’l v. Altai, Inc., 982 F.2d 693, 701–02 (2d Cir.
1992).
85. Whelan Assocs., 797 F.2d at 1234. In Whelan, the Third Circuit held that the
idea of a utilitarian work is its purpose or function, and the “comprehensive nonlit-
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But the most interesting and commercially important of these
cases arose at the logical intersection of the video game cases protecting visual displays and the cases involving the non-literal copying of internal program elements—that is, the series of cases
brought to protect the user interfaces of some of the world’s most
popular and successful computer programs.86 Beginning in the
mid-1980s, as the decreasing price and ready availability of enhanced processing speed and memory in personal computers put
less of a premium on the efficiency of a program’s internal code,
more and more of the program’s value came to reside in the user
interface of a successful program.87 Once personal computing became popular beyond the narrow band of techies who first took it
up, a successful program needed to be easy to understand and to
use—i.e., user-friendly—without recourse to elaborate user manuals. As popular hit programs emerged in each of the major application fields, a network effect would develop around these so-called
“industry standards,” as popularity led to familiarity and encouraged the development of supporting applications and tools,
which in turn fueled even greater popularity.88 Users expected user
interfaces—the screen displays, menus, commands, keystroke sequences and other portions of the program with which the user
directly interacted—to be well-designed and intuitive. Increasingly,
those who wished to compete with popular programs adopted a
business plan built around producing products in which the internal code was original—often created at low cost by very junior programming teams—but the user interface was a self-described clone
of the market leader.89 Why try to persuade the market to try something new when you could offer a product that looked and felt like
the popular favorite for a fraction of the price of the original? Even
if the clone program was a bit slower or less memory efficient or
had small technical glitches, with computers getting cheaper and
more powerful, at the right price these issues were not outcomedeterminative in the marketplace.
eral similarity” between two programs still constituted copyright infringement. Id.
at 1236.
86. SOFTWARS, supra note 76, at 90–95.
87. See id. at 95.
88. See Hsing Kenneth Cheng & Qian Candy Tang, Free Trial or No Free Trial:
Optimal Software Product Design with Network Effects, 205 EUR. J. OPERATIONAL RES.
437, 437 (2010).
89. See SOFTWARS, supra note 76, at 84 (describing new wave of copyright litigation aimed at “look and feel” as archetypal conflicts over legal protection for
user interfaces).
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The result of this wave of interface imitations was a series of
lawsuits from coast to coast. Apple sued Microsoft for emulating the
user interface of the Macintosh computer in its Windows operating
system.90 Xerox, whose Xerox Palo Alto Research Center (PARC)
pioneered the same graphical user interface elements that both Apple and Microsoft used so successfully in their offerings, followed
suit by suing Apple for infringing its copyrights.91 Ashton-Tate,
whose dBase products were the leading desktop database offerings,
sued Fox Software for making a dBase clone.92 And Lotus Development Corporation, the maker of Lotus 1-2-3—at the time, the most
popular software application in the world—filed a series of copyright infringement actions against clones of Lotus 1-2-3, beginning
with Paperback Software93 in 1986 and culminating with its case
against Borland, which ended in a 4–4 tie in the Supreme Court in
1996.94
One important theme that emerged in the cases of this era was
the assertion of the need for compatibility or interoperability, as it
was sometimes called, as a purported defense to copyright infringe90. Apple Computer, Inc. v. Microsoft Corp., 709 F. Supp. 925, 926 (N.D. Cal.
1989).
91. Xerox Corp. v. Apple Computer, Inc., 734 F. Supp. 1542, 1543–44 (N.D.
Cal. 1990). Most of Xerox’s allegations were dismissed based on what amounted to
faulty pleading. See id. at 1545.
92. Ashton-Tate Corp. v. Fox Software, Inc., 760 F. Supp. 831, 831 (C.D. Cal.
1991).
93. Lotus Dev. Corp. v. Paperback Software Int’l, 740 F. Supp. 37 (D. Mass.
1990). The decision in Paperback, by the distinguished district judge and Harvard
law school professor, Robert E. Keeton, provides a comprehensive treatment of the
software copyright cases, and adopted a three-part analysis derived from Judge
Hand’s decision in Nichols v. Universal Pictures Corp., 45 F.2d 119 (2d Cir. 1930),
that was used by other courts in the decisions that followed. See Gates Rubber Co.
v. Bando Chem. Indus., Ltd., 9 F.3d 823, 834 (10th Cir. 1993); Computer Assocs.
Int’l v. Altai, Inc., 982 F.2d 693, 706 (2d Cir. 1992); Lotus Dev. Corp., 740 F. Supp. at
60
94. Lotus Dev. Corp. v. Borland Int’l, Inc., 831 F.Supp. 202 (D. Mass. 1993),
rev’d, 49 F.3d 807 (1995), aff’d by an equally divided court, 516 U.S. 233 (1996). In
light of how the intellectual property world has changed since, it is ironic to note
that Lotus v. Borland was argued in the Supreme Court on the same day as the
Markman case. At the time, as the contemporaneous press coverage indicates, the
Lotus case was of greater interest, by far. See, e.g., Joan Biskupic, Easy as 1-2-3? Pivotal Software Copyright Infringement Case Casts Justices in Role of Computer Students,
WASH. POST, Jan. 8, 1996, at A15; Robert Marquand, Disputes Over Software, Census
Top the Agenda in Key Week for Court: Hotly Contested Cases Expected to Further Polarize
Justices, CHRISTIAN SCI. MONITOR, Jan. 8, 1996, at 3; Teresa Riordan, Patents: With
Substantial Sums at Stake, Intellectual Property Gets Its Day in the Nation’s Highest Court,
N.Y. TIMES, Jan. 8, 1996, at 38. Yet, the Markman decision went on to revolutionize
patent law, just in time for the patent litigation explosion that still continues today.
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ment. The defense was presented in various forms. In the video
game context, it was argued that it might be a fair use to copy some
code of a game controller, at least as an intermediate step in the
design process, if that was the only way to create new and original
games that would work on another company’s system.95 Alternatively, in the computer program context, some argued that elements of a program were not really protected by copyright because
they were essential to using the first program’s unprotected system
or method of operation.96 Similar arguments were that code similarities of a particular type were not really evidence of copying but
simply reflected the fact that both the original protected work and
the allegedly infringing product were designed to work with the
same operating system or some other shared external constraint.97
These arguments took various forms and may or may not have been
legitimate copyright defenses, but there is no doubt that the policy
issues they implicated were a factor in all the major cases.98
Arthur Miller was a key player in this battle for the future of
the software industry. He was called by IBM as an expert witness at
trial in one software copyright case,99 and when Lotus v. Borland
went to the Supreme Court, he was a key player on that appellate
team.100 But perhaps his greatest contribution was a major article
he wrote in the Harvard Law Review, Copyright Protection for Computer
Programs, Databases, and Computer-Generated Works: Is Anything New
Since CONTU? 101 In this article, Miller retraced the history of
CONTU, the computer program amendments of 1980, and the entire statutory framework for providing copyright protection to com95. See Sega Enters. Ltd. v. Accolade, Inc., 977 F.2d 1510, 1516–17 (9th Cir.
1992); Atari Games Corp. v. Nintendo of Am. Inc., 975 F.2d 832, 842–44 (Fed. Cir.
1992).
96. See, e.g., Computer Assocs. Int’l v. Altai, Inc., 982 F.2d 693, 702 (2d Cir.
1992); Johnson Controls, Inc. v. Phoenix Control Sys., Inc., 886 F.2d 1173,
1175–76 (9th Cir. 1989); Apple Computer, Inc. v. Franklin Computer Corp., 714
F.2d 1240, 1245 (3d Cir. 1983).
97. Atari Games, 975 F.2d at 845 (Atari unsuccessfully making this argument);
see Accolade, Inc. v. Distinctive Software, Inc., No. C9020202RFP, 1990 WL 180239,
at *1 (N.D. Cal. June 17, 1990).
98. One of the best articulations of the policy arguments that troubled the
courts in many of these cases is found in Judge Boudin’s concurring opinion in
Lotus v. Borland when it was reargued before the First Circuit. Lotus Dev. Corp. v.
Borland Int’l, 49 F.3d 807, 819 (1st Cir. 1995) (Boudin, J., concurring).
99. See Allen-Myland, Inc. v. Int’l Bus. Machs. Corp., 746 F. Supp. 520, 537–38
n.19 (E.D. Pa. 1990).
100. He worked closely with the Author, who was counsel of record, on the
case.
101. Miller, supra note 36.
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puter programs and databases.102 He then analyzed in some detail
all the leading cases in this developing field and considered how
they fit within the body of copyright law.103 His thesis was that the
fundamental decision by CONTU, adopted by Congress, to apply
the traditional methods and standards of copyright analysis to these
new forms of literary works was working, and that well-reasoned decisions by thoughtful judges, proceeding case by case, were filling in
the answers just as they always have in copyright law.104
As noted above, at this time the most popular view in the growing academic copyright community was that what Miller described
as pouring new wine into old bottles was really more like trying to
force a “square peg in a round hole.”105 They argued that cases
such as Whelan and Paperback were wrongly decided, and they celebrated any defense win as a repudiation of the preceding cases.106
In addition, they urged the creation of new sui generis legislation
tailored to provide only the most limited software protection or,
failing that, leaving the entire matter to be covered by patent law,
assuming, incorrectly as subsequent events have demonstrated, that
the nominally more stringent requirements of patent law would
prevent intellectual property rights and their enforcement from
“fencing the commons,” slowing innovation.107 Their amicus briefs
opposing protection were filed in most of the major cases mentioned above.108 Professor Miller was not alone in arguing that
properly applied traditional standards could handle the task; he
had some distinguished company among his colleagues.109 He may
have been outnumbered, but he was not outgunned. His Harvard
Law Review article persuasively makes the case that time-honored
102. See id. at 978–91.
103. Id. at 991–1036.
104. Id. at 980–81.
105. Id. at 980, 1008 (citing Computer Assocs. Int’l v. Altai, Inc., 982 F.2d 693,
712 (2d Cir. 1992)).
106. See, e.g., Brief for Copyright Law Professors as Amici Curiae Supporting
Respondent at 9, Lotus Dev. Corp. v. Borland Int’l, Inc., 516 U.S. 233 (1996) (No.
94-2003).
107. See, e.g., id. at 5.
108. See supra note 37.
109. See, e.g., Robert A. Gorman & Jane C. Ginsburg, Authors and Publishers:
Adversaries or Collaborators in Copyright Law?, in BENJAMIN KAPLAN ET AL., AN UNHURRIED VIEW OF COPYRIGHT REPUBLISHED (AND WITH CONTRIBUTIONS FROM FRIENDS),
at GORGIN–17 to –18 (Iris C. Geik et al. eds., LexisNexis Matthew Bender 2005)
(1967); Jane C. Ginsburg, Four Reasons and a Paradox: The Manifest Superiority of
Copyright Over Sui Generis Protection of Computer Software, 94 COLUM. L. REV. 2559
(1994); Paul Goldstein, Comments on A Manifesto Concerning The Legal Protection of Computer Programs, 94 COLUM. L. REV. 2573, 2575 (1994).
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copyright approaches worked well in the new environment, just as
they always had in the past.110
Apart from his writings, Professor Miller played an important
role in shaping the rapidly expanding academic interest in the application of copyright and other intellectual property law to the
new technologies. He and Professor Charles Nesson at Harvard created and taught a series of seminars, entitled Law, Internet & Society, in which law students discussed, debated, and then blogged on
some of the hottest issues of the day with the practicing attorneys
handling some key cases, industry leaders in the technology field,
judges, academics from other disciplines and other schools, and
even a lyricist for the Grateful Dead, John Perry Barlow, who was a
leading voice on the anti-protection side.111 What began in those
seminars ripened in 1994 into a landmark, university-wide symposium on The Internet and Society, and ultimately the creation of the
Berkman Center, which today is a leading source of innovative
thinking on the law and technology.112 Today, the intellectual property field is popular both in private practice and the academic
world. It is no exaggeration to say that Arthur Miller is one of the
pioneers; he was there at the beginning and is still a powerful voice
today.
V.
OLD IDEAS ARE NEW AGAIN
One of Professor Miller’s more recent law review articles has a
fascinating history of its own and demonstrates that Professor Miller
believes in more than simply applying traditional copyright principles in a changing world.113 As a law review editor at Harvard over
fifty years ago, Arthur Miller’s student note was to consider the protection of “ideas,” those vitally important fruits of human creativity
that copyright expressly declares to be unprotected and unprotectable and that patent will only cover if presented in some concrete
form having a defined practical application.114 That law review note
110. Miller, supra note 36.
111. See, e.g., John Perry Barlow, The Economy of Ideas: A Framework for Patents
and Copyrights in the Digital Age (Everything You Know About Intellectual Property Is
Wrong), WIRED 2.03, Mar. 1994, at 84, available at http://www.wired.com/wired/
archive/2.03/economy.ideas.html.
112. THE HARVARD CONFERENCE ON THE INTERNET & SOCIETY (O’Reilly & Assocs. ed., 1997). For more information, see BERKMAN CTR. FOR INTERNET & SOC’Y,
http://cyber.law.harvard.edu/ (last visited Feb. 17, 2011).
113. Arthur R. Miller, Common Law Protection for Products of the Mind: An “Idea”
Whose Time Has Come, 119 HARV. L. REV. 705, 706, 711 (2006).
114. Id. at 706.
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was never published because, at the time, Harvard and Dean Erwin
Griswold were being sued by a litigant claiming that the Dean had
stolen his idea for a series of tax books.115 Given the circumstances,
anything published in the Law Review on the subject would, depending on its conclusion, either look like an effort to bolster the
school’s defense or, worse yet, undermine it.116
Fifty years later, what began as a student note was published in
the Harvard Law Review as Common Law Protection for Products of the
Mind: An “Idea” Whose Time Has Come.117 “Ideas” per se are expressly
excluded by copyright protection and do not qualify under patent
law either. To the extent they are protected at all, it is strictly under
state law and unlike either patents or copyrights which define property rights enforceable against the world, the protection of “ideas”
tends to be confined to the assertion of a claim against someone
who learned it directly from its creator. As Miller explains, courts
have historically been reticent to protect ideas for two reasons: (1) a
fear of conferring a monopoly in ideas, and (2) a desire to circumvent evidentiary and administrative difficulties associated with these
cases.118 The courts have imposed “concreteness” and “novelty” requirements to reflect these concerns.119 In the article, Miller makes
the case for the importance of protecting ideas; points out the failure of law, particularly at the federal level, to do so; and thoughtfully explores various alternative approaches to solving the
problem.120 In particular, Miller proposes a new two-part test: first,
directly confronting the monopoly issue, and second, examining the
defendants’ gain from access to the idea (i.e., its value).121 What the
article illustrates is the importance of continuing to consider the
need for potential new legal constructs, even as we work to apply
the old. It shows the value, in fact the necessity, of providing effective protection for creative and innovative human endeavors, while
still maintaining the delicate balance without which competition
and innovation itself may suffer.

115. Id. at 706–07; Puente v. President & Fellows of Harvard Coll., 248 F.2d
799, 800 (1st Cir. 1957).
116. Miller, supra note 113, at 707.
117. Id.
118. Id. at 720–23.
119. Id. at 718–23.
120. Id.
121. Id. at 732.
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VI.
CONCLUSION
There are few areas of law that have changed as dramatically in
the last fifty years as intellectual property law and, in particular, the
law of copyright. From the debates that led to the adoption of the
Copyright Act of 1976 to the cutting edge digital issues of today,
Arthur Miller—as scholar, teacher and even advocate—has been a
voice of reason and sound judgment, defending the rights of those
who create original works to the rewards envisioned by the Constitution, without unduly compromising the equally important rights
of those who enjoy and use such works, and the public at large.
When others have argued that the system is broken and cannot
meet the challenge of rapid technological change, Professor Miller
has calmly demonstrated that the old rules work, if properly understood and applied. And as his most recent work on the law of
“ideas” demonstrates, when the prevailing legal doctrine does prove
itself wanting, he is perfectly willing to propose a new analytical approach to protecting the most fundamental of all products of
human intellect. In sum, Arthur Miller remains a leading light in
intellectual property thought, as he has been for almost fifty years.
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EX PARTE YOUNG AND THE
USES OF HISTORY
DAVID L. SHAPIRO*
INTRODUCTION
Ex parte Young,1 much discussed by scholars and often cited by
courts, has suffered, or enjoyed, a rebirth of scholarly interest of
late.2 My own interest in the case, which dates back quite a way,3 has
led me to study not only this recent spate of attention but some of
the older discussions as well.
* William Nelson Cromwell Professor of Law, Emeritus, Harvard Law School.
Special thanks to my colleague, John Manning, for his encouragement and his
helpful suggestions.
This Article was originally entitled “Rashomon and Ex parte Young.” But then,
quite by accident, I ran across an article—Heather K. Gerken, Rashomon and the
Roberts Court, 68 OHIO ST. L. J. 1213 (2007)—that came out a while ago on a
completely different subject. Since I could not charge her with prospective
plagiarism of a good title, I decided to change mine to the more prosaic one at the
top of the page.
1. Ex parte Young, 209 U.S. 123 (1908).
2. See, e.g., Barry Friedman, The Story of Ex parte Young: Once Controversial, Now
Canon, in FEDERAL COURTS STORIES 247 (Vicki C. Jackson & Judith Resnik eds.,
2010); John Harrison, Ex parte Young, 60 STAN. L. REV. 989 (2008); Sina Kian,
Note, Pleading Sovereign Immunity: The Doctrinal Underpinnings of Hans v. Louisiana
and Ex parte Young, 61 STAN. L. REV. 1233 (2009); Joshua Newborn, Comment, An
Analysis of Credible Threat Standing and Ex parte Young for Second Amendment Litigation, 16 GEO. MASON L. REV. 927 (2009). The University of Toledo Law Review has
published a Symposium entitled Ex parte Young Symposium: A Centennial Recognition, containing an Introduction and seven articles on various aspects and implications of the decision. Ex parte Young Symposium: A Centennial Recognition, 40 U.
TOL. L. REV. 819 (2009).
As this article was going to press, the Supreme Court decided that under the
doctrine of Ex parte Young, a federal court was allowed to hear a lawsuit for prospective relief brought against state officials by another agency of the same state.
Va. Office for Prot. & Advocacy v. Stewart, No. 09-529 (U.S. Apr. 19, 2011). The
three opinions in the case highlight the continuing debate over the meaning and
application of Young, and while a full discussion of the case must be left to future
scholarship, of particular interest to readers of this article is the citation by Justice
Kennedy (in a concurring opinion joined by Justice Thomas) of the article by John
Harrison, cited earlier in this footnote and discussed at length in the text that
follows. Stewart, slip op. at 9 (Kennedy, J., concurring).
3. See, e.g., David L. Shapiro, Comment, Wrong Turns: The Eleventh Amendment
and the Pennhurst Case, 98 HARV. L. REV. 61, 63, 83 (1984).
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As many familiar with the case are aware, the decision was
handed down during the Lochner era,4 was met with staunch opposition from progressives in the states and in Congress, and has led to
legislation designed to reduce its adverse impact on a range of reform efforts in the states.5 But I have found that with very few exceptions,6 most scholars, now and in the recent past, agree that the
case was correctly decided.7 Yet the range of justifications for the
result, and the analyses of its implications, are almost as diverse as
the ethnic makeup of a typical subway car on a New York City 1
train. How can such a range of views exist about a case—that just
recently celebrated its centennial—on such matters as its rationale,
its novelty, the proper characterization of its holding, the lessons it
teaches about state-federal relations, and the proper role of the federal courts? And what, if anything, does this tell us about the nature
of legal scholarship? After briefly describing the case (in terms as
neutral as I can muster), and surveying the views expressed by
judges and scholars, these are the questions I will address in this
Article.
Of course, it is quite likely that some of my own opinions, both
about the case and about a number of related substantive questions, will surface, or try to, in the course of this Article. But to the
extent they do, the damage is essentially collateral. My goal is not to
add to the plethora of scholarly and judicial opinions on the case,
but rather to consider them, to try to account for them, and, ultimately, to ask whether they should have much bearing on current
debates about the underlying questions they raise. My conclusion,
briefly stated, is that arguments about iconic cases like Young tend
to mask more important questions about both the substance and
the process of constitutional interpretation.
4. Lochner v. New York, 198 U.S. 45 (1905). Lochner is a decision generally
viewed as a cornerstone of the Supreme Court’s use of substantive due process to
free private economic activity from state control. Indeed, in the thirty years following Lochner, “the Court invalidated almost 200 laws and regulations on the ground
that they violated economic rights protected by the Due Process Clause.” GREGORY
E. MAGGS & PETER J. SMITH, CONSTITUTIONAL LAW: A CONTEMPORARY APPROACH 632
(2009).
5. The story is fully told in Michael E. Solimine, Ex parte Young: An Interbranch Perspective, 40 U. TOL. L. REV. 999, 1000, 1002, 1011 (2009).
6. See, e.g., James Leonard, Ubi Remedium Ibi Jus, or, Where There’s a Remedy,
There’s a Right: A Skeptic’s Critique of Ex parte Young, 54 SYRACUSE L. REV. 215
(2004).
7. See Friedman, supra note 2, at 271 (“With remarkably little dissent, liberals
and conservatives tend to support, if not downright applaud the rule of Ex parte
Young.”).

R
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I.
THE DECISION IN EX PARTE YOUNG
If you have read even this far, you are probably already familiar
with the Young decision. Nevertheless, a brief summary will be useful for those less informed and for purposes of the discussion that
follows.
At the turn of the twentieth century, when many states were
attempting to regulate what they regarded as the excesses of the
growth of American industry, including the charging of exorbitant
and/or discriminatory railroad rates, lawyers for the railroads
turned to the federal courts for assistance. The Young litigation, a
federal court action brought by shareholders of several railroads
against Young, the Attorney General of Minnesota, was a part of this
effort. The plaintiffs, in their capacity as railroad shareholders,
complained that the state’s legislation regulating railroad rates was
confiscatory and thus invalid under the Fourteenth Amendment,
and sought injunctive relief against civil and criminal enforcement
of the laws setting those rates. The trial judge entered a preliminary
injunction barring enforcement, an injunction Young proceeded to
disobey by filing a state court enforcement action against the railroads. The shareholders responded by seeking to have Young held
in contempt of the federal court injunction. When the trial court
agreed (rejecting, as it had before, Young’s claim that the federal
suit was barred by the Eleventh Amendment8), Young filed petitions in the Supreme Court for writs of habeas corpus and
certiorari.9
The Court, over only one dissent, dismissed the petitions. It
first held that the court below had federal “arising under” jurisdiction because the action raised questions of federal due process,
equal protection, and interference with interstate commerce.10 The
8. U.S. CONST. amend. XI provides: “The Judicial power of the United States
shall not be construed to extend to any suit in law or equity, commenced or prosecuted against one of the States by Citizens of another State, or by Citizens or Subjects of any Foreign State.”
9. For a fuller description of the information summarized in this paragraph,
see Friedman, supra note 2, at 259–64. Although Friedman refers only to a petition
for habeas corpus in the Supreme Court, the heading of the case itself states that it
is on “Petition for Writs of Habeas Corpus and Certiorari.” Ex parte Young, 209 U.S.
123, 123 (1908).
10. See Young, 209 U.S. at 142–44. In a recent article, the authors note that
while the original action in Young involved complete diversity of citizenship between the adverse parties, the contempt proceeding was initiated by an action that
included a shareholder who was a co-citizen of the defendant, thus destroying the
complete diversity required under the rule of Strawbridge v. Curtis, 7 U.S. (3
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Court then turned to the merits of the plaintiffs’ complaint, holding that the legislation violated due process because the rates had
been set without a prior hearing and the prospective penalties were
so Draconian as to “intimidate the company and its officers from
resorting to the courts to test the validity” of the rates established by
the laws under attack.11 As a result, the laws were “unconstitutional
on their face, without regard to the question of the insufficiency of
those rates.”12
Only then did the Court address Young’s “most material and
important objection made to the jurisdiction” of the trial court, i.e.,
that the suit was, in effect, one against the State—an objection “to
be considered with reference to the Eleventh and Fourteenth
Amendments.”13 If the act sought to be enforced is unconstitutional, the Court said, the official who seeks enforcement in the
name of the State “is in that case stripped of his official or representative character and is subjected in his person to the consequences
of his individual conduct. The State has no power to impart to him
any immunity from responsibility to the supreme authority of the
United States.”14
The Court turned next to the question of whether a court of
equity had jurisdiction to enjoin criminal proceedings, noting
parenthetically that this issue “really forms part of the contention
that the State cannot be sued.”15 In a relatively brief discussion, citing only its own prior decisions, the Court acknowledged that equity could not ordinarily enjoin criminal proceedings but stated
that there was a recognized exception when such proceedings were
“instituted by a party to a suit already pending before [the equity
court] and to try the same right that is in issue there.”16 Here, the
enforcement proceedings instituted by Young in the state court
raised questions of constitutionality that were identical to those already raised in the pending federal action. Moreover, the remedy at
law (raising the federal defense of unconstitutionality in the state
court prosecution) was inadequate because of, inter alia, the complexity of the constitutional issues, the substantial possibility of delay while those issues were being litigated, and the even more
Cranch) 267 (1806). See Ann Woolhandler & Michael G. Collins, Federal Question
Jurisdiction and Justice Holmes, 84 NOTRE DAME L. REV. 2151, 2175 (2009).
11. Young, 209 U.S. at 147.
12. Id. at 148.
13. Id. at 149.
14. Id. at 160.
15. Id. at 161.
16. Id. at 162 (quoting In re Sawyer, 124 US 200, 211 (1887)) (internal quotation marks omitted).

\\jciprod01\productn\N\NYS\67-1\NYS114.txt

2011]

unknown

Seq: 5

24-MAY-11

EX PARTE YOUNG AND THE USES OF HISTORY

12:51

73

substantial possibility that no employee would be willing to risk the
heavy penalties involved in disobeying the law.17
In its important concluding paragraphs, the Court noted that
it was merely following a line of decisions beginning with Osborn v.
Bank of United States,18 “the only difference . . . being that in this
case the injury complained of is the threatened commencement of
suits, civil or criminal, to enforce the act, instead of, as in the Osborn
case, an actual and direct trespass upon or interference with tangible property.”19 The difference, the Court stated, was
not of a radical nature . . . . [W]here the state official, instead
of directly interfering with tangible property, is about to commence suits, which have for their object the enforcement of an
act which violates the Federal Constitution, . . . he is seeking
the same justification from the authority of the State as in
other cases. The sovereignty of the state is no more involved in
one case than in the other. The State cannot in either case
impart to the official immunity from responsibility to the supreme authority of the United States.20
As a final analogy, the Court compared the equitable action
instituted by the shareholders to a writ of habeas corpus for the
discharge of a state prisoner on the ground that he is in custody in
violation of the Federal Constitution, concluding that, just as in
such cases, the present suit was “not a suit against the State.”21
In an extraordinarily lengthy dissent, Justice Harlan, though
the author of one of the principal cases relied on by the majority,22
17. Young, 209 U.S. at 163–65.
18. 22 U.S. (9 Wheat.) 738 (1824). Osborn was a federal court action brought
by the Bank against a state official to enjoin him from enforcing a state law claimed
to violate the rights of the Bank under federal law. After issuance and service of the
injunction, the defendant seized certain Bank property pursuant to the state law,
and was ordered by the federal court to return the seized property, with interest.
The Supreme Court affirmed the decree (except with respect to the award of interest). As the Court noted in Young, the defendant’s action in Osborn—seizure of the
Bank’s tangible property—fell within the scope of the tort of trespass. Young, 209
U.S. at 167.
19. Young, 209 U.S. at 167.
20. Id. (citing In re Ayers, 123 U.S. 443 (1887)). In Ayers, the Court held that
the doctrine of sovereign immunity barred an injunction against a state official
when the object of the injunction was “indirectly, to compel the specific performance of a [state’s] contract . . . .” 123 U.S. at 502.
21. Young, 209 U.S. at 168.
22. See, e.g., Young, 209 U.S. at 154 (citing Smyth v. Ames, 169 U.S. 466 (1898)
(Harlan, J.) (affirming federal court injunction against enforcement of state statute regulating railroad rates)). To add to the confusion, Justice Harlan was also
the author of Fitts v. McGhee, 172 U.S. 516 (1898), in which the Court held that a
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argued that the Eleventh Amendment barred a suit to enjoin a state
officer from appearing in the state’s own courts to enforce the
state’s laws. “[T]o tie the hands of the State” in this way, he contended, “would work a radical change in our governmental system. . . . We must assume—a decent respect for the States requires
us to assume—that the state courts will enforce every right secured
by the Constitution,” and if they fail in this obligation the error is
subject to review and reversal in the Supreme Court.23
II.
INTERPRETATIONS
So there it is. Under appropriate circumstances, and even in
the absence of federal statutory authority, a federal action will lie to
enjoin a state officer from going to state court to seek civil or criminal enforcement of a state law when the action is based on the
ground that enforcement will violate the constitutional rights of the
plaintiff.24
This statement of Young’s holding sounds straightforward, but
appearances can be deceiving. The heart of the dispute between
the parties seems to relate to the question of whether the action—
presumably the original action for injunctive relief—is barred by
the Eleventh Amendment, or perhaps by the doctrine of sovereign
immunity that the Supreme Court has found embedded in the Constitution and underlying, or at least reflected in, the Eleventh
Amendment.25 But another question is also presented: Since no
suit to declare unconstitutional (and to enjoin enforcement of) a state law setting
bridge tolls was barred by sovereign immunity and, in addition, that equity had no
jurisdiction to enjoin a criminal prosecution for violation of that law. The Court’s
decision in Young appeared to sweep away much of the confusion engendered by
these decisions (especially Fitts), while Justice Harlan’s dissent struck this reader as
an attempt, through incomprehensible distinctions, to preserve, and even increase, as much of the confusion as possible.
23. Young, 209 U.S. at 174–76 (Harlan, J., dissenting).
24. There are several statutory obstacles to such relief, however. The AntiInjunction Act, dating back to the Act of March 2, 1793, 1 Stat. 335, prohibits a
federal court (with certain stated exceptions) from staying proceedings in a state
court. 28 U.S.C. § 2283 (2006). The Act has been construed to apply only to pending state proceedings or to state proceedings that are commenced before “any proceedings of substance on the merits have taken place in the federal court.” Hicks
v. Miranda, 422 U.S. 332, 349 (1975). In addition, federal statutes forbid injunctions against enforcement of state tax laws and, in certain cases, against enforcement of state rate orders, so long as a “plain, speedy, and efficient remedy may be
had” in the state courts. 28 U.S.C. §§ 1341, 1342 (2006).
25. In Hans v. Louisiana, 134 U.S. 1 (1890), the first case squarely holding
that a State could not be sued without its consent in a federal court by one of its
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federal statute is cited as the source of either the right asserted or
the remedy sought,26 what is the source of that right and that remedy? As it turns out, both of these questions have given rise to
widely divergent responses.
On whether the action was essentially one against the State and
thus barred from the federal courts, one approach that surfaced in
the latter part of the last century is that the reasoning of the Young
Court was a paradigmatic legal fiction. After all, the very foundation
of the plaintiffs’ claim was that the law the state officer (Young)
sought to enforce was constitutionally invalid because enforcement
would violate the Fourteenth Amendment’s prohibition against a
state’s deprivation of a person’s property without due process.27 At
the same time, the Court’s holding regarding the Eleventh Amendown citizens, the Court’s opinion was not entirely clear as to whether its holding
was an application of the Eleventh Amendment itself or a decision that the
Amendment merely restored the doctrine of state sovereign immunity to its original and rightful place. 134 U.S. at 10–19. Though subsequent decisions, for example Edelman v. Jordan, 415 U.S. 651 (1974), tended to equate the Amendment with
the immunity doctrine, the Court ruled in Alden v. Maine, 527 U.S. 706, 754
(1999), that a state had a constitutional right to claim sovereign immunity from
the assertion of a federal claim against it in its own courts and thus left no doubt
that the doctrine existed independently of the terms of the Amendment.
26. Provisions of the 1871 Civil Rights Act, Act of April 20, 1871 § 1, 17 Stat.
13, now embodied in 42 U.S.C. § 1983 (2006), might have been cited, but as in
most cases seeking relief against state and local officials that were decided prior to
Monroe v. Pape, 365 US. 167 (1961), it was not. In Monroe, the Court held that an
action under § 1983 could be brought by private individuals against local police
officers for damages resulting from a search and seizure alleged to have occurred
in violation of their constitutional rights. 365 U.S. at 172. As noted in Hart & Weschler’s The Federal Courts and the Federal System, “[M]any suits that might have been
brought under § 1983 as it has recently been interpreted [i.e., suits brought prior
to Monroe] were treated instead as actions for a remedy (usually an injunction)
implied directly under the Constitution.” RICHARD H. FALLON, JR., JOHN F. MANNING, DANIEL J. MELTZER & DAVID L. SHAPIRO, HART & WECHSLER’S THE FEDERAL
COURTS AND THE FEDERAL SYSTEM 948 (6th ed. 2009) [hereinafter HART &
WECHSLER].
27. The notion that Young’s approach to sovereign immunity constituted a
legal “fiction” was articulated by the Court in Justice Powell’s majority opinion in
Pennhurst State School & Hosp. v. Halderman, 465 U.S. 89, 105 (1984), and has often
been repeated. See, e.g., Friedman, supra note 2, at 266; Marcia L. McCormick,
Solving the Mystery of How Ex parte Young Escaped the Federalist Revolution, 40 U. TOL.
L. REV. 909, 921 (2009); Richard H. Fallon, Jr., The Ideologies of Federal Courts Law,
74 VA. L. REV. 1141, 1197 (1988). Cf. Harrison, supra note 2, at 1011 n.94 (discussing the origin of the “fiction” interpretation). Taking the idea that Young rolled
out a “fiction” one step further, David Currie wrote that the decision “rejected
sound precedent” and “manufactured [a new doctrine] out of whole cloth.” DAVID
P. CURRIE, THE CONSTITUTION IN THE SUPREME COURT: THE SECOND CENTURY,
1886–1986, at 54 (1990).

R
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ment rested on the determination that Young’s actions in violation
of the Fourteenth Amendment were not committed by the State.28
Indeed, the Court itself underscored the paradox, without acknowledging it, when it specifically held, in Home Telephone,29 that actions
by state officers could be treated as “acts of the State within the
Fourteenth Amendment,” even if they were also in violation of state
law.30
Other scholars have expressed a very different view on the immunity issue. The doctrine of sovereign immunity, they contend,
has always distinguished between holding the State itself responsible for its alleged wrongs and holding an individual officer responsible for his.31 In the latter case, the officer may be able to escape
liability (in an action at law or in equity) by defending on the ground
that he was acting pursuant to law, but that defense will fail if the
law relied on is itself a violation of our supreme law—the Federal
Constitution. This concept of individual responsibility is an essential corollary to the immunity of the sovereign and has been recognized in this country on both the state and federal levels.32 Thus
the result in Young on the immunity issue was neither novel nor
anomalous.
For some scholars, whether or not they regard the Young rationale as a fiction, Young’s approach, being critical to the rule of law,
properly extends over a broad range of rights and remedies against
government officers for actual or threatened constitutional violations.33 Indeed, in her Introduction to the recent Symposium on
28. Young, 209 U.S. at 160.
29. Home Tel. & Tel. Co. v. City of Los Angeles, 227 U.S. 278 (1913).
30. Id. at 282–83.
31. See, e.g., Shapiro, supra note 3, at 71–72, 84–85; Louis L. Jaffe, Suits Against
Governments and Officers: Sovereign Immunity, 77 HARV. L. REV. 1, 1–19 (1963); see
also Kian, supra note 2, at 1235 (noting that under established common law rules
of pleading, plaintiff could complain that public officer had injured him by committing a “state-sanctioned” wrong, and if officer raised the state’s immunity as
defense, that defense would fail if state’s authorization of the challenged conduct
violated the Constitution). One problem that has always perplexed those who
adopt this view is the extent, if any, to which the judgment against a particular
officer of the government has preclusive effect in subsequent actions involving
other officers or the government itself. See HART & WECHSLER, supra note 26, at
857, and authorities cited therein.
32. See, e.g., United States v. Lee, 106 U.S. 196 (1882) (federal); Osborn v.
Bank of the United States, 22 U.S. (9 Wheat.) 738, 870–71 (1824) (state).
33. See, e.g., Carlos M. Vázquez, Night and Day: Coeur d’Alene, Breard, and the
Unraveling of the Prospective-Retrospective Distinction in Eleventh Amendment Doctrine, 87
GEO. L.J. 1, 21 (1998). Two important studies by Professor Ann Woolhandler that
help to situate Young within the gradual development of remedies for constitutional violations are: Ann Woolhandler, The Common Law Origins of Constitutionally

R
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the case, Rebecca Zietlow writes that “without [the decision], courts
likely would have been unable to develop the vast constitutional jurisprudence of the twentieth century.”34
But in the recently expressed view of one scholar, a proper understanding of Young supports the position that the area of official
activity unprotected by the State’s immunity is considerably narrower, extending only to such traditional wrongs as trespass to
property and to essentially defensive claims that any attempt by the
officer to bring judicial proceedings to enforce the law would be
subject to a defense that the law itself was constitutionally invalid.35
A similar, and not unrelated, range of views exists with respect
to the source of the plaintiff’s cause of action. The question is analytically distinct from that of sovereign immunity, since if the plaintiff has no cause of action to allege, the officer’s defense of state
authorization need never be raised. Nevertheless, the analysis of
each question tends to merge with the analysis of the other, and
thus it is hard to blame courts, commentators in general, or this
commentator in particular for any confusion that creeps into the
discussion. For some, the cause of action recognized in Young was
novel in two senses.36 First, it was based not on the traditional tort
of trespass to tangible property but rather on the idea that a suit lay
to prevent a state officer from enforcing an unconstitutional law,
even before the tort of “malicious prosecution” was fully recognized. Second, the cause of action rested not on some notion of
common law, either general or emanating from the states, but on a
truly federal base—perhaps that the Constitution itself authorized,
if it did not mandate, a judicial remedy in equity for such a
threatened wrong. After all, unless the cause of action was created
by federal law, what was the source of federal question jurisdiction?
The notion that the jurisdictional statute embraced state law claims
Compelled Remedies, 107 YALE L.J. 77 (1997) [hereinafter Woolhandler, Common
Law]; Ann Woolhandler, Patterns of Official Immunity and Accountability, 37 CASE W.
RES. L. REV. 396 (1987) [hereinafter Woolhandler, Patterns].
34. Rebecca E. Zietlow, Ex parte Young: The Font of Civil Rights Law, 40 U.
TOL. L. REV. ix (2009).
35. See Harrison, supra note 2. Harrison recognizes, however, that given his
interpretation of Young, post-Young decisions, especially those rendered during
and since the latter half of the twentieth century, have broadened the areas in
which a state officer cannot assert the defense of sovereign immunity. See id. at
1008–09 (discussing Edelman v. Jordan, 415 U.S. 651 (1974)), 1020 (discussing
Bivens v. Six Unknown Named Agents, 403 U.S. 388 (1971)).
36. See, e.g., HART & WECHSLER, supra note 26, at 891. I am one of the coauthors of this book and have been since publication of the second edition in
1973.
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with federal ingredients was then only in the process of
developing.37
Others have found it difficult to accept either of these claims.
The notion of “traditional wrongs” like trespass to tangible property, in their view, was never so inflexible as to preclude the kind of
extension recognized not only in Young but in earlier decisions as
well.38 And in the pre-Erie 39 haze created both by Swift v. Tyson 40
and the notion of “federal equity,”41 the Supreme Court and other
federal courts seldom paused to worry about the source of the law
underlying a valid claim to injunctive relief; the notion that the remedial right in such cases derived somehow from federal law was
one that evolved slowly and almost without being noticed.42 As for
the notion that “arising under” jurisdiction under the general federal question statute was only later to embrace state law claims including federal ingredients, such “federal ingredient” cases were
probably the norm and not the exception well before (and including) Young.43
John Harrison recently moved this ball even further down
field. Harrison contends that Young was not truly a case of an action
to prevent a threatened wrong in the sense of an imminent tort but
rather an example of a well-recognized right of a prospective defendant to obtain injunctive relief against prosecution if he could establish not only that he had a valid defense to such prosecution but
37. See id. at 785–86 (discussing Smith v. Kansas City Title & Trust Co., 255
U.S. 180 (1921)); id. at 795 (discussing Hopkins v. Walker, 244 U.S. 486 (1917)).
But see infra note 42 and accompanying text.
38. See, e.g., Woolhandler, Common Law, supra note 33, at 129–32. Two of the
earlier decisions, both cited in Young, are Smyth v. Ames, 169 U.S. 466 (1898) and
Reagan v. Farmers’ Loan & Trust Co., 154 U.S. 362 (1894).
39. Erie R.R. v. Tompkins, 304 U.S. 64 (1938).
40. 41 U.S. (16 Pet.) 1 (1842).
41. See HART & WECHSLER, supra note 26, at 575–79.
42. See Woolhandler, Common Law, supra note 33, at 131–32. In a post-Young
case, Ward v. Love County, 253 U.S. 17, 22–23 (1920), the Court, reversing an
Oklahoma state court judgment, held that private plaintiffs were entitled to recover taxes coercively collected by the county in violation of federal law, despite
the absence of any such remedy under Oklahoma law. The decision may be viewed
as recognizing a federal remedy for the county’s violation of federal law, see HART
& WECHSLER, supra note 26, at 718–19, but once again, the pre-Erie decision did
not focus on the source of the law affording the remedy. Moreover, restitution
under such circumstances—even if unavailable under the particular state’s law—
was part of the “general common law” in vogue at the time, and since the action
was one brought against a local government entity, state sovereign immunity was
not an issue. See Lincoln Cnty. v. Luning, 133 U.S. 529, 530 (1890).
43. This argument is persuasively made in Woolhandler & Collins, supra note
10, at 2177–78.
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that, for some reason, the ability to raise that defense if and when
prosecuted was not itself sufficient to afford protection.44 And indeed, the fact that the action was brought by a prospective defendant (or the shareholders of a prospective defendant) was also the
answer to any claim of sovereign immunity: just as no such immunity claim would be accepted in response to a defense asserted in
an enforcement proceeding, it was not acceptable in a proceeding
initiated by a prospective defendant for the purpose of raising the
same defense. The purpose of the injunction was not to require the
defendant to act affirmatively on behalf of the State but rather to
require the defendant to refrain from commencing or pursuing judicial proceedings to enforce an invalid law.
As a stunning illustration of the range of views just summarized, consider the reaction of two scholars to the Supreme Court’s
decision, almost seventy years after Young, in Edelman v. Jordan. 45 In
Edelman, Jordan had brought an individual and class action in federal court against various state officers, including Edelman, seeking
declaratory and injunctive relief on the ground that the defendants
were administering a certain federal–state aid program in a manner
inconsistent with federal regulations and with the Fourteenth
Amendment. After the grant of relief in the courts below, a divided
Supreme Court reversed in part, holding that, while Young permitted prospective relief (in this case, an order requiring future compliance with the law), it did not allow retrospective relief (in this case, an
order to release benefits that had been “wrongfully withheld”),
even if that retrospective relief was incorporated not in a judgment
for damages but in an injunctive decree.46 The Eleventh Amendment, the Court concluded, barred such an award.47
Richard Fallon, writing some twenty years ago about Young and
Edelman in a section of his well-known article on the ideologies of
federal courts,48 described Young as “a constitutional fiction,” and
stated that its holding and rationale
lived, moved, and had its being in the assumptions and values
of the nationalist model [i.e., a model that accords the vindication of federal rights in federal court a higher priority than the
protection of state sovereignty]. The case’s doctrinal innovation lay in its authorization of an injunction to prevent a state’s
attorney general from initiating a suit in state court, where fed44.
45.
46.
47.
48.

Harrison, supra note 2.
415 U.S. 651 (1974).
Id. at 663–69.
Id. at 669.
Fallon, supra note 27, at 1195–98.
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eral rights at least in theory would have been protected as fully
as in federal court.49
But, Fallon continued, the dialogue, or struggle, between the
“Federalist” and “Nationalist” models has persisted, and this struggle is nowhere better exemplified than in Edelman, where “the majority relied on the Federalist premise of state sovereignty to bar
retroactive financial relief that was payable from a state’s treasury.”50 Thus, in Fallon’s view, Edelman was a retreat from the principle on which Young was based.
For Harrison, on the other hand, Edelman represents a significant extension of the Young doctrine. Aside from a few ambiguous
decisions in the years following Young, he contends, the Supreme
Court had not, until Edelman, viewed Young’s approach to sovereign
immunity as allowing affirmative relief, so long as the relief imposed
no retroactive liability on the state’s treasury.51 Yet in Edelman itself,
as well as in later cases, the Court sustained relief against a state
official that not only imposed an affirmative duty on the official but
also required the expenditure of state funds in order to comply
with the law in the future.52
How remarkable. Two respected scholars look at two landmark
decisions; one sees the later decision as restricting the scope of the
earlier, and the other sees just the reverse.
To round out the picture of scholarly analysis, and to underscore the broad range of scholarly reaction, two other recent studies deserve mention. Charlton Copeland, adopting a middle
49. Id. at 1196.
50. Id. at 1197–98. Others have taken a similar view with respect to the distinction drawn in Edelman. See, e.g., Rochelle Bobroff, Ex parte Young as a Tool To
Enforce Safety-Net and Civil-Rights Statutes, 40 U. TOL. L. REV. 819, 826, 840–84
(2009) (arguing that barring of retrospective relief in Edelman “began eroding the
power” of Young, and that since the Court is unlikely to change direction, the
remedy lies with Congress—perhaps through the exercise of its power to condition
the availability to a state of federal funding on the waiver of the state’s sovereign
immunity in matters related to the funding).
51. Harrison states:
[Prior to Edelman,] Young was not cited for the proposition that affirmative
injunctive relief was available against state governments provided only that the
relief was prospective. With a few minor exceptions, cases that relied on Young
as setting the limits of sovereign immunity all involved injunction against enforcement litigation, or physical enforcement actions like seizure of property
to collect taxes.
Harrison, supra note 2, at 1009.
52. See, e.g., Milliken v. Bradley, 433 U.S. 267 (1977). Indeed, in Milliken, the
expenditure required to achieve future compliance was seen as necessary in order
to correct for wrongs committed in the past. Id. at 289–90.
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ground, views Young as epitomizing the “duality” of American federalism as a prominent example of the Court’s recognition of national supremacy operating within the constrictions of a system also
premised on state sovereignty.53 And Edward Purcell, in a thorough
examination of Young, its times, and its antecedents, views the case
as a significant part of the centralization of power in the national
government and of the growth of federal judicial power.54
III.
IS THERE A TEXT IN THIS CLASS?55
At this point, the reader may well expect the writer—acting
with Olympian detachment—to lay bare all the fallacies of those
who have opined on Young in the past and to set forth for the very
first time, definitively and with gusto, the true meaning of the case
and its place in the jurisprudential constellation. Would that I
could! But unfortunately, I have made no startling archival discoveries in papers not previously available, and have few if any new
insights on those materials already plundered by my predecessors.
Moreover, I doubt that I could escape my own preferences, strive as
I might for objectivity, in appraising those materials.
I concede at the outset that I would like to make a convincing
argument that Young set us firmly on the course of recognizing a
federal right, sovereign immunity notwithstanding; to restrain gov53. Charlton C. Copeland, Ex parte Young: Sovereignty, Immunity, and the Constitutional Structure of American Federalism, 40 U. TOL. L. REV. 843, 843–44 (2009).
54. Edward A. Purcell, Jr., Ex parte Young and the Transformation of the Federal
Courts 1890–1917, 40 U. TOL. L. REV. 931, 937, 947 (2009). Purcell discusses both
the sources of the transformation (including the desire of the “comfortable classes,
the legal profession’s eastern elite, and most of those who sat on the federal
bench” to have the federal government take action to protect the established—and
growing—economic and social order) and the various doctrines that assisted in
that transformation (including the imposition of constitutional limits on state legislation and the growth of federal common law, which he contends was gradually
transmuted into the law of the Constitution itself). As a part of this development,
he views Young as advancing the transformation in eight ways, including the implication of a cause of action directly under the Fourteenth Amendment, broadening
the ability of federal courts to enjoin state criminal prosecutions, narrowing the
concept of an “adequate remedy at law,” and invoking the Due Process Clause as a
limitation on the power of the states to deny access to a judicial forum to challenge
state action. Id. at 946–47.
55. The heading of this section is the title of a book by Stanley Fish, published
in 1980 and subtitled: “The Authority of Interpretive Communities.” STANLEY FISH,
IS THERE A TEXT IN THIS CLASS?: THE AUTHORITY OF INTERPRETIVE COMMUNITIES
(1980). His theme, oversimplified, is that readers bring to a text to their
assumptions, experiences, and values, and tend to find in it what those
assumptions, experiences, and values prompt them to find.
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ernment officials from violating individual rights, be they statutory
or constitutional; to require them to comply with their legal duties
in the future; and to require financial restitution, from the state
treasury if necessary, for wrongs already committed. I fear, though,
that the decision is too ambiguous, its context too remote from the
year 2011, and its forerunners too confusing, to ground that argument in anything sturdy enough to withstand attack. But I do believe, on the basis of my own research, that at least some of the
scholarly views discussed here tend either to overstate the novelty
and path-breaking character of the decision or, on the other hand,
to understate its contribution.
A. Some Observations
To begin, I doubt that Young is properly characterized as inaugurating, or even as representing, a “fiction,” i.e., a way of circumventing the bar of sovereign immunity and actually forcing the state
to comply with its duty under law. After all, the notion that the individual officer may be held responsible, just as any individual may,
for past or threatened violations of rights and may not hide behind
the shield of legal authorization when the authorization is itself
non-existent or invalid, has co-existed with the doctrine of sovereign immunity since at least the late thirteenth century.56 Thus, to
consider one without the other, or to regard either as a “fiction,”
strikes me as favoring one side of the coin over the other. True, the
problem is complicated by the question of the res judicata effect of
a judgment against a government officer in subsequent actions
against, or by, the government itself or other officers, but that question has never been fully resolved.57 And even in the absence of
preclusive effect, a judicial decision, especially one by the highest
court in a jurisdiction, will have both precedential and “in terrorem” effect on subsequent actions.
Moreover, I am far from clear that Young must be regarded as
establishing the existence of a federal cause of action to enjoin
wrongful conduct by a government official, given the casual way in
which federal courts of the time applied or even developed remedies for the violation of constitutional rights, especially in equity,
without discussing, or apparently even worrying about, the source
of law from which those remedies were derived. As already noted,
there is a strong case for the conclusion that the transition from
56. See Jaffe, supra note 31, at 1–3 (noting that the responsibility of the individual officer dates back to the time of King Edward I).
57. See HART & WECHSLER, supra note 26, at 857, and authorities cited therein.
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“general” to “federal” law was far more gradual than is generally
thought and that Young itself was part of that process but hardly its
culmination.58
Finally, those who take a broad view of Young tend to neglect,
or overlook, the fact that the decision resembled many prior cases
involving relief against a government officer, cases in which the relief obtained either required the officer herself to compensate the
plaintiff for loss or (as in Young itself) required her not to take action that would violate the plaintiff’s rights. Ordering a person to
take an action that can be effectively performed only in her capacity
as an officer of government, and that effectively orders the government itself to act through an agent, is surely harder to reconcile
with the notion of the sovereign’s immunity from suit than is an
order not to act.
To be sure, there were a few Supreme Court decisions requiring state officials to perform duties regarded as “ministerial”59 and
to return real property when the plaintiff could establish an entitlement to possession.60 But note that each of these relatively rare instances involved a situation in which (as in habeas corpus) the
remedy was rooted in a writ such as of mandamus or ejectment
available at common law and did not require the action of a court
of equity.61
58. See Woolhandler, Common Law, supra note 33, at 129–32; see also discussion supra note 42. In addition, the view that the interpretation of the general
federal question statute was not extended to embrace state law claims containing
significant federal elements until a few years after Young has been effectively and
persuasively challenged. See supra note 43 and accompanying text. This challenge
undermines the argument that federal question jurisdiction could not have existed
in Young unless the cause of action was federally created.
59. See, e.g., Rolston v. Mo. Fund Comm’rs, 120 U.S. 390 (1887) (holding that
mortgage trustees could restrain state officers from selling the mortgaged property
to satisfy prior liens, and could require the assignment of those liens to the trustees); see also Woolhandler, Common Law, supra note 33, at 110, 119 (discussing
decisions requiring state courts to exercise their mandamus power).
60. See, e.g., Tindal v. Wesley, 167 U.S. 204, 224 (1897) (holding, in a diversity
case, that the plaintiffs could bring suit against state officers to recover real property and damages for unlawful possession). The Court relied in part on United
States v. Lee, 106 U.S. 196 (1882) (rejecting a defense of sovereign immunity in an
ejectment suit brought against federal officers in allegedly unlawful possession of
real property). Cf. Cary v. Curtis, 44 U.S. (3 How.) 236 (1845) (upholding statutory
withdrawal of a traditional right of action against a customs collector and emphasizing other options available to a claimant, including the remedies of replevin,
detinue, and trover).
61. As a technical matter, the Supreme Court held in Kendall v. United States,
37 U.S. (12 Pet.) 524, 536–40 (1838), a case involving an order requiring payment
of claimed compensation from the federal treasury, that jurisdiction to issue “man-
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I have problems as well with the view—exemplified most
clearly by the work of John Harrison62—that Young added little or
nothing to our constitutional jurisprudence since it involved only a
well-recognized anticipatory action by a prospective defendant.
First, while Harrison relies almost exclusively on treatises contemporaneous with the decision in Young to buttress his point, he overlooks the emphasis in several of those treatises (and what appears to
be an implicit assumption in others) that courts of equity are generally barred from interfering with criminal prosecutions, either pending or anticipated.63 Thus the 1905 edition of Pomeroy’s Equity
Jurisprudence, the source perhaps most heavily relied on by Harrison,64 does indeed speak of the use of injunctions to stay actions at
law. However, in an early section of his discussion of the topic, in
which he notes that as a general rule equity does not interfere with
actions at law, Pomeroy states flatly, and without qualification, that
“[c]riminal proceedings will never be enjoined.”65 In the following
damus” to an executive officer existed (perhaps only) in the courts of the District
of Columbia. This gap was corrected by the Mandamus and Venue Act of 1962, 28
U.S.C. § 1361 (2007), which gives jurisdiction to all federal district courts to issue
writs “in the nature of mandamus” to compel a federal officer to perform his duty.
But there is a conflict among the federal courts on the scope of this authority. See
PETER L. STRAUSS, TODD D. RAKOFF & CYNTHIA R. FARINA, GELLHORN & BYSE’S ADMINISTRATIVE LAW: CASES AND COMMENTS 1109–12 (10th rev. ed. 2003).
62. Harrison, supra note 2. For a similar, but considerably broader, defense of
Young as fitting within a well-established tradition, see Kian, supra note 2, at
1272–79.
63. The general rule summarized in these treatises—that courts of equity may
not interfere with pending or anticipated criminal prosecutions—goes well beyond
the statutory prohibition of injunctions against pending state proceedings (civil or
criminal) that dates back to 1793 (Act of March 2, 1793, § 5, 1 Stat. 334–35) and
that is now embodied in 28 U.S.C. § 2283 (2006). Indeed, in the excerpts from
those treatises discussed here, that statute is not even referred to.
The point is nicely illustrated by In re Sawyer, 124 U.S. 200 (1887). In Sawyer,
the Court held that there was no federal jurisdiction to enjoin proceedings for
removal of a state police judge, reasoning that if the proceedings were criminal,
equity could not enjoin them as a matter of a long-recognized limitation on its
authority; if quasi-criminal or civil, the injunction was barred by the Anti-Injunction Act; and if neither criminal nor civil, equity could not in any event interfere
with proceedings for removal of a public officer. 124 U.S. at 219–21.
The Sawyer decision, as cited in Ex parte Young, 209 U.S. 123, 162, spoke in
dictum of an exception with respect to criminal prosecutions instituted by a party
to a suit already pending in equity for the purpose of trying the same right already
in issue in the equitable action. But none of the treatises discussed here (including
that of Joseph Story, relied on in Sawyer) described an exception in such terms.
64. See Harrison, supra note 2, at 997–99 and nn.40, 41, 43, 44, 47.
65. 4 JOHN NORTON POMEROY, EQUITY JURISPRUDENCE § 1361, at 2703 n.4 (3d
ed. 1905) (emphasis added). Interestingly, in an edition published after Young, the
treatise includes the same sentence, but now followed in brackets by “except where
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sections, which deal with exceptions to the general rule but which
appear to apply only to injunctions against civil proceedings, he
states that equitable relief is available if (1) the controversy involves
a matter exclusively cognizable in equity, (2) equity has concurrent
jurisdiction, as in matters involving fraud, or the legal remedy of
the party seeking relief is inadequate, or (3) a judgment has already
been obtained by fraud, accident, or mistake, or the defendant has
been deprived of the opportunity to assert a defense.66
As for other authorities invoked by Harrison, John Willard
seems to devote his attention entirely to suits in equity seeking to
restrain civil actions at law.67 Joseph Story states flatly that courts of
equity “will not interfere to stay proceedings in any criminal matters
or in any cases not strictly of a civil nature,” adding only that the
prohibition is limited to cases “where the parties seeking redress by
such proceedings [i.e., in any criminal matter or in any proceedings
not of a civil nature] are not the plaintiffs in equity” (and, of
course, in Young they were not).68 And C.L. Bates, while recognizing the power of federal equity courts to restrain a state officer from
enforcing an invalid state law, does so on the basis of Supreme
Court decisions prior to Young upholding the authority of an equity
court to prevent acts of injury to the plaintiff’s rights and property.69 Thus, in finding an exception to the general rule barring
injunctions against criminal prosecutions, the Young Court—followthere is an attempt to enforce a law that is unconstitutional and void and the attempt will result in irreparable injury to vested property rights.” Id. § 1361b (Spencer W. Symons ed., 5th ed. 1941) (citing post-Young federal (and state) decisions).
66. Id. §§ 1362–64.
67. JOHN WILLARD, A TREATISE ON EQUITY JURISPRUDENCE 341–48 (New York,
Banks & Brothers Law Publishers 1863). Willard’s treatise, which focuses primarily
on the law of New York, does flatly state, in the course of discussing injunctions
against proceedings in other jurisdictions: “Nor will the courts of the United States
enjoin proceedings in a state court.” Id. at 347–48.
68. 2 JOSEPH STORY, EQUITY JURISPRUDENCE § 893 (Melville M. Bigelow ed.,
13th ed. 1886). In another section, discussing anti-suit injunctions, Story states that
it has been “long recognized in America . . . that the State courts cannot enjoin
proceedings in the courts of the United States, nor the latter in the former courts.”
Id. § 900. No reference is made to the Anti-Injunction Act, 28 U.S.C. § 2283
(2006).
69. 1 C.L. BATES, FEDERAL EQUITY PROCEDURE §§ 559–561 (1901). One of the
cases heavily relied on by Bates is Reagan v. Farmers’ Loan & Trust Co., 154 U.S. 362
(1894). Bates does not rely on the theory that the plaintiff is simply seeking equitable assistance in vindicating a defense to a legal action, but rather on the explanation that the plaintiff is seeking to prevent “wrong and injury” to his rights and
property. Bates, supra, § 560. In a later brief and rather cryptic section, Bates does
discuss the question of equity jurisdiction with respect to criminal proceedings;
while referring to the general prohibition of injunctions against such proceedings,
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ing the very Supreme Court precedents invoked a few years earlier
by Bates and citing no decisions of any other court—appeared not
to be relying on common law tradition (or on state law) so much as
extending those traditions by analogy to the cases allowing relief
against more traditional violations of property rights by federal and
state government officials.70 Indeed, this inference is strongly supported by the language used by the Court—language that Harrison
acknowledges and tries valiantly though, I believe, unsuccessfully to
explain.71
This brings us to the second major problem with Harrison’s
analysis: the failure to acknowledge the strong support for understanding the case as a step in the evolution of an action for equitable relief based solely on the notion of remedy rooted in (or at least
derived from) the Constitution. The Court’s language speaks not in
terms of the prospective defendant bringing suit to assert an anticipated defense to an enforcement action but rather of the plaintiff’s
objective of preventing a constitutional wrong analogous to a traditional trespass on, or seizure of, the plaintiff’s property.72 Moreover, in failing even to refer to the exhaustive research of such
scholars as Ann Woolhandler, Harrison also overlooks the rich, if
not entirely coherent, history of actions that marked two gradual
he refrains from saying anything particularly informative about exceptional circumstances when an injunction may be obtained. See id. § 568.
70. One of those Supreme Court precedents was Smyth v. Ames, 169 U.S. 466
(1898), and another was Dobbins v. Los Angeles, 195 U.S. 223 (1904). Both contain
language not found in the discussion of criminal prosecutions in either the treatises or, to my knowledge, in state decisions, that an injunction against a criminal
prosecution was available “where property rights will [otherwise] be destroyed.”
Dobbins, 195 U.S. at 241; accord Smyth, 169 U.S. at 527–28 (“The duty rests upon all
courts . . . to see to it that no right secured by the supreme law of the land is
impaired or destroyed by legislation.”). And in Dobbins, the property right in question was a permit obtained from the state. Dobbins, 195 U.S. at 239.
71. Harrison concedes that according to the “conventional account,” Justice
Peckham, writing for the Court in Young, “treated the institution of enforcement
proceedings by Young as a private tort.” Harrison, supra note 2, at 1002. And indeed, Justice Peckham, as noted above supra notes 18–20, directly analogized the
action to enjoin Young to the action brought in Osborn to prevent “an actual or
direct trespass upon or interference with tangible property.” Ex parte Young, 209
U.S. 123, 167 (1908). But, Harrison argues, Peckham did not ask, as he would have
if the action were premised on enjoining a tort, whether damages would have been
an adequate remedy; rather he asked whether the opportunity to defend an enforcement action was an adequate remedy. Harrison, supra note 2, at 1002–03.
Moreover, Justice Peckham drew an analogy to the writ of habeas corpus, which
was another available procedure to challenge the validity of a state criminal proceeding without offending sovereign immunity. Id. at 1003–04.
72. See supra note 20.
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transitions: (1) from the granting of relief against wrongs to tangible property to the granting of relief against the constitutional
wrong of enforcing an invalid law, and (2) from the development of
remedies without concern over the source of law to the federalization, and even constitutionalization, of those same forms of relief.73
B. Some Reflections
Generalizations are dangerous, but this one is probably far
from original. I believe that when legal academics, and especially
those who are not professional historians, turn to history as an aspect of their inquiry into a problem of current importance, they
tend to find in their investigations that history supports their personal values and preferences, or to put it more tactfully, their hypotheses. And I include myself to the extent I have dabbled as an
amateur in historical materials.74
It is understandable that an advocate, in attempting to persuade a court, would argue that history supports the position of his
client. Perhaps one can also understand that a judge is likely to find
what he hopes to find in order to support a result arrived at for
other reasons.75 Should we expect a scholar to be different, to start
without any preconceptions, or if she has any, to be quite willing to
abandon them if the evidence is not supportive? If we do expect a
scholar to be different, we should not be surprised when she admits
73. See Woolhandler, Common Law, supra note 33; Woolhandler, Patterns,
supra note 33. For more recent, informative scholarship bearing on this period, see
Purcell, supra note 54; Woolhandler & Collins, supra note 10.
74. See, e.g., Shapiro, supra note 3; David L. Shapiro, The Enigma of the Lawyer’s
Duty To Serve, 55 N.Y.U. L. REV. 735, 739–53 (1980). I do not concede that these
and other historical inquiries that I have made reached erroneous conclusions,
only that the conclusions reached tended to support my original hypotheses.
75. Such accusations are not uncommon. In one of the earliest, Mark De
Wolfe Howe wrote: “[O]nly within recent years have the justices who have discovered and embraced the solacing simplicities [of historical adjudication] endeavored to persuade us that a careful reading of history confirms their confidence.”
Mark De Wolfe Howe, Split Decisions, N.Y. REVIEW OF BOOKS (July 1, 1965), at 17. In
this effort, he continued, the Justices “have at least taught us that a selective interpretation of history can provide much satisfaction to the interpreter.” Id.
For a recent, especially virulent example of a similar accusation, see William
G. Merkel, The District of Columbia v. Heller and Antonin Scalia’s Perverse Sense of
Originalism, 13 LEWIS & CLARK L. REV. 349 (2009). In criticizing the decision in
District of Columbia v. Heller, 554 U.S. 570 (2008) (upholding an individual’s “right
to bear arms” under the Second Amendment), Merkel claims the decision demonstrates that “clever result-oriented jurists are quite capable of ignoring the overwhelming weight of the evidence in order to justify striking down legislation based
on a constitutional understanding that did not exist when the constitutional text
was ratified.” Merkel, supra, at 355.
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that the evidence supports a conclusion she would have preferred
not to reach. But I believe we are.
I am not arguing, nor do I believe, that there is no external
reality—no truth waiting to be found if only we had the skill and
objectivity to find it; I assert only that we tend to see that reality
through the prism of our own preferences, especially when we are
using the past to support an argument about how to deal with the
present. Moreover, I am convinced that this frailty is given strength
by the almost inevitable ambiguity of the raw materials themselves,
by the almost infinite expansiveness of those materials, and by the
difficulty of fully understanding—not just intellectually but emotionally—the context in which the materials had their origin.
Applying these airy thoughts to the range of views about Young,
I find that several issues of current importance are implicated by
one’s version of the Young story. First, Young raises the question
whether state courts should be the principal recourse not only for
the protection of state interests but also for the vindication of federal rights.76 Those who would answer in the affirmative tend to
narrow their view of the holding and rationale of Young, while those
who would answer in the negative, and who favor accessibility to
federal courts for protection, tend to view Young as firmly setting us
on a course that recognized a federal cause of action both to prevent state officials from violating their federal obligations and to
require their compliance.
This disagreement has a further dimension. At one level, it
concerns only the question of whether the federal courts, when acting without legislative direction, should use an expressly recognized
or implicit common law authority to recognize such a cause of action.77 This question has in part been mooted by the twentieth century recognition of a legislative mandate embodied in 42 U.S.C.
76. This position—that state courts should be the principal recourse—is
made somewhat more difficult to defend by the decision in Alden v. Maine, 527
U.S. 706 (1999), discussed supra note 25.
77. One reflection of the debate on that question is the current division in
the Supreme Court over the reach of the Bivens doctrine. See Bivens v. Six Unknown Named Agents, 403 U.S. 388 (1971) (authorizing damages actions against
federal officers for violation of constitutional rights although no such remedy is
expressly prescribed by statute); see generally HART & WECHSLER, supra note 26, at
733–42 (describing the early growth and more recent constriction of the doctrine,
and noting that Justice Scalia, in a concurrence joined by Justice Thomas in Correctional Services Corp. v. Malesko, 534 U.S. 61, 75 (2001), characterized the Bivens decision as “a relic of the heady days in which this Court assumed common-law powers
to create causes of action”).
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§ 1983,78 but only “in part” because the section has been construed
to preserve the sovereign immunity of the states even in instances in
which Congress has the power, in the view of the current Court, to
abrogate that immunity.79 On another level, the debate extends beyond the question of whether the federal courts can or should act
without the benefit of Congress, to the question of whether the federal government can act at all, given that state sovereign immunity,
with some anomalous and criticized exceptions,80 has been accorded constitutional status.81
There is another, and in my view even more fundamental, disagreement between those who see Young as a relatively narrow decision rendered on relatively narrow grounds and those who tell a
significantly broader version of the story. And that disagreement
involves the nature and consequences of the protections in the
Constitution against both federal and state governmental intrusion.
John Harrison, in a brief discussion in his conclusion, summarizes it
perfectly. Constitutional rules limiting government, he tells us, have
their own remedial apparatus: “invalidity and nothing more,”82 not
damages and not injunctive relief. And Young does not contain any
implication to the contrary since the anti-suit injunction “rested on
78. Congress has provided a broad range of remedies against any “person
who, under color of” state law, “subjects, or causes to be subjected” any other person to the deprivation of any federal right, privilege, or immunity. See 42 U.S.C.
§ 1983 (2006). The availability of such remedies has been significantly expanded
in a line of decisions beginning with Monroe v. Pape, 365 U.S. 167, 172 (1961). See
supra note 26.
79. See Will v. Mich. Dept. of State Police, 491 U.S. 58 (1989) (holding that a
“person,” in the language quoted in 42 U.S.C. § 1983 does not include the state or
its agencies).
80. Perhaps the most notable exception, allowing abrogation in legislation
enacted pursuant to the power conferred by Amendment XIV, Section 5, was laid
down in Fitzpatrick v. Bitzer, 427 U.S. 445, 456 (1976). For criticisms of this exception on different grounds, see John Harrison, State Sovereign Immunity and Congress’s
Enforcement Powers, 2006 SUP. CT. REV. 353, 399–400, and Daniel J. Meltzer, The
Seminole Decision and State Sovereign Immunity, 1996 SUP. CT. REV. 1, 20–24. For
discussion of several other exceptions, see HART & WECHSLER, supra note 26, at
884–85, 924–27.
81. Any doubts on this score were resolved in Seminole Tribe v. Florida, 517 U.S.
44, 72 (1996) (holding that the “principle of state sovereign immunity embodied
in the Eleventh Amendment” bars a suit to enforce a state’s federal statutory duty
to negotiate in good faith with an Indian tribe toward the formation of a compact).
The Court went on in Alden v. Maine, 527 U.S. at 713, to make clear that the
constitutional status of sovereign immunity existed separate and apart from the
jurisdictional limitation imposed by the Eleventh Amendment. See supra note 25.
82. Harrison, supra note 2, at 1020.
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ordinary principles of equity.”83 Rules about power should not be
transformed into rules about duty. And of course, those who seek to
do exactly that—rely on the Constitution as a basis for the formulation of legally enforceable duties—see Young as strong support for
the opposite view. As a result of that difference in perspective, Harrison views Edelman as a questionable expansion of constitutional
jurisprudence, while others view the case as at least a significant
roadblock in the path of an evolving doctrine of the protection of
federal rights.
One further note about the consequences of attaching iconic
status to a decision that may not be entitled to such praise, or
blame, is in order. Its supporters tend to invoke it, and its critics to
decry it, when it simply cannot bear the weight it is asked to carry.
Thus in the recent symposium on the case, David Sloss uses it as
support for the existence of a constitutional right to a treaty preemption defense in a criminal action84—an argument that may find
some support in Marbury v. Madison,85 but comes up empty from
the well of Young. And in his assault on Young in the same symposium, James Leonard begins by asking whether a state should be
required to spend its limited resources to implement a federal
court order to educate illegal aliens or instead to implement a state
law requiring reduction of the student-teacher ratio in public
school classes86—a rhetorical question that is far more appropriately addressed to those cases explicitly authorizing affirmative relief (like Edelman 87 ) than to Young.
IV.
A MODEST PROPOSAL88
One way of testing the significance of Young is to ask whether it
would have to be overruled either to grant a particular form of requested relief or to hold that a particular form of relief is impermis83. Id. at 1022.
84. David Sloss, The Constitutional Right to a Treaty Preemption Defense, 40 U.
TOL. L. REV. 971 (2009).
85. 5 U.S. (1 Cranch) 137 (1803).
86. James Leonard, Ex parte Young and Hard Times, 40 U. TOL. L. REV. 889
(2009).
87. Edelman v. Jordan, 415 U.S. 651 (1974).
88. The phrase is part of the title of a famous satirical essay by Jonathan Swift
published anonymously in 1729, and entitled in full, A Modest Proposal: For
Preventing the Children of the Poor People of Ireland From Being a Burden to Their Parents
or Country, and for Making Them Beneficial to the Public. See JONATHAN SWIFT, A Modest
Proposal: For Preventing the Children of the Poor People of Ireland From Being a Burden to
Their Parents or Country, and for Making Them Beneficial to the Public, in SELECTIONS
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sible. There is surely a point at which the Supreme Court, in order
to reach a particular result, would have to overrule Young. Some
would view that “core” of Young quite narrowly—as limited to the
availability of injunctive relief against a government officer in accordance with then-accepted principles of equity. Even those who view
the decision more broadly, I suggest, would have difficulty arguing
that for the Court to deny affirmative relief (ordering an officer to
take action on behalf of the government the officer represents)
would require that the case be overruled.89 Nor would overruling
be required in order to decide that the Constitution itself cannot, at
least without the aid of statutory authority, furnish the basis of an
award of damages against an officer who causes injury as a result of
a violation of one’s constitutional rights.90
At the same time, Young does not foreclose such results. A decision like Young—one that drew attention at the time and that continues to be the source of discussion and debate—possesses a
capacity for growth well beyond its core, even though such growth
is far from assured and may well be stunted or even rolled back in
later years.91 And in fact the line of decisions of which Young is an
FROM THE PROSE OF JONATHAN SWIFT 229, 229 (1885). Suffice it to say here that
Swift’s proposal was far more extreme than mine.
89. I recognize that such a distinction may well be criticized as subject to manipulation. For example, a “negative” order may require a person to cease and
desist from refusing to build a bridge as required by the provisions of a (particular) contract. But I believe that even though this distinction, like most distinctions,
can be ridiculed, it still has a strong and valid core. Cf. David L. Shapiro, The Death
of the Up-Down Distinction, 36 STAN. L. REV. 465, 465–67 (1984) (attempting,
through satire, to make a similar point).
I recognize also that other pre-Young decisions may furnish a basis for arguing
in support of the authority to grant broad affirmative relief without specific statutory authorization, and even to grant relief in the form of payment from the Treasury. See, e.g., Roberts v. United States ex rel. Valentine, 176 U.S. 221 (1900);
Kendall v. United States, 37 U.S. (12 Pet.) 524 (1838). But those decisions do not
conflict with the argument in text that the questions are not governed by Young,
and in any event, they all involved instances of the use of traditional prerogative
writs available to courts of common law, especially the writ of mandamus. See supra
note 61.
90. There may be instances, however, where the Constitution itself mandates
a remedy, for example, with respect to the requirement of just compensation for
the taking of property. See First English Evangelical Lutheran Church v. Los Angeles County, 482 U.S. 304, 316 (1987), discussed in HART &WECHSLER, supra note
26, at 313, 867.
91. The idea that a court, while purporting to “follow” precedent, may radically expand or constrict it in subsequent decisions is developed in KARL N. LLEWELLYN, THE COMMON LAW TRADITION: DECIDING APPEALS 62–91 (1960). Though I
do not share Llewellyn’s rather extreme cynicism with respect to the role of precedent but believe instead that the core of virtually any holding is significant, I agree
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important member has given rise to holdings allowing both affirmative relief and damages against government officers at both the
state and federal level, without regard to the existence of statutory
authority and without regard to the doctrine of sovereign immunity.92 These developments are not without their critics, though,
both on the bench and in the academy.
All of which brings me to my proposal. Precedent has its place,
indeed in my view a most important place, and without it, and the
principles of stare decisis that come with it, I firmly believe that our
jurisprudence would be bereft.93 But it has its limits too, especially
for scholars. The controversy over the Young decision masks a more
fundamental controversy, which Young, in my view, does little to
resolve. That controversy, which has been addressed in later decisions, but which is far from settled by the oscillating views of the
Supreme Court, involves both the proper function of the Court and
the limits of congressional power. Should the Court, acting on its
own and without the aid of statute, be able to compel governmental
officers to act in ways not sanctioned by traditional rules of equity
or the common law (in its prerogative writs), or to order them to
pay damages for violations of constitutional prohibitions that do
not also fit into accepted categories of traditional tort law? And to
what extent is Congress limited in its ability to confer such power
on the courts?
A hypothetical may be helpful in illustrating some aspects of
these issues. Alpha Printing, a sole proprietorship, has for years
with him that precedent is quite malleable and can be substantially confined without being overruled. See David L. Shapiro, The Role of Precedent in Constitutional
Adjudication, 86 TEX. L. REV. 929, 931 (2008).
92. Thus, desegregation decrees having affirmative aspects, like decrees affecting penal institutions, have involved state as well as local entities. See, e.g., Hutto
v. Finney, 437 U.S. 678, 685–89 (1978) (upholding federal court decree requiring
state prison system to effectuate a variety of changes in prison conditions); Meredith v. Fair, 313 F.2d 534 (5th Cir. 1962) (holding state officer in contempt for
interfering with federal court order requiring admission of a student to a state
university), cert. denied, 372 U.S. 916 (1963); see generally ELAINE W. SHOBEN & WILLIAM MURRAY TABB, REMEDIES: CASES AND PROBLEMS 240–53 (1989) (dealing with
“structural injunctions”). And the line of cases beginning with Bivens v. Six Unknown Named Agents, 403 U.S. 388 (1971), authorizes damages awards against federal officers though, at least at the time of Bivens, there was no express or implied
statutory authority for the allowance of such awards. For a persuasive argument
that legislation postdating the Bivens decision has ratified the availability of civil
damages actions for violations of the Constitution, see James F. Pfander & David
Baltmans, Rethinking Bivens: Legitimacy and Constitutional Adjudication, 98 GEO. L.J.
117, 132–38 (2009).
93. See Shapiro, supra note 91.
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contracted with the Administrative Office of the United States
Courts (AO) for the printing of a variety of documents. A year ago,
the AO failed to renew the contract and contracted instead with
Beta Printing for the next four years. Alleging that the change of
printers was based solely on the fact that Alpha had recently printed
a book critical of the AO, Alpha brings a federal court action
against the responsible official for injuries allegedly resulting from
violation of its First Amendment rights and seeking (a) damages for
the losses incurred, and (b) an order requiring that, if Alpha is
qualified, it be awarded the next contract when the present contract expires. Assuming that the constitutional claim is at least a
colorable one, what obstacles, if any, exist to entertaining all or part
of the action?
Since the plaintiff seeks an affirmative order, and since I am
willing to assume, perhaps incorrectly, that the injury claimed does
not fit the mold of any traditional harm cognizable at law or in
equity, I hope I have persuaded you by now that, whatever one’s
view of Young, a court should not simply cite that decision as a basis
for entertaining any part of the action.94 Whether the case is
squarely governed by other precedent is not strictly relevant here.95
If there is no governing precedent, any debate among scholars
about the proper resolution of the hypothetical should treat Young
as a footnote at best and spend time focusing on the fundamental
questions of the role of the courts and of Congress with respect to
protection of the rights guaranteed in the Constitution and the
boundaries, if any, set by the doctrine of sovereign immunity. If
94. I also assume that there is no relevant federal statute authorizing the action. The judicial review provisions of the Administrative Procedure Act, 5 U.S.C.
§§ 701–06 (2006), exclude from their coverage “the courts of the United States”
(of which the AO is, I believe, a part), id. § 701(b)(1)(B), and also exclude an
action seeking “money damages” from the statutory waiver of sovereign immunity
and indispensable party defenses. Id. § 702. And for several reasons, the action is
not one within the scope of either the Federal Tort Claims Act, 28 U.S.C.
§ 1346(b) (2006), or the Tucker Act, 28 U.S.C. §§ 1346(a)(2), 1491(a)(1) (2006).
95. I do note, however, the Court’s consistent reluctance in recent years to
recognize a claim brought for damages on the basis of the Bivens decision. See
discussion supra note 92. Indeed, in a little-noticed passage in a recent decision
ordering dismissal of a Bivens complaint, the Court said: “[W]e assume without
deciding that respondent’s First Amendment claim is actionable under Bivens.” Ashcroft v. Iqbal, 129 U.S. 1937, 1947 (2009) (emphasis added). Moreover, I believe
that in addition to the problem of obtaining any form of affirmative relief against a
government official without statutory authorization for such relief, a court must
consider the contemporary applicability of In re Ayers, 123 U.S. 443 (1887), to a
case seeking an order requiring the entry or performance of a contract with the
government (as a remedy for unconstitutional action).
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there is other precedent that may control, the debate should certainly address that precedent and consider whether it is controlling,
and if it is, whether the precedent is sound and should be followed
or overruled. Judges may be bound by precedent (to varying degrees, depending on which court’s precedent is involved and on
which court a judge sits), but scholarly debates outside the courtroom are not, and those debates may well affect the future course
of decision.
In sum, I think it unfortunate that a scholar like Harrison (and
he is offered here only as an example) should devote all but the
concluding sentences of his article to the meaning of the Young
decision, and then, at the very end, let the real cat out of the bag:
his belief that, at least as a general rule, the sole consequence of a
constitutional limitation is “invalidity and nothing more.”96 It is that
contention that should be the focus of debate.
V.
CONCLUSION
In my early years as a teacher of Federal Courts, I used to suggest to students that when in doubt about the support for a particular position, especially one favoring the vindication of a federal
right in a federal court, they could always invoke Ex parte Young. I
was not consciously trying to be sarcastic, but I now realize that, like
others before and since, I was attaching an iconic status to the decision that it did not quite deserve. And that status has led still others
to a revisionism that gives the decision less significance than it deserves. Thus arguments about the case have become a proxy for a
more important debate: To what extent, if any, should federal law
(especially the Constitution) be available for use not only as a shield
against state action but as a sword, and to what extent should litigants be able to unsheathe that sword in a suit against a state or
local government, or its officers, in a federal court?
Young is certainly not irrelevant to that debate, but its significance should not be exaggerated. The most valuable scholarly studies of the decision, in my view, tell us more about how the decision
fits into its complex historical context than they do about whether
the decision supports a particular result in a controversial case arising in our own time.

96. Harrison, supra note 2, at 1020; see supra notes 81–82.
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INTRODUCTION
Since the early 1980s, the United States Patent and Trademark
Office (USPTO) has issued patents claiming human genes.1 By
* J.D. Candidate, May 2011, New York University School of Law; A.B. 2008,
Bowdoin College. Development Editor for the New York University Annual Survey of
American Law in 2010–11. I am grateful to Professor Frank Upham for his
comments on earlier drafts of this Note. All errors are mine.
1. See Gene Patents and Global Competition Issues: Protection of Biotechnology Under
Patent Law, GENETIC ENGINEERING AND BIOTECHNOLOGY NEWS, Jan. 1, 2006, available
at http://www.genengnews.com/articles/chitem.aspx?aid=1163&chid=0 (“In
1982, the United States Patent and Trademark Office (USPTO) issued the first
gene patent to Regents of the University of California for work carried out on the
construction of a plasmid contained in a bacterium and expression of genes for
chorionic somatomammotropin.”); Microorganism Containing Gene for Human
Chorionic Somatomammotropin, U.S. Patent No. 4,447,538 (filed Feb. 5, 1982)
(issued May 8, 1984).
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2005, approximately twenty percent of the human genome had
been patented.2 Unsurprisingly, the rise of human gene patents3
has garnered significant attention from the public, with a number
of critics denouncing the practice on various policy grounds.4
The policy critiques of gene patents break down into four general categories. The first and perhaps most basic criticism is that
patenting human life violates a categorical moral rule, regardless of
the consequences.5 Second, some argue that gene patents contribute to a “patent thicket” that puts unreasonable costs on “downstream” research.6 Third, others contend that gene patents have
unreasonably restricted access to genetic screening and other
2. See Kyle Jensen & Fiona Murray, Intellectual Property Landscape of the Human
Genome, 310 SCI. 239, 239 (2005).
3. The term “gene patent” is used throughout this Note to refer generically to
patent claims covering sequences of nucleic acids derived from naturally occurring
genetic material in humans, regardless of whether the patent claim only covers a
version of the naturally occurring sequence that has been purified and isolated,
i.e., separated from the other molecules with which it is found in nature. See discussion of biotechnology infra Part I.A.
4. See, e.g., DAVID KOEPSELL, WHO OWNS YOU? THE CORPORATE GOLD-RUSH TO
PATENT YOUR GENES (Michael Boylan ed., 2009).
5. One commentator summarized the common moral arguments against
gene patents as follows:
Essentially, opponents raise a plethora of moral arguments such as: it is morally wrong to allow the patenting of natural things that are created by God; it
is repugnant and contrary to public policy to commodify the human body and
nature; and DNA is humanity’s common property and, as such, it should not
be owned by private individuals.
Brian Zadorozny, Comment, The Advent of Gene Patenting: Putting the Great Debate in
Perspective, 13 SMU SCI. & TECH. L. REV. 89, 110 (2009). See also Patricia A. Lacy,
Comment, Gene Patenting: Universal Heritage vs. Reward for Human Effort, 77 OR. L.
REV. 783, 783 (1998) (“Except for one’s innermost thoughts, it is difficult to imagine what is closer to the core of our identity than our genes.”).
6. See Christopher M. Holman, The Impact of Human Gene Patents on Innovation
and Access: A Survey of Human Gene Patent Litigation, 76 UMKC L. REV. 295, 297–98
(2007) (“[S]ome have argued that the proliferation of gene patents threatens to
create a patent thicket that will render it difficult to conduct biomedical research,
or to pursue follow-on research subsequent to the initial discovery of a gene.”)
(citing Kyle Jensen & Fiona Murray, Intellectual Property Landscape of the Human Genome, 310 SCI. 239, 239–40 (2005); Michael A. Heller & Rebecca S. Eisenberg, Can
Patents Deter Innovation? The Anticommons in Biomedical Research, 280 SCI. 698, 701
(1998)). But see Melissa Wetkowski, Unfitting: Gene Patent Limitations Too Tight for
United States’ Biotechnology Innovation and Growth in Light of International Patenting
Policies, 16 SW. J. INT’L L. 181, 182 (2010) (“[G]ene patents do not interfere with
research on diagnoses and potential cures; in fact, they promote research and
cures.”).
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healthcare benefits of genetic research.7 Fourth, some argue that
gene patents appropriate information that is either already in the
public domain or would be brought to light without the incentive
of patent protection.8 A common thread through many of these
policy concerns is the notion that genes, although molecules, are
best thought of as units of information, and not as matter, because
genes act as means of storing and transmitting the basic blueprints
for life.9
Until recently, these policy critiques of gene patents had little
impact on the state of the law. The USPTO and the courts had accepted that not only the processes10 of biotechnology but also the
“products” of biotechnology (in this case, genes artificially reproduced through the application of biotechnology) were patentable
subject matter under the Patent Act.11 The Supreme Court, how7. See, e.g., Lori B. Andrews & Jordan Paradise, Gene Patents: The Need for
Bioethics Scrutiny and Legal Change, 5 YALE J. HEALTH POL’Y L. & ETHICS 403, 408
(2005) (“Gene patents can interfere with clinical adoption of genetic tests, potentially compromising the quality of testing by limiting the development of higher
quality and lower-cost alternative testing methods.”); Michael Crichton, Patenting
Life, N.Y. TIMES, Feb. 13, 2007, at A23 (“You, or someone you love, may die because
of a gene patent that should never have been granted in the first place.”).
8. See Rebecca S. Eisenberg, Re-Examining the Role of Patents in Appropriating the
Value of DNA Sequences, 49 EMORY L. J. 783, 795 (2000) (“Much DNA sequence
information is freely disclosed in the public domain, both by publicly funded
researches and by private firms. If a discovery is likely to be made and disclosed
promptly even without patent incentives, there is little point in enduring the social
costs of exclusionary rights.”).
9. See, e.g., id. at 797 (“DNA molecules may be thought of as a tangible storage
medium for information about the structure of proteins.”); Arti K. Rai, Intellectual
Property Rights in Biotechnology: Addressing New Technology, 34 WAKE FOREST L. REV.
827, 836 (1999) (“Although DNA is, obviously enough, a chemical compound, it is
more fundamentally a carrier of information.”).
10. The Patent Act allows patents on both products and processes. See 35
U.S.C. § 101 (2006) (allowing patents on any “process, machine, manufacture, or
composition of matter” when the other statutory requirements are met). The
scope of this Note is restricted to product patents on DNA, due in large part to the
fact that the processes behind gene discoveries have become standard lab procedures, largely ineligible for patent protection. See, e.g., In re Kubin, 561 F.3d 1351,
1356 (Fed. Cir. 2009) (commenting on the standard nature of gene discovery procedures); Brief for the United States as Amicus Curiae in Support of Neither Party
at 21, Ass’n for Molecular Pathology v. USPTO, No. 2010-1406 (Fed. Cir. Oct. 29,
2010), 2010 WL 4853320, at *21 (“The process of applying restriction enzymes to
select and extract a naturally occurring segment of DNA in the human genome
from its chromosomal environment (now well understood in the art) was undoubtedly patent-eligible when it was first conceived, and an improved process for doing
so may be the subject of a patent in the future.”).
11. 35 U.S.C. §§ 1–376 (2006).
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ever, has never addressed this question.12 In addition, the USPTO
and the courts had accepted that gene patents do not violate the
judge-made prohibition on patenting “laws of nature, natural phenomena, and abstract ideas,”13 a prohibition referred to in this
Note as the “natural products doctrine” because it is generally understood to prohibit patents on products of nature.14 USPTO policy
has been to allow gene patents as long as the sequences have been
“isolated and purified” (separated from the other molecules with
which they are found in nature),15 and the courts have generally
taken a similar view.16
Recent legal developments, however, threaten the patentability
of genes in the future. The Supreme Court’s 2007 decision in KSR
International Co. v. Teleflex Inc.17 called into question whether naturally occurring genes can meet the statutory non-obviousness requirement for patentability.18 Although not directly concerned with
gene patents, KSR altered the non-obviousness analysis by holding
that an invention can be unpatentably obvious if it is “obvious to
try” based on prior art.19 In In re Kubin,20 the Federal Circuit applied KSR to gene patents and held for the first time that a gene’s
sequence can be obvious if the prior art discloses the encoded protein and a method of identifying the corresponding gene.21
More recently, in a lengthy 2010 opinion by Judge Sweet, a federal district court invalidated patent claims on two human genes
believed to be important to screening for and understanding breast
12. See Intervet Inc. v. Merial Ltd., 617 F.3d 1282, 1293 (Fed. Cir. 2010) (Dyk,
J., concurring in part and dissenting in part) (“Neither the Supreme Court nor
this court has directly decided the issue of the patentability of isolated DNA
molecules.”).
13. Diamond v. Diehr, 450 U.S. 175, 185 (1981).
14. See infra Part I.C; see also Richard Seth Gipstein, The Isolation and Purification Exception to the General Unpatentability of Products of Nature, 4 COLUM. SCI. &
TECH. L. REV. 2, 2 (2003), http://www.stlr.org/cite.cgi?volume=4&article=2; Harold Thorne, Relation of Patent Law to Natural Products, 6 J. PAT. OFF. SOC’Y 23, 25
(1923).
15. See 66 Fed. Reg. 1092, 1093 (Jan. 5, 2001) (“Thus, an inventor’s discovery
of a gene can be the basis for a patent on the genetic composition isolated from its
natural state and processed through purifying steps that separate the gene from
other molecules naturally associated with it.”).
16. See, e.g., Amgen, Inc. v. Chugai Pharm. Co., 13 U.S.P.Q.2d 1737 (D. Mass.
1989), aff’d in part, vacated in part, 927 F.2d 1200 (Fed. Cir. 1991), cert. denied, 502
U.S. 856 (1991).
17. 550 U.S. 398 (2007).
18. See 35 U.S.C. § 103 (2006).
19. KSR, 550 U.S. at 419.
20. 561 F.3d 1351 (Fed. Cir. 2009).
21. See id. at 1360.
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and ovarian cancer.22 The case, Association for Molecular Pathology v.
USPTO 23 (hereinafter Myriad, after one of the patent holders, Myriad Genetics), broke with prior case law by holding that the gene
patents at issue violated the natural products doctrine and were
therefore not patentable subject matter under the Patent Act.24
This Note argues that neither Kubin nor Myriad represents the
appropriate judicial approach to the gene patent debate. The analysis in Kubin, although it displays an admirable rejection of formalism, is simply inconsistent with the text of the Patent Act and is not
fully supported by the Supreme Court’s opinion in KSR. Myriad,
though grounded in Supreme Court precedent, fails to provide a
workable test for applying the natural products doctrine. Further, it
reveals the extent to which that doctrine is untethered from any
textual basis. These flaws suggest that neither case offers the proper
analysis through which courts should engage the policy concerns
pervading the gene patent debate. If the outcomes in Myriad and
Kubin (the invalidation of gene patents) are to be defended as
more than judicial overreaching in an effort to address underlying
policy concerns, then they must be placed on more solid doctrinal
footing. The scholarly literature on gene patents contains two
modes of analysis that could serve this purpose: a novel interpretation of the Patent Act25 and a constitutional approach under the
Intellectual Property Clause26 (IP Clause).27 This Note examines
these alternatives.
This analysis yields three conclusions. First, the natural products doctrine, which was applied explicitly in Myriad, and perhaps
covertly in Kubin, has little basis in the text or history of the Patent
Act. Second, no meaningful advantage is gained by grounding the
doctrine in the Patent Act’s text; such an artificial construction
gives us no greater understanding of the policy issues driving the
22. See John Schwartz & Andrew Pollack, Judge Invalidates Human Gene Patent,
N.Y. TIMES, Mar. 23, 2010, at B1, available at http://www.nytimes.com/2010/03/
30/business/30gene.html.
23. 702 F. Supp. 2d 181 (S.D.N.Y. 2010).
24. See id. at 232.
25. See Linda J. Demaine & Aaron Xavier Fellmeth, Reinventing the Double Helix: A Novel and Nonobviousness Reconceptualization of the Biotechnology Patent, 55 STAN.
L. REV. 303 (2002).
26. See Oskar Liivak, Maintaining Competition in Copying: Narrowing the Scope of
Gene Patents, 41 U.C. DAVIS L. REV. 177 (2007) [hereinafter Liivak, Maintaining
Competition]; Oskar Liivak, The Forgotten Originality Requirement: A Constitutional Hurdle for Gene Patents, 87 J. PAT. & TRADEMARK OFF. SOC’Y 261 (2005) [hereinafter
Liivak, Forgotten Originality Requirement].
27. U.S. CONST. art. I, § 8, cl. 8.
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debate. Finally, if the natural products doctrine is to have legitimate
application to gene patents, its force and scope should be derived
from the constitutional mandate of the IP Clause, which instructs
us that the purpose of the patent monopoly is “[t]o promote the
Progress of . . . useful Arts,”28 i.e., to advance technological progress. Only by grounding the natural products doctrine in the IP
Clause can courts legitimately discriminate between policy concerns
that are relevant to the judicial inquiry, such as encouraging research and maintaining the public domain, and those that must be
left to the legislature, such as the morality of gene patents and their
effect on access to healthcare and diagnostic screening.
Part I gives a basic overview of genetics. It then surveys some of
the difficulties of applying the Patent Act to gene patents, focusing
on the provisions at issue in Kubin and Myriad. Part II considers
how Kubin and Myriad might fit within two alternative frameworks
from the scholarly literature on gene patents, one advocating a ban
on gene patents based in an alternative interpretation of the Patent
Act29 and the other proposing a limitation on the scope of gene
patent protection based on the constitutional restraints of the IP
Clause.30 Although both approaches are defensible, the Conclusion
suggests that greater clarity, coherence, and guidance would be offered by adopting an expressly constitutional approach to the gene
patent debate and, more broadly, the natural products doctrine.
I.
PATENT LAW APPLIED TO GENES
A. Genetics Overview
All living things store their biological blueprints in molecules
called polynucleotides.31 Polynucleotides come in two types, deoxyribonucleic acid (DNA) and ribonucleic acid (RNA). Genetic information is stored in these molecules based on the sequence of
four different nucleotide bases (referred to in shorthand as A, T, C,
28. Id.
29. See Demaine & Fellmeth, supra note 25.
30. See Liivak, Maintaining Competition, supra note 26; Liivak, Forgotten Originality Requirement, supra note 26.
31. To supplement the overview provided in this section, see generally JAMES
WATSON ET AL., MOLECULAR BIOLOGY OF THE GENE (6th ed. 2008); BRUCE ALBERTS
ET AL., MOLECULAR BIOLOGY OF THE CELL (4th ed. 2002). Some court opinions may
also be helpful. See, e.g., Ass’n for Molecular Pathology, 702 F. Supp. 2d at 192–210; In
re Fisher, 421 F.3d 1365, 1367–68 (Fed. Cir. 2005).
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and G).32 Nucleotide bases naturally bond together in pairs: A with
T and C with G.33 This complementary base paring is the foundation of crucial cellular processes, as well as the human imitations
and modifications of these processes we call biotechnology.
Groups of three consecutive nucleotides form codons. Some
codons code for one of twenty different amino acids that make up
proteins. Other codons do not code for an amino acid but indicate
the start or end of a coding sequence of DNA (i.e., a sequence that
gives the instructions for the creation of a protein). Because there
are only twenty amino acids but more than twenty possible codons,
there is more than one codon coding for some amino acids. This
redundancy is known as the degeneracy of the genetic code. While
the code is redundant, it is not ambiguous, meaning that each
codon codes for one and only one amino acid.34
Groups of consecutive codons make up genes. Each gene
codes for a sequence of amino acids that, when strung together,
form a protein. Not all of the codons in a gene, however, code for
amino acids in the resulting protein. Some codons, called introns,
do not correspond to an amino acid in the resulting protein, while
others, known as exons, do code for amino acids in the resulting
protein.
DNA is stored in a double helix, a double-stranded form in
which two complimentary strands of DNA are intertwined. The entire human complement of genes (the human genome) is spread
throughout forty-six separate strands of DNA known as chromosomes. During gene expression, enzymes open up the double helix
and transcribe a single-stranded RNA copy (mRNA), which is later
translated into a protein made of amino acids. During this process,
the non-coding introns are removed and only the exons dictate the
composition of the resulting protein.
Biotechnology capitalizes on base pairing to find, copy, isolate,
reproduce, and modify nucleotide sequences.35 Due to the degeneracy of the genetic code, a researcher cannot, in the abstract,
32. In the case of DNA, these bases are adenine (A), thymine (T), guanine
(G), and cytosine (C). In RNA, thymine is replaced by uracil (U).
33. For example, the sequence ATCTG would bond with the sequence
TAGAC.
34. By analogy, if nucleotides are the letters of the genetic language, then
codons are the words. Just as the English language has multiple words with the
same meaning, the genetic code has more than one codon with the same corresponding amino acid. Unlike the English language, however, each “word” in the
genetic code (each codon) has only one meaning.
35. For a helpful summary of the biotechnologies discussed in this paragraph,
see Figure 8-44 and the accompanying summary in WATSON, supra note 31, at 513.
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know the sequence of a gene based on the amino acid sequence of
the protein for which it codes. Using standard laboratory techniques, however, it is possible to find the corresponding gene when
even a small portion of the genetic sequence can be determined or
estimated from the amino acid sequence of the protein of interest.
This is accomplished by synthesizing a small piece of DNA, known
as a probe, that is likely (based on its sequence) to bind with the
DNA sequence in the genome that codes for the protein of interest.
After the gene of interest is located in the genome, its full sequence
can be determined. Standard techniques also make it possible to
create an isolated and purified copy of the gene of interest without
the other molecules (e.g., proteins) with which DNA is normally
associated in nature. A special copy of a gene, called a cDNA, can
also be produced. A cDNA excludes the non-coding introns normally found in the naturally occurring DNA sequence. A key common feature among all of these techniques is that, while they
modify the chemical structure of genetic material in some respects,
they all seek to maintain the informational content of genes as it
exists in nature.
These relatively new technologies, along with a host of other
technologies falling under the broad umbrella of biotechnology,
“hold the very real potential to have a substantial impact on the
welfare of almost every human on the planet.”36 Potential benefits
from biotechnology include diagnostic testing for hereditary diseases, more effective pharmaceuticals, and new heights in food production through genetically modified plants and animals.37 At the
same time, however, “[h]ow this genomic information is best harnessed for the greater good presents difficult questions touching
upon innovation policy, social policy, medical ethics, economic policy, and the ownership of what some view as our common
heritage.”38
36. John M. Golden, Biotechnology, Technology Policy, and Patentability: Natural
Products and Invention in the American System, 50 EMORY L.J. 101, 102 (2001).
37. See id. at 102–03.
38. Ass’n for Molecular Pathology v. USPTO, 702 F. Supp. 2d 181, 193
(S.D.N.Y. 2010). The stakes of the gene patent debate in particular are well illustrated by the facts underlying the Myriad litigation. In a blog post following Judge
Sweet’s decision, the ACLU characterized the ramifications of the decision as
follows:
This is a huge victory for women’s health and scientific freedom. . . . [I]t will
mean that the thousands of researchers and clinicians who have the ability to
conduct BRCA testing and provide results to women, will no longer be prohibited from doing so. This could well mean that the price of this test will come
down, making it accessible to many women for whom the current cost (Myriad
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B. Legal Overview
The basic requirements for patentability are found in sections
101, 102, and 103 of the Patent Act. The language of section 101
has been retained from the first American patent statute, authored
by Thomas Jefferson,39 while sections 102 and 103 were added in
1952 when the patent laws were added to the United State Code.40
Section 101 (“[i]nventions patentable”) indicates what subject matter is eligible for a patent (any “process, machine, manufacture, or
composition of matter”) and requires that patents only issue for inventions that are “new and useful.”41 Section 102 (“[c]onditions for
patentability; novelty and loss of right to patent”) stipulates, inter
alia, that the invention sought to be patented must not have been
previously known or practiced (i.e., it must be novel).42 Finally, section 103 (“[c]onditions for patentability; non-obvious subject matter”) requires that the claimed invention not be obvious to a person
of “ordinary skill” in the relevant field in light of prior inventions
and information available in the public domain.43 Thus, there are
four basic requirements for patentability: patentable subject matter,
utility, novelty, and non-obviousness.

charges over $3,000) is prohibitive. It would also mean that our six individual
women plaintiffs and the thousands of other women affected by hereditary
breast and ovarian cancer can more freely access critical information about
their own genetics, such as getting a second opinion before taking drastic preventative measures like mastectomy or having their ovaries removed.
Selene Kaye, Who Owns Your Genes? You Do., BLOG OF RIGHTS (Mar. 30, 2010, 5:18
PM), http://www.aclu.org/blog/free-speech-womens-rights/who-owns-your-genesyou-do.
39. See Diamond v. Chakrabarty, 447 U.S. 303, 308–09 (1980) (“The Patent
Act of 1793, authored by Thomas Jefferson, defined statutory subject matter as
‘any new and useful art, machine, manufacture, or composition of matter, or any
new or useful improvement [thereof].’ . . . Subsequent patent statutes in 1836,
1870, and 1874 employed this same broad language.”).
40. See Patent Act of 1952, Pub. L. No. 82-593, §§ 102–03, 66 Stat. 792, 797–98
(1952).
41. See 35 U.S.C. § 101 (2006).
42. Id. § 102. There are a number of separate requirements in section 102,
each of which acts as an independent bar to the granting of a patent. For example,
subsection (a) states that a claimed invention is not patent-eligible if “the invention was known or used by others in this country, or patented or described in a
printed publication in this or a foreign country, before the invention thereof by
the applicant for patent,” while subsection (c) prohibits a patent if the inventor
“has abandoned the invention.” Id. § 102(a), (c).
43. See id. § 103.
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The proper application of section 101’s utility requirement to
gene patents was once a source of controversy,44 but following the
USPTO’s adoption of new utility guidelines in 200145 and subsequent Federal Circuit case law applying these guidelines,46 this debate has largely subsided.47 It has also been suggested that gene
patents run afoul of the word “new” in section 101 or of section
102’s novelty requirement, but this is not the prevailing view.48
The Myriad and Kubin decisions dealt with the application of
section 101’s subject matter requirement and section 103’s non-obviousness requirement to gene patents. Therefore, these are the
patentability requirements on which this Note will focus.
C. Myriad and the Subject Matter Requirement
Section 101 states in its entirety that “[w]hoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the conditions and requirements of this title.”49 As discussed, the word “useful” imposes a utility requirement, while the word “new” is generally regarded as a
44. KALYAN C. KANKANALA, GENETIC PATENT LAW & STRATEGY 34 (2007) (commenting on the USPTO’s “response to the huge volume of patent applications
from the biotechnology industry for unknown DNA sequences that had no known
biological function”).
45. See 66 Fed. Reg. 1092 (Jan. 5, 2001) (giving notice of the adoption of
Utility Examination Guidelines).
46. See In re Fisher, 421 F.3d 1365, 1373 (Fed. Cir. 2005) (applying the utility
guidelines and holding that gene sequences that were mere “research intermediates that may help scientists to isolate the particular underlying proteinencoding genes and conduct further experimentation on those genes,” but which
lacked a “specific and substantial” use on their own, were not patentable under
section 101).
47. See, e.g., Ass’n for Molecular Pathology v. USPTO, 702 F. Supp. 2d 181,
228 n.50 (S.D.N.Y. 2010) (“The parties do not appear to dispute that isolated DNA
claimed in the patents-in-suit are ‘useful’ for purposes of § 101.”).
48. According to the Senate report accompanying the bill, “[s]ection 102, in
general may be said to describe the statutory novelty required for patentability,
and include, in effect, an amplification and definition of ‘new’ in section 101,”
thereby foreclosing the argument that the word “new” in section 101 has meaning
independent of section 102. S. REP. NO. 82-1979, at 6 (1952), reprinted in 1952
U.S.C.C.A.N. 2394, 2399. Nevertheless, Oskar Liivak, whose views are discussed at
greater length infra Part II.B, argues that 35 U.S.C. § 102(f), which states that “[a]
person shall be entitled to a patent unless . . . (f) he did not himself invent the
subject matter sought to be patented,” should be interpreted to bar patents on
products of nature, including genes. See Liivak, Forgotten Originality Requirement,
supra note 26, at 278–79.
49. 35 U.S.C. § 101 (2006).
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prelude to section 102’s novelty requirement. Less clear, however, is
what limitation, if any, is imposed by the phrases “invents or discovers” and “process, machine, manufacture, or composition.”50 In
other words, what limitations does section 101 put on the subject
matter of a patent and the manner of its derivation?
The Supreme Court has established a limitation on the subject
matter of patents that excludes “laws of nature, natural phenomena, and abstract ideas.”51 Neither the justification nor the statutory
basis, if any, for this exclusion has been totally clear.52 Justice
Breyer and Justice Stevens have both suggested that the exclusion
has a constitutional basis grounded in the IP Clause.53 In contrast,
Justice Kennedy has expressed the view that the excluded subject
matter is now covered by statutory stare decisis based on the doctrine’s 150-year history, regardless of whether the doctrine has a
viable hook in the statutory language.54
As the following discussion will make clear, the constitutional
origin of the prohibition on patenting laws of nature, natural phenomena, and abstract ideas is questionable as a historical matter.
Whether the Court’s prohibition on patenting nature can or should
be grounded in the Constitution will be explored further in Part
II.B.

50. Id.
51. Diamond v. Diehr, 450 U.S. 175, 185 (1981). See, e.g., Bilski v. Kappos, 130
S. Ct. 3218, 3226–30 (2010) (holding that a business method for hedging risk
could not be patented because it was not a “process” within meaning of section 101
but instead covered “abstract ideas”).
52. The notion that the natural products doctrine is grounded in the Patent
Act’s text is doubtful given that commentators cannot agree on which provisions
are implicated. Compare John M. Conley & Roberte Makowski, Back to the Future:
Rethinking the Product of Nature Doctrine as a Barrier to Biotechnology Patents (Part I), 85
J. PAT. & TRADEMARK OFF. SOC’Y 301, 307 (2003) (proposing section 101’s patentable subject matter requirement as “a legal hook on which to hang the varied, often
inchoate concerns about the rapid monopolization of the biological public domain”), with Michael A. Sanzo, Patenting Biotherapeutics, 20 HOFSTRA L. REV. 387,
391–92 (1991) (arguing that “[t]here is, in fact, nothing in the patent statute precluding the patenting of products of nature” and that “[t]o the extent that such
statements have a statutory basis, they are really contentions that inventions are
unpatentable because they lack novelty or are obvious”). Others have looked to the
Constitution’s IP Clause for guidance. See Gipstein, supra note 14, at ¶ 6 (“[I]t may
be preferable to disregard the statutory provisions altogether, and determine
whether an invention is a product of nature by conducting a constitutional
analysis.”).
53. See infra Part II.B.
54. See infra Part II.A.
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Precedent for Patenting Nature

The debate regarding the application of the subject matter requirement to biotechnology is often traced to the 1948 case, Funk
Brothers Seed Co. v. Kalo Inoculant Co.,55 in which the Supreme Court
rejected a patent on a combination of naturally occurring bacteria.
Although Funk Brothers was decided before the addition of sections
102 and 103 to the Patent Act in 1952, the tension between the
majority opinion and Justice Frankfurter’s concurrence encapsulates much of the doctrinal debate surrounding gene patents today
under section 101.
The patent at issue in Funk Brothers claimed, inter alia, a useful
combination of bacteria,56 the unique composition of which allowed growers to use a single mixture of inoculants for a variety of
crops.57 In rejecting the claim to the bacterial combination, the
Court emphasized that the patentee had not invented anything
new, but had merely repackaged nature’s handiwork. As the Court
explained:
[The patentee] does not create state of inhibition or of noninhibition in the bacteria. Their qualities are the work of nature. Those qualities are of course not patentable. For patents
cannot issue for the discovery of the phenomena of nature. . . .
The qualities of these bacteria, like the heat of the sun, electricity, or the qualities of metals, are part of the storehouse of
knowledge of all men. They are manifestations of laws of nature, free to all men and reserved exclusively to none. He who
discovers a hitherto unknown phenomenon of nature has no
claim to a monopoly of it which the law recognizes. If there is
to be invention from such a discovery, it must come from the
application of the law of nature to a new and useful end.58
Although the patentee’s combination was new as a practical
matter and useful for growing plants, the Court considered the patentee’s contribution to be a mere advance in the packaging of na55. 333 U.S. 127 (1948).
56. Id. at 128 n.1 (The patent claimed “[a]n inoculant for leguminous plants
comprising a plurality of selected mutually non-inhibitive strains of different species of bacteria of the genus Rhizobium, said strains being unaffected by each
other in respect to their ability to fix nitrogen in the leguminous plant for which
they are specific.”).
57. Id. at 131 (“There is, of course, an advantage in the combination. The
farmer need not buy six different packages for six different crops. He can buy one
package and use it for any or all of his crops of leguminous plants. And, as respondent says, the packages of mixed inoculants also hold advantages for the dealers
and manufacturers by reducing inventory problems and the like.”).
58. Id. at 130 (internal citations omitted).
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ture, which failed to “satisfy the requirements of invention or
discovery”59—language that remains in the statute today.60
Justice Frankfurter’s concurrence, in contrast, would have
steered clear of the majority’s broad language and decided the case
on narrower grounds. Although agreeing that the patent was invalid due to its failure to specify the precise combination of bacteria
claimed, Frankfurter objected that “[i]t only confuses the issue . . .
to introduce such terms as ‘the work of nature’ and the ‘laws of
nature,’” reasoning that “[e]verything that happens may be
deemed ‘the work of nature,’ and any patentable composite exemplifies in its properties ‘the laws of nature.’”61 Frankfurter pointed
out that the majority’s requirement that “[i]f there is to be invention from such a discovery, it must come from the application of
the law of nature to a new and useful end”62 was easily satisfied by
the combination of bacteria at issue. Despite Frankfurter’s objections, however, the decision continues to stand for the proposition
that nature is not patentable.
The Supreme Court’s next significant foray into the field was
the 1980 case Diamond v. Chakrabarty,63 which was also the first time
this issue was dealt with under the 1952 Patent Act. In Chakrabarty,
the Supreme Court considered whether “a live, human-made
micro-organism is patentable subject matter under 35 U.S.C.
§ 101.”64 At issue was a “human-made, genetically engineered bacterium . . . capable of breaking down multiple components of crude
oil.”65 One of Chakrabarty’s patent claims covered the bacterium
itself, as contrasted with the process of creating the organism.66 The
Court treated the question presented as “a narrow one of statutory
interpretation,” thus requiring that the Court “determine whether
respondent’s micro-organism constitutes a ‘manufacture’ or ‘composition of matter’ within the meaning of the statute.”67
59. Id. at 131–32.
60. Although Funk Bros. was decided before the 1952 Patent Act, the statutory
language applicable at the time was the same as that presently found in section
101. See Diamond v. Chakrabarty, 447 U.S. 303, 308–09 (1980) (“The Patent Act of
1793, authored by Thomas Jefferson, defined statutory subject matter as ‘any new
and useful art, machine, manufacture, or composition of matter, or any new or
useful improvement [thereof].’ . . . Subsequent patent statutes in 1836, 1870, and
1874 employed this same broad language.”).
61. Funk Bros., 333 U.S. at 135–36 (Frankfurter, J., concurring).
62. Id. at 130.
63. 447 U.S. 303 (1980).
64. Id. at 305.
65. Id.
66. Id. at 306.
67. Id. at 307 (quoting 35 U.S.C. § 101).
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In affirming the validity of the patent claim, the Court highlighted both the broad scope embraced by the 1952 Patent Act and
its relevant limits. As evidence of the Act’s broad scope, the Court
quoted both Committee Reports, which stated that the statutory
subject matter requirement encompasses “anything under the sun
that is made by man.”68 The Court reaffirmed, however, that “laws
of nature, physical phenomena, and abstract ideas have been held
not patentable.”69 To preserve this distinction, the Court distinguished Funk Brothers: “the patentee has produced a new bacterium
with markedly different characteristics from any found in nature
and one having the potential for significant utility. His discovery is
not nature’s handiwork, but his own; accordingly it is patentable
subject matter under § 101.”70
As one article noted, “[p]erhaps the most surprising aspect of
Chakrabarty, and the one with the most profound implications, is
that the Supreme Court construed section 101 of the 1952 Patent
Act to encompass living organisms.”71 As exemplified by Funk Brothers, the doctrine prior to the adoption of the 1952 Patent Act had
been that life was not patentable.72 The change of course in
Chakrabarty cannot be attributed to the adoption of new statutory
language, as the text of section 101 in the 1952 Patent Act dates
back to the first American patent statute.73 Thus, given that the
Court chose to preserve the prohibition against patents on natural
phenomena, Chakrabarty is probably best understood as the application of old doctrine to new facts.
The Court has never ruled on gene patents specifically, although it has denied certiorari on at least one occasion.74 In the
absence of a case refining the distinction between Funk Brothers and
68. Id. at 309 (quoting S. REP. NO. 82-1979, at 5 (1952), reprinted in 1952
U.S.C.C.A.N. 2394, 2399; H.R. REP. NO. 82-1923, at 6 (1952)).
69. Id. (collecting cases).
70. Id. at 310.
71. Demaine & Fellmeth, supra note 25, at 317.
72. The only exception to this rule was the limited protection Congress extended to unique asexually reproducing plants under the Plant Patent Act of 1930.
See 35 U.S.C. §§ 161–164 (2006).
73. See Diamond v. Chakrabarty, 447 U.S. 303, 308–09 (1980) (“The Patent
Act of 1793, authored by Thomas Jefferson, defined statutory subject matter as
‘any new and useful art, machine, manufacture, or composition of matter, or any
new or useful improvement [thereof].’ . . . Subsequent patent statutes in 1836,
1870, and 1874 employed this same broad language.”).
74. Genetics Inst. v. Amgen, Inc., 502 U.S. 856 (1991), denying cert. Amgen,
Inc. v. Chugai Pharm. Co., 927 F.2d 1200 (Fed. Cir. 1991).
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Chakrabarty, the USPTO and lower courts have been left to determine on which side of the divide gene patents fall.75
2.

The Purification Exception to the Natural Products Doctrine

An additional question central to the gene patent debate is
whether the act of purifying a natural substance, not patentable in
its natural form, renders the resulting substance patentable. There
is an abundance of case law holding that purified natural substances are not patentable, but there are also cases indicating that
purification can render a substance not only different in concentration but also different in kind from the natural form, at which point
it becomes patentable.76
Opponents of gene patentability often cite the 1874 case American Wood Paper Co. v. Fibre Disintegrating Co.,77 in which the Supreme
Court held that purified wood and vegetable pulp was not patentable because it was “an extract obtained by the decomposition or
disintegration of material substance” found in nature.78 The Court
reasoned that, although the inventor may have devised a new and
useful method of obtaining the substance, the substance itself had
not changed. Thus, “[a] process to obtain it from a subject from
which it has never been taken may be the creature of invention, but
the thing itself when obtained cannot be called a new manufacture.”79 This distinction between a natural substance and the manmade process used to extract or purify it was maintained in several
other cases dealing with, for example, a purified natural dye, the
removal of a natural fiber from a species of tree, and a purified
form of tungsten; the Supreme Court has not since ruled to the
contrary.80
75. The Court revisited the patentability of life in a case concerning whether
plants could be patented under the 1952 Patent Act in light of the more specific
provisions of the Plant Patent Act of 1930, 35 U.S.C. §§ 161–164, and the Plant
Variety Protection Act, 7 U.S.C. §§ 2321–31, 2351–57, 2371–72, 2401–04, 2421–27,
2441–43, 2461–63, 2481–86, 2501–04, 2531–32, 2541–45, 2561–70, 2581–83
(2006). See J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U.S. 124
(2001). The analysis in J.E.M. reaffirmed the line drawn by Chakrabarty, holding
that the more specific provisions of the Plant Patent Act did not restrict the scope
of patentable subject matter under section 101 of the 1952 Patent Act. See id. at
129–30.
76. See generally Gipstein, supra note 14.
77. 90 U.S. 566 (1874).
78. Id. at 570.
79. Id. at 593–94.
80. See Gen. Electric Co. v. De Forest Radio Co., 28 F.2d 641, 643 (3d Cir.
1928) (holding purified tungsten not patentable because “[i]t existed in nature
and doubtless has existed there for centuries. The fact that no one before [appli-
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In response, defenders of gene patentability point to instances
in which purified natural substances were granted patent protection. This exception to the natural products doctrine can be traced
back to Learned Hand’s 1911 decision in Parke-Davis & Co. v. Fibre
Disintegrating Co.,81 upholding a product patent on human adrenaline purified from the suprarenal glands. Prior to the advent of the
patentee’s claimed invention, it had been common to inject or consume a solution made from the dried and powdered glands, which,
although therapeutic, had dangerous side effects stemming from
the solution’s impurity.82 Through a process (for which he also was
issued a patent), the patentee had purified the active ingredient,
allowing him to sell a purer, and therefore safer, form of adrenaline.83 In evaluating the validity of the patent claims covering the
product, Judge Hand stated that “even if it were merely an extracted product without change, there is no rule that such products
are not patentable” and that “while it is of course possible logically
to call this a purification of the principle, it became for every practical purpose a new thing commercially and therapeutically.”84
In what might be considered the leading case for the proposition that purification renders a natural product patentable subject
matter, Merck & Co. v. Olin Mathieson Chemical Corp.,85 decided in
1958, the Fourth Circuit upheld a patent on a purified form of vitamin B12. Although the vitamin is found “in minute quantities in the
bodies of cattle,”86 the patentee claimed the B12 resulting from the
fermentation of Fungi, which he had discovered yielded a more
cant] found it there does not negative its origin or existence”); Ex parte Latimer,
1889 Dec. Comm’r Pat. 123, 125 (1889) (rejecting a patent on fiber removed from
a species of pine tree); Cochrane v. Badische Anilin & Soda Fabrik, 111 U.S. 293
(1884) (holding a man-made dye not patentable because of similarity to a naturally
occurring version, despite being brighter).
81. 189 F. 95 (C.C.S.D.N.Y. 1911).
82. Id. at 106.
83. Id.
84. Id. at 103. Hand elaborated as follows:
Everyone not already saturated with scholastic distinctions, would recognize
that [the patentee’s] crystals were not merely the old dried glands in a purer
state, nor would his opinion change if he learned that the crystals were obtained from the glands by a process of eliminating the inactive organic substances. The line between different substances and degrees of the same
substance is to be drawn rather from the common usages of men than from
nice considerations of dialectic.
Id.
85. 253 F.2d 156 (4th Cir. 1958).
86. Id. at 161.

\\jciprod01\productn\N\NYS\67-1\NYS115.txt

unknown

Seq: 17

4-MAY-11

10:41

2011] NATURAL PRODUCTS AND THE GENE PATENT DEBATE

111

therapeutically useful composition.87 The district court had held
that the product claims were invalid “upon the grounds that they
covered a ‘product of nature.’”88 The Fourth Circuit reversed, holding that the product claims did not cover pure vitamin B12 but only
the specific B12-active composition derived from the claimant’s fermentation process, thereby excluding “B12 compositions derived
from liver or any source other than the specified fermentates.”89
According to the court, the key difference between the two was that
the claimed product was “of very great therapeutic and commercial
importance,” as it could be “cheaply and abundantly produced and
all toxic and harmful substances eliminated.”90 In a manner reminiscent of Justice Frankfurter’s concurrence in Funk Brothers, the
Merck court reasoned that “[a]ll of the tangible things with which
man deals and for which patent protection is granted are products
of nature in the sense that nature provides the basic source materials”91 and denied that this created any barrier to patentability.92 In
other words, Merck held that the claimed vitamin composition, although similar to a version found in nature, was different in commercially significant ways and was therefore patentable.
While Parke-Davis and Merck remain influential, two things
should be kept in mind. First, these cases were decided neither by
the Supreme Court nor by the Federal Circuit, which has become
largely responsible for the development of patent law. Second, the
reasoning in both cases relied heavily on the enhanced utility of the
claimed product, without regard to whether it was also “new” pat87. Id. at 157–58.
88. Id. at 157 (citation omitted).
89. Id. at 160.
90. Id.
91. Id. at 161–62.
92. More specifically, the Merck opinion maintained that the natural products
doctrine was really nothing more than shorthand for the conclusion that a particular product was not patentable under the requirements of the Patent Act. Id. The
court broke down the natural products doctrine into two distinct propositions,
each of which it considered independently valid. First, the court stated that “a
patent may not be granted upon an old product though it be derived from a new
source by a new and patentable process.” Id. at 162. Second, “every step in the
purification of a product is not a patentable advance . . . if the new product differs
from the old ‘merely in degree, and not in kind.’ ” Id. Applying the first principle,
the Merck court distinguished American Wood Paper on the grounds that the B12
composition was not an old product produced by a new method, but in fact a “new
product” with “advantageous characteristics as to replace” the older form of treatment, which was to consume large amounts of liver in order to ingest the required
B12. Id. at 163. Applying the second principle, the court found that the B12 composition was not only more pure than the natural liver product, but it was in fact
different in kind because of its far superior practical application. Id. at 163–64.
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entable subject matter as required by section 101 or novel under
section 102. The Parke-Davis and Merck courts concluded that a natural substance that is purified to the point that it achieves a new
utility is ipso facto new, an interpretation that tends to erode the
independent meaning of the subject matter and novelty
requirements.
3.

The Purification Exception Applied to Gene Patents

Until recently, it was generally understood that patents on purified and isolated genes fit within the exception to the natural
products doctrine put forward in Parke-Davis and Merck. This, at
least, was the position of the USPTO as expressed in 2001,93 as well
as the conclusion of the District Court for the District of Massachusetts in the 1989 case Amgen, Inc. v. Chugai Pharmaceutical Co.,94
which was affirmed by the Federal Circuit without discussion of the
section 101 issue. The 2010 Myriad decision, however, broke this
pattern by holding that patents on naturally occurring genes, even
if the patents only claim isolated and purified sequences, are invalid
under section 101.95
In Amgen, the district court found that the purification exception to the natural products doctrine applied to gene patents.96
The case concerned the validity of a claim for the “purified and
isolated” DNA sequence encoding the human protein erythropoietin (EPO).97 The district court indicated that a patent on a human
gene as it exists in nature would be invalid, stating, “[t]he invention
claimed . . . is not as plaintiff argues the DNA sequence encoding
human EPO since that is a nonpatentable natural phenomenon
‘free to all men and reserved exclusively to none.’”98 The court
found that the claim was valid because it covered only the “‘purified and isolated’ DNA sequence encoding erythropoietin.”99 The
Federal Circuit affirmed the district court’s decision on this issue
without further discussion.100
93. See 66 Fed. Reg. 1092 (Jan. 5, 2001).
94. 13 U.S.P.Q.2d 1737 (D. Mass. 1989), aff’d in part, vacated in part, 927 F.2d
1200 (Fed. Cir. 1991), cert. denied, 502 U.S. 856 (1991).
95. Ass’n for Molecular Pathology v. USPTO, 702 F. Supp. 2d 181, 232
(S.D.N.Y. 2010).
96. Amgen, 13 U.S.P.Q.2d at 1759.
97. Id. at 1738, 1759.
98. Id. at 1759 (quoting Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980)).
99. Id.
100. See Amgen, Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1203 (Fed. Cir.
1991) (“We affirm the district court’s holding in all respects, except that we reverse
the court’s ruling that claims 1 and 3 of the ‘195 patent are enabled.”).
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The Notice accompanying the USPTO’s 2001 utility guidelines
(the Notice) contains reasoning similar to Amgen.101 In responding
to public comments on the guidelines, the USPTO explained why it
considered isolated and purified gene sequences patentable subject
matter. “Patent law,” the Notice stated, “provides no basis for treating DNA differently from other chemical compounds that are compositions of matter,”102 stressing that the hands of the USPTO were
tied by the statutory requirements of the Patent Act.103
The Notice outlined a fairly formalistic interpretation of section 101, under which purified and isolated gene sequences are
treated as “compositions of matter,” and flatly rejected the notion
that the patentability inquiry should focus on the informational
content of genes (i.e., their role as the basic unit of inheritance).
The Notice stated that, “[l]ike other chemical compounds, DNA
molecules are eligible for patents when isolated from their natural
state and purified or when synthesized in a laboratory from chemical starting materials.”104 The Notice drew a distinction between the
informational content of a gene, as represented by the sequence of
nucleotides, and the actual molecule itself, explaining that a DNA
sequence in the abstract “is not patentable because a sequence is
merely descriptive information about a molecule,” while “[a]n isolated and purified DNA molecule may be patentable because a molecule is a ‘composition of matter,’ one of the four classes of
invention authorized by 35 U.S.C. 101.”105
In 2010, Judge Sweet of the Southern District of New York
broke with precedent in holding that patent claims on two purified
and isolated genes were invalid under section 101.106 The plaintiffs
challenged the validity of patent claims covering two genes, BRCA1
and BRCA2, mutations in which had been found to correlate with
increased risk of breast and ovarian cancer. Although the plaintiffs
challenged the patents on both statutory and constitutional
grounds,107 Judge Sweet decided the case solely under the natural
101. 66 Fed. Reg. 1092, 1093 (Jan. 5, 2001).
102. Id. at 1095.
103. Id. (“The scope of subject matter that is eligible for a patent, the requirements that must be met in order to be granted a patent, and the legal rights that
are conveyed by an issued patent, are all controlled by statutes which the USPTO
must administer.”).
104. Id. at 1093.
105. Id. at 1095.
106. See Ass’n for Molecular Pathology v. USPTO, 702 F. Supp. 2d 181
(S.D.N.Y. 2010).
107. Id. at 184. The plaintiffs challenged the patents under the following
bases:
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products doctrine, construing the doctrine as a judicial gloss on section 101.
The court’s analysis treated Chakrabarty as the controlling Supreme Court precedent. Judge Sweet noted that the Court in that
case contrasted “the Chakrabarty bacterium with the bacterial mixture at issue in Funk Brothers, stating that in Chakrabarty’s case, ‘the
patentee has produced a new bacterium with markedly different
characteristics from any found in nature.’”108 Seizing upon this language,109 Sweet elucidated the requirement that an invention possess “markedly different characteristics” from a naturally occurring
substance in order to qualify as patentable subject matter.110
Using this test, Sweet determined that the isolated DNA sequences claimed by the defendants were not “markedly different”
from naturally occurring DNA sequences and therefore found the
patent claims invalid under section 101.111 The court’s reasoning
evaded the isolation and purification exception by focusing on the
informational content of the genetic sequences instead of their
chemical composition: “In light of DNA’s unique qualities as a physical embodiment of information,” Sweet explained, “none of the
structural and functional differences cited by Myriad between native BRCA1/2 DNA and the isolated BRCA1/2 DNA claimed in the
patents-in-suit render the claimed DNA ‘markedly different.’”112
The perseveration of DNA’s “defining characteristic”—the fact that
it coded for proteins—thus rendered the isolated sequences not
“markedly different” from the natural sequences, and therefore the
purification exception to the natural products doctrine did not
apply.113
(1) the Patent Act, 35 U.S.C. § 101 (1952), (2) Article I, Section 8, Clause 8 of
the United States Constitution, and (3) the First and Fourteenth Amendments
of the Constitution because the patent claims covered products of nature, laws
of nature and/or natural phenomena, and abstract ideas or basic human
knowledge or thought.
Id.
108. Id. at 223 (quoting Diamond v. Chakrabarty, 447 U.S. 303, 310 (1980)).
109. It was by no means clear that the phrase “markedly different” best captured the holding in Chakrabarty, as others have focused on the requirement that a
proposed invention be a “nonnaturally occurring manufacture or composition of
matter—a product of human ingenuity.” Conley & Makowski, supra note 52, at 303
(quoting Chakrabarty, 447 U.S. at 308–09); Golden, supra note 36, at 124 & n.118
(same).
110. Ass’n for Molecular Pathology, 702 F. Supp. 2d at 223.
111. Id. at 227–32.
112. Id. at 229.
113. Id. Judge Sweet distinguished Parke-Davis as a case about “novelty (a
modern-day § 102 question), and not of patentable subject matter” under modern-
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It appears that Judge Sweet’s position might have at least one
vote among the judges on the Federal Circuit. Judge Dyk, concurring in part and dissenting in part from an unrelated gene patent
dispute before the Federal Circuit on issues unrelated to patentable
subject matter, expressed skepticism that purified and isolated
genes are patentable subject matter.114 “It is far from clear,” Dyk
stated, “that an ‘isolated’ DNA sequence is qualitatively different
from the product occurring in nature such that it would pass the
test laid out in Funk Brothers and Chakrabarty.”115 Judge Dyk also
hinted at the policy concerns that might justify a prohibition on
gene patents: “[A]llowing the patenting of naturally occurring substances,” Dyk explained, might “preempt the use by others of substances that should be freely available to the public.”116
In contrast, Chief Judge Rader of the Federal Circuit has criticized Judge Sweet’s reasoning. In a statement that sparked a motion for his recusal in the ensuing appeal from Judge Sweet’s
decision,117 Rader said the following at an academic conference following the Myriad decision:
A troublesome question for me is the lack of legal standard for
making this decision. In an obviousness analysis, there are
some neutral steps that I can apply. But using Section 101 to
say that the subject matter is unpatentable is so blunt a tool
that there is no neutral step to allow me to say that there is a
line here that must be crossed and that this particular patent
claim crosses it or does not. . . . This approach is subjective,
and, to be frank, it’s politics. It’s what you believe in your soul,
but it isn’t the law.118
day section 101, and noted that the statement relied upon by Myriad was dicta. Id.
at 225. To distinguish Merck, the court noted that the Merck court found that “the
purified B12 was more than a ‘mere advance in the degree of purity of a known
product,’ ” such that the Merck court presumably would have found that the purified product was not just more pure, but in fact qualitatively different under
Sweet’s “markedly different” test. Id. at 227 (quoting Merck & Co. v. Olin Mathieson Chem. Corp., 253 F.2d 156, 164 (4th Cir. 1958)).
114. See Intervet Inc. v. Merial Ltd., 617 F.3d 1282, 1293–94 (Fed. Cir. 2010)
(Dyk, J., concurring in part and dissenting in part).
115. Id. at 1295.
116. Id. at 1294.
117. See Motion by Plaintiffs-Appellees for Recusal of Chief Judge Randall R.
Rader, Ass’n For Molecular Pathology v. USPTO, No. 2010-1406 (Fed. Cir. June 29,
2010), available at http://patentdocs.typepad.com/files/motion-for-recusal-ofchief-judge-rader.pdf.
118. Id. at 5 (quoting John T. Aquino, Finding Gene Patents Unpatentable Too
Blunt an Approach, Panelists Say, BNA’S PAT., TRADEMARK & COPYRIGHT J., May 14,
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Rader’s comments are noteworthy for two reasons. First, he
raised an important criticism of Sweet’s approach in Myriad. Although Sweet treated the “markedly different” language from
Chakrabarty as the section 101 test for patenting natural products,
the test doesn’t offer much guidance—how different is “markedly
different”?119 Second, Rader (who wrote for the Federal Circuit in
Kubin, in which the Federal Circuit found a gene patent obvious
under section 103120) drew a stark contrast between the section 103
obviousness limitation imposed on gene patents in that case and
the “blunt,” politically motivated section 101 subject matter approach in Myriad.
The following discussion of Kubin, however, gives reason to
doubt that the section 103 approach to the gene patent problem is
truly more objective and faithful to the statutory text and controlling precedents than the reasoning in Myriad.
D. Kubin and the Non-Obviousness Requirement
Besides Myriad, the most recent judicial event in the gene patent debate was the Federal Circuit’s 2009 decision in In re Kubin.121
The Kubin decision, written by Judge Rader, has also received criticism for stretching the meaning of the non-obviousness requirement found in section 103.
Section 103 promotes the aims of the patent system by prohibiting the patenting of inventions too obvious to warrant patent protection.122 Subsection (a) states:
2010, at 47). See discussion of In re Kubin and the non-obviousness requirement,
infra Part I.D.
119. The United States, in its amicus brief in Myriad’s appeal to the Federal
Circuit, took the intermediate position that while purified genomic DNA is not
patentable under Chakrabarty, Judge Sweet’s opinion “erroneously cast doubt on
the patent-eligibility of a broad range of man-made compositions of matter whose
value derives from the information-encoding capacity of DNA” such as “cDNAs,
vectors, recombinant plasmids, and chimeric proteins.” Brief for the United States
as Amicus Curiae in Support of Neither Party at 9, Ass’n for Molecular Pathology v.
USPTO, No. 2010-1406 (Fed. Cir. Oct. 29, 2010), 2010 WL 4853320. Whether the
distinction between purified genomic DNA and cDNA should be legally significant
is questionable, given that cDNA is created through standard laboratory procedures and serves the same protein-encoding function as genomic DNA. See Ass’n
for Molecular Pathology v. USPTO, 702 F. Supp. 2d 181, 198 (S.D.N.Y. 2010) (“Because it is derived from mRNA, a cDNA molecule represents an exact copy of one
of the protein coding sequences encoded by the original genomic DNA.”).
120. See In re Kubin, 561 F.3d 1351 (Fed. Cir. 2009).
121. Id.
122. See 35 U.S.C. § 103(a) (2006).
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A patent may not be obtained . . . if the differences between
the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains.123
It also states that “[p]atentability shall not be negatived by the manner in which the invention was made.”124
Prior to Kubin, the Federal Circuit applied a non-obviousness
standard to gene patents that focused on the structure of the
claimed sequence.125 In order for a claimed chemical, including
DNA, to be obvious, it had to be structurally similar in its chemical
composition to another chemical found in the prior art.126 Despite
the increasing availability of methods allowing researchers to use
the structure of a protein to locate the coding DNA sequence in the
genome,127 the Federal Circuit had held that the structure of a pu123. Id.
124. Id. Section 103(a) was added in 1952 in recognition of the reality that
both patent examiners and the courts had been rejecting patent claims “on the
ground of lack of invention or lack of patentable novelty . . . since at least as early
as 1850,” and in the hope that “an explicit statement in the statute may have some
stabilizing effect, and also to serve as a basis for the addition at a later time of some
criteria which may be worked out.” 35 U.S.C.A. § 103 (1952 Notes). The second
sentence of section 103 was included in order to clarify that “it is immaterial
whether [an invention] resulted from long toil and experimentation or from a
flash of genius.” Id. In other words, the test for inventiveness (i.e., non-obviousness) is not the proverbial “sweat of the brow.” The anticipated “criteria” for
non-obviousness were apparently never “worked out” by Congress.
Subsection (b), which was added in 1995, deals specifically with claims to a
“biotechnology process.” 35 U.S.C. § 103(b); Pub. L. No. 104-41, § 1(3) (1995)
(adding subsection (b) to section 103). The legislative history for this section evidences a concern with foreign competition and the ability of U.S. patent holders
to protect the processes by which useful therapeutics are produced. See 141 Cong.
Rec. S11201-03, S11207 (daily ed. Aug. 2, 1995) (statement by Sen. Hatch). Although interesting in its own right, subsection (b) does not bear directly on the
subject of this Note because it concerns the patentability of biotechnology
processes, and not the patentability of products such as purified and isolated gene
sequences.
125. See In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995); In re Bell, 991 F.2d 781
(Fed. Cir. 1993).
126. See Deuel, 41 F.3d at 1558; Bell 991 F.2d at 781.
127. See Rebecca S. Eisenberg, Pharma’s Nonobvious Problem, 12 LEWIS & CLARK
L. REV. 375, 403 (2008) (“In the early years of the biotechnology industry, isolating
a DNA sequence that encodes a known protein was a significant technological
challenge . . . . But over time, this became a routine step using familiar techniques
that scientists of ordinary skill would deploy with a reasonable expectation of success.”); Rai, supra note 9, at 834 (“[M]any biotechnology companies are seeking
patents on hundreds of thousands of DNA sequence fragments that they have
been able to isolate quickly through routine, automated methods.”).
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rified and isolated gene was not obvious simply because the structure of the encoded protein was known in the prior art. The
reasoning behind this approach was that the degeneracy of the
code meant that one could not be derived from the other without
conducting an experiment.128 Thus, prior to Kubin, “a DNA molecule [would] be determined to be obvious only if it [was] structurally similar to prior art products, even if one of skill in the art would
consider it obvious to obtain the DNA molecule using familiar prior
art methods.”129 The Supreme Court’s decision in KSR, however,
substantially undermined the Federal Circuit’s structural non-obviousness analysis, and KSR’s application to gene patents in Kubin
marks a significant shift in the Federal Circuit’s treatment of gene
patents,130 potentially opening the door for other challengers to
contest the validity of gene patents on similar facts.131
1.

KSR Clarifies the Non-Obviousness Requirement

KSR International Co. v. Teleflex Inc.132 arose out of Teleflex’s
claim that KSR had infringed Teleflex’s patent on an adjustable
128. See Deuel, 51 F.3d at 1558–59. The Deuel court reasoned as follows:
A prior art disclosure of the amino acid sequence of a protein does not necessarily render particular DNA molecules encoding the protein obvious because
the redundancy of the genetic code permits one to hypothesize an enormous
number of DNA sequences coding for the protein . . . [and t]he PTO’s focus
on known methods for potentially isolating the claimed DNA molecules is also
misplaced because the claims at issue define compounds, not methods.
Id. Thus, in the court’s view, “the existence of a general method of isolating cDNA
or DNA molecules is essentially irrelevant to the question whether the specific molecules themselves would have been obvious, in the absence of other prior art that
suggests the claimed DNAs.” Id. at 1559.
129. Amy Nelson, Obviousness or Inventive Step as Applied to Nucleic Acid Molecules: A Global Perspective, 6 N.C. J. L. & TECH. 1, 6 (2004); see also Michael J. Stimson, Is the Gene Patenting Party Over? Biotechnology Patents After In re Kubin, 28
BIOTECHNOLOGY L. REP. 329, 329 (2009) (“But even when the sequence of the
protein was known, as was the case in Bell and Deuel, the court held that the
structure of the nucleic acid was not obvious because it could not be derived from
the protein sequence.”).
130. While Kubin marks a significant shift in the Federal Circuit’s analysis, the
standard employed in Kubin was actually used in an earlier Federal Circuit case. See
In re O’Farrell, 853 F.2d 894, 903–04 (Fed. Cir. 1988).
131. Cf. Conley and Makowski, supra note 52, at 307 (writing before KSR that,
“[w]ith obviousness being an issue only in occasional contexts, and with patent
lawyers having adroitly solved problems of utility and the written description requirement, there is little basis in the text of the statute other than subject matter
for denying patents to cell lines, gene sequences, and the like”).
132. 550 U.S. 398 (2007).
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pedal assembly.133 KSR’s defense was that Teleflex’s patent was invalid for obviousness because it merely combined elements already
disclosed in the prior art.134 Applying the teaching, suggestion, or
motivation (TSM) test, the Federal Circuit held that the patent
claim was not obvious under section 103.135
The Supreme Court reversed, rejecting the TSM test, at least as
applied by the Federal Circuit,136 and gave an explanation of the
history and proper application of section 103 grounded in the
Court’s holding in the 1966 case Graham v. John Deere Co. of Kansas
City.137 Writing for the Court, Justice Kennedy noted that the analysis found in Graham originated with the nineteenth-century case
Hotchkiss v. Greenwood,138 which advocated a “functional approach”
to patentability and “invited courts, where appropriate, to look at
any secondary considerations that would prove instructive.”139 In
contrast, Kennedy characterized the TSM test employed by the Federal Circuit as “rigid.”140 In rejecting the TSM test, at least as applied below, Kennedy emphasized that the proper analysis under
section 103 predates the 1952 Act. “Neither the enactment of § 103
nor the analysis in Graham,” Kennedy explained, “disturbed this
Court’s earlier instructions concerning the need for caution in
granting a patent based on the combination of elements found in
133. Id. at 406 (The patent claimed “a mechanism for combining an electronic sensor with an adjustable automobile pedal so the pedal’s position can be
transmitted to a computer that controls the throttle in the vehicle’s engine.”).
134. Id.
135. Id. at 407. Under the TSM test, a claim is “only proved obvious if ‘some
motivation or suggestion to combine the prior art teachings can be found in the
prior art, the nature of the problem, or the knowledge of a person having ordinary
skill in the art.’ ” Id. (quoting Al-Site Corp. v. VSI Int’l, Inc., 174 F.3d 1308,
1323–24 (Fed. Cir. 1999)).
136. Id.
137. Graham v. John Deere Co. of Kan. City, 383 U.S. 1 (1966). In Graham,
the Court laid out the following section 103 framework:
Under § 103, the scope and content of the prior art are to be determined;
differences between the prior art and the claims at issue are to be ascertained;
and the level of ordinary skill in the pertinent art resolved. Against this background the obviousness or nonobviousness of the subject matter is determined. Such secondary considerations as commercial success, long felt but
unsolved needs, failure of others, etc., might be utilized to give light to the
circumstances surrounding the origin of the subject matter sought to be
patented.
Id. at 17–18.
138. 52 U.S. (11 How.) 248 (1851).
139. KSR, 550 U.S. at 415.
140. Id.
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the prior art.”141 Thus, Kennedy reaffirmed that “[t]he combination of familiar elements according to known methods is likely to
be obvious when it does no more than yield predictable results.”142
KSR not only rejected the rigid application of the TSM test, but
also explicitly endorsed the “obvious to try” standard previously rejected by the Federal Circuit in favor of an approach based on
structural similarity.143 Kennedy explained that a claimed invention
could be “obvious to try” and hence invalid under section 103
“[w]hen there is a design need or market pressure to solve a problem and there are a finite number of identified, predictable solutions,” such that “a person of ordinary skill has good reason to
pursue the known options within his or her technical grasp.”144 In
such cases, the claimed invention is “likely the product not of innovation but of ordinary skill and common sense.”145
The situation Kennedy described is arguably a close fit with
many gene discoveries today and commentators anticipated that
KSR would have great significance for gene patents.146 These predictions were vindicated by the Federal Circuit’s decision in In re
Kubin.147
2.

Kubin Applies KSR to Gene Patents

In re Kubin 148 involved an appeal from the rejection of appellants’ claim to the nucleotide sequence encoding a protein called
Natural Killer Cell Activation Inducing Ligand (NAIL) on section
103 grounds. NAIL is a protein that may be important to regulating
tumor- and virus-fighting functions.149
Writing for the court, Chief Judge Rader found the claim in
Kubin obvious in light of an earlier patent (Valiante) disclosing the
existence of NAIL and a standard laboratory manual (Sambrook)
detailing a method of gene discovery when the encoded protein is
141. Id.
142. Id. at 416 (citing Great Atl. & Pac. Tea Co. v. Supermarket Equip. Corp.,
340 U.S. 147, 152 (1950)).
143. See In re Deuel, 51 F.3d 1552, 1559 (Fed. Cir. 1995) (“ ‘Obvious to try’ has
long been held not to constitute obviousness.”).
144. KSR, 550 U.S. at 421.
145. Id.
146. See Kate M. Lesciotto, Note, KSR: Have Gene Patents Been KO’d? The NonObviousness Determination of Patents Claiming Nucleotide Sequences When the Prior Art
Has Already Disclosed The Amino Acid Sequence, 86 WASH. U. L. REV. 209, 213 (2008);
Eisenberg, supra note 127, at 379.
147. 561 F.3d 1351 (Fed. Cir. 2009).
148. Id.
149. Id. at 1352.
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known.150 While the court recognized that Valiante disclosed
“neither the amino acid sequence [of NAIL] nor the polynucleotide sequence” encoding NAIL, the court nevertheless concluded
that the standard techniques described in Sambrook allowed a person of ordinary skill in the field to discover the nucleotide sequence
for the protein described in Valiante.151
Rader did not purport to rest this conclusion, however, on the
fact that standard laboratory techniques were in fact used by appellants. The court stated that “any putative difference in Valiante’s/
Sambrook’s and appellants’ processes does not directly address the
obviousness of [the claim], which claims a genus of polynucleotides.”152 Thus, it was the nucleotide sequence itself that was
claimed and was found to be obvious, not the method employed to
discover it.
Relying on the Supreme Court’s decision in KSR, the court
held that, in certain situations, a skilled artisan’s ability to combine
elements of prior art renders the discovery obvious.153 Thus, Rader
stated that “[i]nsofar as Deuel implies the obviousness inquiry cannot consider that the combination of the claim’s constituent elements was ‘obvious to try,’ the Supreme Court in KSR
unambiguously discredited that holding.”154

150. Id. at 1354. The Valiante patent was U.S. Patent No. 5,688-690, and the
laboratory manual was 2 JOSEPH SAMBROOK ET AL., MOLECULAR CLONING: A LABORATORY MANUAL, 43–48 (2d ed. 1989).
151. Kubin, 561 F.3d at 1360 (“The record shows that the prior art teaches a
protein of interest, a motivation to isolate the gene coding for that protein, and
illustrative instructions to use a monoclonal antibody specific to the protein to for
cloning this gene.”).
152. Kubin, 561 F.3d at 1356 (emphasis in original).
153. Id. at 1359.
154. Id. at 1358. The court was careful to lay out the proper application of the
“obvious to try” standard. Relying on distinctions originally set out by the Federal
Circuit in In re O’Farrell, 853 F.2d 894 (Fed. Cir. 1988), the court delineated two
impermissible applications of “obvious to try.” In the first situation, “where a defendant merely throws metaphorical darts at a board filled with combinatorial prior
art possibilities, courts should not succumb to hindsight claims of obviousness.”
Kubin, 561 F.3d at 1359. In other words, luck in the face of great uncertainty
should not be confused with obviousness. In the second situation, “what was ‘obvious to try’ was to explore a new technology or general approach that seemed to be
a promising field of experimentation, where the prior art gave only general guidance as to the particular form of the claimed invention or how to achieve it.” Id.
at 1359 (quoting O’Farrell, 853 F.2d at 903). Here, too, the court urged caution,
lest hindsight bias be confused with obviousness.
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Kubin has received considerable critical attention.155 A Note by
Rebecca Hays questioned “to what extent the holding of KSR translates to biotechnology” and argued that the Federal Circuit should
have applied “industry-tolerant obviousness standards” custom-tailored for biotechnology.156 Central to Hays’ argument is that Kubin
got the science wrong: “Due to degeneracy of the code the amino
acid sequence of a protein does not give a read of the parent gene
sequence.”157 Hays also argues that Kubin is in conflict with the text
of section 103, which states that “[p]atentability shall not be negatived by the manner in which the invention was made.”158 Thus,
Hays argues, “the focus of an obviousness inquiry should be the
product of the inventive effort, not the means employed by the inventor”159—essentially, the structural approach employed prior to
Kubin.160
Another criticism of Kubin is that O’Farrell, on which the Kubin
court in part relied, is inapposite because O’Farrell involved process
claims, not product claims.161 It would have made sense to consider
the method used to obtain the sequence at issue in Kubin if the
claim had been for the process, and not for the isolated and purified gene itself, but this was not the case. The Kubin court purported to find the sequence itself obvious, but what it really found
was that the method for obtaining the sequence was obvious.
Finally, the result in Kubin is not clearly supported by KSR. In
KSR, two mechanical elements found in the prior art were literally
155. See, e.g., Stimson, supra note 129; Rebecca Hays, Note, Biotechnology Obviousness in the Post-Genomic Era: KSR v. Teleflex and In re Kubin, 10 MINN. J. L. SCI. &
TECH. 801 (2009); Warren D. Woessner & Tania A. Shapiro-Barr, In re Kubin:
Federal Circuit Ignores Principles of Structural Obviousness in Applying “Obvious to Try”
Test, PAT. STRATEGY & MGMT., July 2009, at 1.
156. Hays, supra note 155, at 803, 824, 833. The court in fact rejected the
suggestion that biotechnology should categorically be treated differently from
other fields. Kubin, 561 F.3d at 1360 (“This court cannot, in the face of KSR, cling
to formalistic rules for obviousness, customize its legal test for specific scientific
fields in ways that deem entire classes of prior are teachings irrelevant, or discount
the significant abilities of artisans of ordinary skill in an advanced area of art.”).
157. Hays, supra note 155, at 813. To drive the point home, Hays notes that in
Bell “the claimant calculated 1036 potential coding sequences” for the protein at
issue. Id. at 813 n.63. Others disagree with the relative scientific merits of the structural approach to obviousness. See Rai, supra note 9, at 836 (arguing that while
structural similarity is a good measure of obviousness for other chemicals, DNA
should be treated differently because of its function as “a carrier of information”).
158. Hays, supra note 155, at 828 (quoting 35 U.S.C. § 103(a) (2006)).
159. Id. at 829.
160. See In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995); In re Bell, 991 F.2d 781
(Fed. Cir. 1993).
161. See Woessner & Shapiro-Barr, supra note 155, at 2.
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joined together to create a new, but obvious, mechanical device.162
Kubin, in contrast, involved a combination of a known fact (a protein of interest) and a known technique (a method to locate the
gene corresponding to a known protein).163 The two situations are
not truly analogous, and as a result the analysis in Kubin focused on
the mode of invention (despite the court’s statement to the contrary) while the analysis in KSR focused on the constituent parts of
the resulting invention.
What are we to make of Kubin if it is inconsistent with the text
of section 103 and not clearly supported by either O’Farrell or KSR?
Similarly, what should we make of Judge Sweet’s decision in Myriad,
which takes certain liberties with both the text of section 101 and
the Supreme Court’s decision in Chakrabarty
II.
ALTERNATIVE FRAMEWORKS
If the outcomes in Kubin and Myriad are not clearly supported
by the Patent Act’s text, how, if at all, can these opinions be defended as legally sound? The following sections approach the question through two different lenses. The first section considers
whether the decisions can be supported by a reinterpretation of the
Patent Act, an approach to the gene patent problem advanced by
professors Linda J. Demaine and Aaron Xavier Fellmeth.164 The
second section asks whether increased attention to the constitutional limits imposed by the IP Clause, as advocated by professor
Oskar Liivak,165 would better justify the outcomes in Kubin and Myriad.166 While either approach offers a plausible justification for the
outcomes in these cases, the constitutional analysis offers a clearer
guiding principle.
A. A Statutory Approach
Both Kubin and Myriad are ostensibly based on provisions of
the Patent Act. Although the statutory analysis in these cases is a
stretch, the outcome in both cases might be justified by the judgemade natural products doctrine. Despite the absence of any explicit
162. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 409–10 (2007).
163. In re Kubin, 561 F.3d 1351, 1360 (Fed. Cir. 2009).
164. Demaine & Fellmeth, supra note 25.
165. See Liivak, Forgotten Originality Requirement, supra note 26; Liivak, Maintaining Competition, supra note 26.
166. The articles setting forth these alternative approaches predated the decisions in Kubin and Myraid; the goal here is to see to what degree their theories are
helpful in understanding and rationalizing subsequent developments in the field.

\\jciprod01\productn\N\NYS\67-1\NYS115.txt

124

unknown

Seq: 30

NYU ANNUAL SURVEY OF AMERICAN LAW

4-MAY-11

10:41

[Vol. 67:95

authorization for such a doctrine in the text of the Patent Act, Justice Kennedy has suggested that the prohibition is now protected by
statutory stare decisis: “While these exceptions are not required by
the statutory text, they are consistent with the notion that a patentable process [or product] must be ‘new and useful.’ And, in any
case, these exceptions have defined the reach of the statute as a
matter of statutory stare decisis going back 150 years.”167 Thus, Kennedy admits that the natural products doctrine is not mandated by
the Patent Act’s text, but argues that the doctrine should be
couched in section 101 terms, as was done in Myriad.168
Professors Demaine and Fellmeth take this statutory approach
a step further by arguing that Congress actually intended to exclude products of nature when passing the 1952 Patent Act. The
authors argue that the prevailing application of the Patent Act erroneously disregards the “invention requirement” that existed in case
law prior to the Act’s adoption in 1952 and that Congress intended
to codify in the Act, thereby allowing patents on genes and other
natural products in contravention of the legislative intent.169 This
effort by Demaine and Fellmeth to reinterpret the Patent Act’s application to genes is relevant here not only in light of the possibility
167. Bilski v. Kappos, 130 S. Ct. 3218, 3221 (2010) (Kennedy, J.) (citing Le
Roy v. Tatham, 14 How. 156, 174–75 (1853)). Although Bilski dealt with the patentability of a process, and not a composition of matter, the Court quoted a product
case for its statement of the doctrine, which applies in both contexts. See id. (quoting Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980)).
168. Ass’n For Molecular Pathology v. USPTO, 702 F. Supp. 2d 181, 222–322
(S.D.N.Y. 2010).
169. Demaine & Fellmeth, supra note 25, at 384–85. Confusingly, Demaine
and Fellmeth use the word “invention” as shorthand for the line of cases, including
Funk Bros. and Chakrabarty, generally associated with the subject matter requirement under section 101, while others use “invention” as shorthand for the cases
leading to the modern-day nonobviousness requirement under section 103. Demaine and Fellmeth outline the doctrine as follows:
Beginning with the founding of the U.S. patent system in 1790, it has been a
homily of patent law that naturally occurring phenomena are not patentable
subject matter, both for reasons of policy and because such discoveries fail to
fulfill the essential requirement of a creative or ingenious mental step. This
requirement of ingenuity became manifest in a judicially crafted requirement
of ‘invention,’ which crystallized early in the nineteenth century.
Id. at 330 (collecting cases). Other commentators draw the divisional boundaries
between patent doctrines differently, causing confusion over the proper label for a
given principle. See Liivak, Forgotten Originality Requirement, supra note 26, at 266–72
(breaking down prohibitions discussed in this Note into three distinct doctrines:
the doctrine of scientific principles, the natural products doctrine, and the invention doctrine). Liivak places Chakrabarty in the scientific principles line of cases,
Funk Bros. under the natural products line, and Hotchkiss in the invention requirement line. Id.
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that their hypothesis is correct (in which case it may offer validation
for Kubin and Myriad, albeit on different reasoning), but also because it illustrates the lengths to which one must go in order to find
gene patents invalid under the Patent Act.
Demaine and Fellmeth contend that “[t]here was no congressional intent to change the standard of invention” when enacting
the 1952 Patent Act.170 Instead, Congress intended to codify the
invention requirement through sections 102 and 103.171 Demaine
and Fellmeth argue, however, that the intended codification was
imperfectly executed.172 Congress’s mistake, the argument goes,
was to phrase the Act in terms of “nonobviousness in light of prior
art, which is to say, available ‘prior human knowledge,’” by which
Congress “unwittingly undermined the prohibition on patenting
naturally occurring phenomena.”173 Indeed, when interpreting section 103 the Supreme Court has treated it as a codification of the
invention doctrine but has only considered that doctrine as covering improvements over prior art, not the question of patentable
subject matter.174
Congress’s mistake is not without remedy, however, in that Demaine and Fellmeth locate the missing prohibition in sections 101
and 102, requiring that patented subject matter be “new” and
“novel,” respectively. In their view:
Although Congress’s purported motivation for drafting section
103 was to codify the invention standard in clearer terms, in
that section Congress in fact codified only one part of the test
for invention—nonobviousness. The second and simplest part
170. Demaine & Fellmeth, supra note 25, at 382.
171. Id. at 381–82. But see Liivak, Forgotten Originality Requirement, supra note
26, at 271 (“Congress’ principal aim was to remove the ‘requirement of invention.’
Congress did remove it and Congress explicitly replaced it with the statutory requirement of nonobviousness.”).
172. Demaine & Fellmeth, supra note 25, at 382–83.
173. Id. at 383.
174. See KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 427 (2007) (discussing
that the “bar on patents claiming obvious subject matter [was] established in Hotchkiss and codified in § 103”). Hotchkiss concerned what would today be considered a
question of obviousness, not natural products or patentable subject matter. See
Hotchkiss v. Greenwood, 52 U.S. (11 How.) 248, 266 (1851) (holding that substitution of materials in a doorknob design did not warrant a patent because the substitution was “destitute of ingenuity or invention”); Graham v. John Deere Co. of
Kan. City, 383 U.S. 1, 3–4 (1966) (“We have concluded that the 1952 Act was intended to codify judicial precedents embracing the principle long ago announced
in Hotchkiss v. Greenwood, and that while the clear language of § 103 places emphasis on an inquiry into obviousness, the general level of innovation necessary to
sustain patentability remains the same.”) (internal citation omitted).
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is found in section 102, dealing with novelty, while the requirement for newness (i.e., ‘new and useful’) remained explicit but
unelaborated in section 101 and is missing entirely from section 103.175
Thus, in the absence of what they would consider a proper codification of the invention doctrine in section 103, Demaine and
Fellmeth are content to look to sections 101 and 102 for the prohibition on patenting nature.
Demaine and Fellmeth also contend that the argument for
gene patents gains nothing by referencing the word “discovers” in
the Patent Act. “When the Patent Act speaks of discoveries,” the
authors explain, “it follows the historical usage of the term ‘discoveries,’ meaning ‘inventions,’ because only inventions can be ‘new,’”
as is required by section 101.176 The authors argue that discovery
“was intended to denote a fortuitous creation of the inventor and
not merely something found by him or her,” and therefore, “an
‘invention’ and a ‘discovery’ share the requirement that the inventor create something original; the difference between the two is
that an ‘invention’ is consciously sought, while a ‘discovery’ is created unexpectedly.”177
We can infer how Demaine and Fellmeth would apply the invention doctrine to Kubin and Myriad because claims on isolated
and purified genes are the central focus of their paper. The authors
contend that a claimed invention runs afoul of the invention requirement due to its similarity to something found in nature
“where their differences are pro forma or technically inconsequential,” i.e., “when the two products are equivalent in each important
characteristic.”178 “[M]erely isolating and purifying a DNA molecule,” Demaine and Fellmeth argue, “does not result in an invention because nothing ‘new’ is created; the claimed biochemical
previously existed in nature, albeit in a slightly different form.”179
This reasoning relies heavily on the informational aspect of DNA:
because isolated and purified DNA serves the same function as nat-

175. Demaine & Fellmeth, supra note 25, at 382.
176. Id. at 370.
177. Id.
178. Id. at 393.
179. Id. at 380. This assumes, of course, that American Wood-Paper, and not
Merck or Parke-Davis, contains the correct approach to purified natural substances.
See discussion supra Part I.C.2.
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urally occurring DNA (coding for proteins), the differences between the two are pro forma.180
This reasoning, which relies heavily on DNA’s function as an
informational molecule, is very close to the reasoning employed in
Myriad.181 It would therefore be but a small adjustment to put Myriad into the invention doctrine paradigm outlined by Demaine and
Fellmeth. In fact, there is no real textual constraint on Myriad’s reasoning. Although Judge Sweet cited section 101, that section makes
no explicit mention of products of nature. Given the lack of textual
support in the Patent Act for the natural products doctrine, it
makes little difference which statutory provision is cited in support
of the outcome in Myriad.182 The outcome in Myriad would be the
same accepting Demaine and Fellmeth’s contention that the Patent
Act was intended to prohibit patents on natural products, either
through section 101 or section 103.
Kubin was decided on section 103 grounds, notwithstanding
the criticism that the decision was inconsistent with that section’s
text.183 But, accepting arguendo Demaine and Fellmeth’s contention that section 103 was intended to codify the invention doctrine
writ large (i.e., encompassing the natural products doctrine as well
as the non-obviousness requirement), this difference between
Kubin and Myriad is irrelevant. If the proper interpretation of the
Patent Act includes the invention doctrine as understood by Demaine and Fellmeth, the possibility emerges that Kubin was wrongly
decided under the prevailing interpretation of section 103, yet correctly decided as an application of the invention doctrine that was
the impetus for section 103.
When it comes to justifying the outcomes in Kubin and Myriad,
Demaine and Fellmeth offer a credible argument that Congress intended to exclude natural products, including genes, from patent
180. See Demaine & Fellmeth, supra note 25, at 400 (“If a naturally occurring
DNA molecule has the useful function of coding for Protein X, then no purified or
otherwise altered version of the DNA molecule can be ‘new’ unless its claimed
function is fundamentally different than coding for Protein X. . . . [W]ithout a
change in biological function, the DNA molecule lacks adequate creative input to
qualify as an invention; it is little more than a molecule found in nature with superficial modifications.”).
181. See Ass’n for Molecular Pathology v. USPTO, 702 F. Supp. 2d 181, 229
(S.D.N.Y. 2010) (“In light of DNA’s unique qualities as a physical embodiment of
information, none of the structural and functional differences cited by Myriad between native BRCA1/2 DNA and the isolated BRCA1/2 DNA claimed in the patents-in-suit render the claimed DNA ‘markedly different.’ ”).
182. See supra note 52.
183. See discussion supra Part I.D.2.
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protection. Beyond this, however, the statutory proposal doesn’t offer much guidance in interpreting the scope of the ban on patents
covering products of nature. Although couched in terms of statutory interpretation, their proposal is grounded in the invention
doctrine, which even the authors acknowledge is a murky concept.184 This is not to say that Demaine and Fellmeth’s “pro forma”
test is any vaguer than the “markedly different” test employed in
Myriad, but certainly it is not any clearer. In this sense, Demaine
and Fellmeth’s proposal does not offer better guidance for the application of the natural products doctrine to gene patents; mostly,
what it offers is a way to ground the doctrine in the statute’s legislative history.
The next section considers whether the Constitution’s IP
Clause offers greater justification for the prohibition on patenting
nature or greater guidance in applying the prohibition to gene
patents.
B. A Constitutional Approach
The IP Clause authorizes Congress “[t]o Promote the progress
of Science and useful Arts, by securing for limited Times to Authors
and Inventors the exclusive Right to their respective Writings and
Discoveries.”185 The Court has stressed that this language imposes
limits on the patent power:
The Congress in the exercise of the patent power may not overreach the restraints imposed by the stated constitutional purpose. Nor may it enlarge the patent monopoly without regard
to the innovation, advancement or social benefit gained
thereby. Moreover, Congress may not authorize the issuance of
patents whose effects are to remove existent knowledge from
the public domain, or to restrict free access to materials already available.186
184. Conscious that invention can be a murky concept, but unsatisfied with
the codification of invention in the non-obviousness requirement, Demaine and
Fellmet suggest that the “substantial transformation test” be adopted from international trade law, under which two items are considered the same “where their differences are pro forma or technically inconsequential.” Demaine & Fellmeth,
supra note 25, at 393. The Supreme Court has also noted that the word invention
“cannot be defined in such manner as to afford any substantial aid in determining
whether a particular device involves an exercise of the inventive faculty or not.”
Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 11–12 (1966) (quoting McClain v. Ortmayer, 141 U.S. 419, 427 (1891)).
185. U.S. CONST. art. I, § 8, cl. 8.
186. Graham, 383 U.S. at 5–6.
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Justice Breyer has argued that the IP Clause thus offers an alternative to the (somewhat tortured) statutory analysis necessary to
justify the judge-made exceptions to patentable subject matter:
The justification for the principle does not lie in any claim that
“laws of nature” are obvious, or that their discovery is easy, or
that they are not useful. . . . Rather, the reason for the exclusion is that sometimes too much patent protection can impede
rather than “promote the Progress of Science and useful Arts,”
the constitutional objective of patent and copyright
protection.187
Similarly, Justice Stevens stated that “no one can patent laws of nature, natural phenomena, and abstract ideas” because “[t]hese are
the basic tools of scientific and technological work, and therefore, if
patented, would stifle the very progress that Congress is authorized
to promote.”188 As the discussion of Demaine and Fellmeth’s proposal demonstrates, the statutory gymnastics necessary to fit concerns about the public domain and the promotion of progress into
the Patent Act can be cumbersome.189 It therefore behooves us to
ask, does the IP Clause offer a more attractive analysis?
One objection to using the IP Clause to guide the application
of the natural products doctrine is that the IP Clause’s mandate—
to promote progress—is itself quite vague. Undeterred, Professor
Liivak has attempted to give the IP Clause a more concrete application to patent law through an analogy to copyright law, arguing that
courts should apply the same “originality” requirement in patent
law that the Supreme Court has required in the copyright context.190 The thrust of Liivak’s argument is that “patents claiming
isolated and purified naturally-occurring gene sequences” represent mere copying of nature and therefore cannot pass the constitutional originality test imposed by the IP Clause,191 at least not
without limiting their scope considerably.192
Liivak relies on the Trade-Mark Cases,193 in which the Supreme
Court held that the Trademark Act could not be founded on the IP
187. Lab. Corp. of Am. Holdings v. Metabolite Labs., Inc., 548 U.S. 124,
126–27 (2006) (Breyer, J., dissenting) (quoting U.S. CONST., art. 1, § 1, cl. 8).
188. Bilski v. Kappos, 130 S. Ct. 3218, 3253 (2010) (Stevens, J., concurring)
(internal quotation marks and citation omitted).
189. See supra Part II.A.
190. See Liivak, Forgotten Originality Requirement, supra note 26; Liivak, Maintaining Competition, supra note 26, at 183.
191. Liivak, Forgotten Originality Requirement, supra note 26, at 261.
192. Liivak, Maintaining Competition, supra note 26, at 184–85.
193. 100 U.S. 82 (1879).
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Clause because under that clause “originality is required.”194 While
the Trade-Mark Cases are more than 130 years old, the Court reaffirmed the importance of originality in the copyright context in the
1991 case Feist Publications Inc. v. Rural Telephone Services.195 In Feist,
the Court held that “[t]he originality requirement articulated in
the Trade-Mark Cases . . . remains the touchstone of copyright protection today,” and that originality “is constitutionally mandated for
all works.”196 There is also evidence in the Congressional Record
that “Congress intended the patent act to be interpreted to stay
within the limits of the Patent and Copyright Clause,” as opposed to
being grounded in, for example, the Commerce Clause, as is federal trademark law.197 Even if this were not the legislative intent,
however, there is reason to believe that the Court would construe
the IP Clause as erecting an “absolute” limit on the patent power
such that the Patent Act could not be supported by other constitutional provisions.198
Liivak does not argue for a per se rule that purification of a
natural substance cannot yield a patentable invention, but instead
focuses on limiting the scope of the patent monopoly for purified
natural substances.199 Liivak argues that “[t]o be consistent with the
requirement of originality, patent claims should cover no more
than the specific copy of the gene sequence created by the paten194. Id. at 94.
195. 499 U.S. 340 (1991).
196. Id. at 347 (citations and internal quotation marks omitted).
197. Liivak, Forgotten Originality Requirement, supra note 26, at 277. Liivak
quotes the Senate Report issued with the 1952 Act, which stated that “[t]he patent
laws are enacted by Congress in accordance with the power granted by article I,
section 8, of the Constitution.” S. REP. NO. 82-1979, at 3 (1952), reprinted in 1952
U.S.C.C.A.N. 2394, 2396.
198. See Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 5 (1966) (“At the
outset it must be remembered that the federal patent power stems from a specific
constitutional provision . . . . The clause is both a grant of power and a limitation.
This qualified authority, unlike the power often exercised in the sixteenth and
seventeenth centuries by the English Crown, is limited to the promotion of advances in the ‘useful arts.’ ”); Paul J. Heald & Suzanna Sherry, Implied Limits on the
Legislative Power: The Intellectual Property Clause as an Absolute Constraint on Congress,
2000 U. ILL. L. REV. 1119 (2000); Rochelle Cooper Dreyfuss, A Wiseguy’s Approach
to Information Products: Muscling Copyright and Patent into a Unitary Theory of Intellectual Property, 1992 SUP. CT. REV. 195, 230 (1992) (“Restrictions on constitutional
grants of legislative power, such as the Copyright Clause, would be meaningless if
Congress could evade them simply by announcing that it was acting under some
broader authority.”).
199. Liivak, Maintaining Competition, supra note 26, at 187.
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tee.”200 This would mean that a patent could issue for the discovery
of a naturally occurring gene sequence, once purified and isolated,
but that an independent discovery of the gene by another person
would not infringe on this patent.201 Although it presents practical
difficulties,202 Liivak’s proposal offers a middle road that might address some of the policy concerns with respect to the granting of
gene patents, such as inhibiting research and diminishing the public domain, while giving an economic incentive to biotech firms to
invest in gene discovery.203
On the facts in Kubin, Liivak would presumably allow a patent
on the gene encoding the NAIL protein but limit the scope of the
patent monopoly to protection from direct copying of the isolated
sequence. The patentee in Kubin would be given some economic
incentive to identify the DNA sequence encoding NAIL but would
not be permitted to stop others from doing the same
independently.
While Liivak’s proposal would allow a gene patent found invalid under Kubin’s obviousness analysis, it would be less subject to
evasion on differing facts. The gene discovery in Kubin was obvious
because the prior art disclosed both a protein of interest and a standard laboratory technique for locating the corresponding gene.
Thus, other cases may be distinguishable where the prior art does
not disclose the protein of interest or where nonconventional
200. Id. at 199. This limitation in claim scope is derived through analogy to
copyright law, which includes a distinction between high and low authorship.
Works of high authorship, such as plays or novels, are accorded a high level of
protection against unauthorized appropriation of their content, while low inventorship works, such as cartography, are only accorded protection against explicit copying of the protected work, which is itself little more than a copy of
nature. See id. at 184.
201. This section outlines the constitutional dimension of Liivak’s proposal,
but Liivak also fits this proposal into the text of the Patent Act, contending that
section 102(f) should be interpreted “to bar not only copying from another person
but also copying from any other source.” Id. at 197.
202. Liivak acknowledges that in practice it would be difficult to know
whether a second-arriving inventor had derived a given gene sequence independently (and thus had not infringed the patent held by the first-arriving patent
holder) or whether the second inventor had merely copied the patented sequence
(and had therefore infringed the patent). To address this concern, Liivak suggests
that “patents will only issue for a later arriving gene sequence if the later discovered sequence is sufficiently different from the initial sequence,” a compromise he
deems reasonable given that “recent scientific results suggest that gene sequences
may show more variation than previously thought, and thus each differing version
of the gene could be patentable.” Id. at 232–33.
203. For an overview of the policy issues with respect to the granting of gene
patents, see supra notes 5–9, 36–38, and accompanying text.
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methods are required to sequence the gene.204 According to
Liivak’s originality argument, however, these differences should not
alter the conclusion that an isolated and purified gene is a copy of
nature entitled to a lesser degree of protection.
Myriad’s reasoning applies by its terms to all gene patents so
long as the claimed sequence conveys the same genetic information
as a naturally occurring sequence. Judge Sweet chose not to rest
this categorical distinction on the Constitution, citing the doctrine
of constitutional avoidance and the availability of the Supreme
Court’s decision in Chakrabarty under section 101 as an alternative
basis for resolving the case.205 Sweet’s hesitancy to invoke the Constitution when determining the validity of a patent may have been
misplaced given the Supreme Court’s instruction that “patent validity ‘requires reference to a standard written into the Constitution.’”206 Beyond this, the statutory basis for the distinction in
Chakrabarty is not clear, and it certainly is not based on the text of
section 101.207 The language of Funk Brothers is instructive: “the
heat of the sun, electricity, or the qualities of metals, are part of the
204. See Stimson, supra note 129, at 331 (“One approach to overcoming
Kubin would be to describe all the failed attempts and all the adjustments needed
to achieve success. The more modifications to the standard methods required to
achieve a result, the less obvious the invention will appear.”).
205. See Ass’n for Molecular Biology v. USPTO, 702 F. Supp. 2d 181, 237
(S.D.N.Y. 2010) (“As determined above, the patents issued by the USPTO are directed to a law of nature and were therefore improperly granted. The doctrine of
constitutional avoidance, which states that courts should not reach unnecessary
constitutional questions, thereby becomes applicable.”).
206. Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 6 (1966) (quoting
Great A. & P. Tea Co. v. Supermarket Equip. Corp., 340 U.S. 147, 154 (1950)).
Justice Stevens expressed a similar view in a case concerning the patentability of a
business method for hedging risk:
Thus, although it is for Congress to implement the stated purpose of the
Framers by selecting the policy which in its judgment best effectuates the constitutional aim, we interpret ambiguous patent laws as a set of rules that weed
out those inventions which would not be disclosed or devised but for the inducement of a patent, and that embody the careful balance between the need
to promote innovation and the recognition that imitation and refinement
through imitation are both necessary to invention itself and the very lifeblood
of a competitive economy. And absent a discernable signal from Congress, we
proceed cautiously when dealing with patents that press on the limits of the
standard written into the constitution, for at the fringes of congressional
power, more is required of legislatures than a vague delegation to be filled in
later.
Bilski v. Kappos, 130 S. Ct. 3218, 3252–53 (2010) (Stevens, J., concurring) (internal quotation marks and citations omitted).
207. Although the Chakrabarty Court purported to address the patentability of
the microorganism at issue as “a narrow one of statutory interpretation requiring
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storehouse of knowledge of all men. They are manifestations of
laws of nature, free to all men and reserved exclusively to none.”208
Surely this is not the language of statutory interpretation; it is a
policy argument based on the proper balance between the public
and private domains. The majority in Funk Brothers was expressing
an anti-enclosure sentiment, but neither Funk Brothers nor
Chakrabarty gives adequate justification for that sentiment. The high
rhetoric, as with the statutory analysis considered above, brings us
no closer to an understanding of the policy considerations that underlie the gene patent debate. A constitutional paradigm at least
offers the possibility of a principled approach to that issue by confining the judicial debate to a single patent philosophy: that the
patent system should promote technological advancement.
III.
CONCLUSION
This Note attempts to refine the intuition in both Kubin and
Myriad that there is something “wrong” with gene patents. In examining the doctrinal complexities plaguing the legal debate over
gene patents, none of the statutory candidates for a ban on patenting products of nature offers a clear advantage above the others, as
none is grounded strongly in the policy concerns driving the debate
about gene patents. The more attractive analysis lies in the constitutional mandate of the IP Clause, which requires that patent protection be aligned with the patent system’s goal of advancing
technological progress.
It would not be difficult, doctrinally at least, to hold that gene
patents lacking in originality fail “[t]o promote the Progress of . . .
useful Arts”209 and are therefore invalid, or at least entitled to a
narrower patent monopoly. This is not to say that a constitutional
approach to the gene patent problem requires adopting Liivak’s
specific proposal,210 which is built on an analogy to copyright law
and policy that some may find untenable. Once it is clear that the
us to construe 35 U.S.C. § 101,” the Court’s reasoning has little to do with the text
of that section. 447 U.S. 303, 307 (1980); see supra note 52.
208. Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 130 (1948).
209. U.S. CONST. art 1, § 8, cl. 8.
210. Exactly what it means to promote progress is by no means obvious, and
Liivak’s proposed originality standard is but one plausible suggestion. Compare
Liivak, Forgotten Originality Requirement, supra note 26 (arguing that the constitutional test of the validity of patents on nucleotide sequences under the IP Clause is
originality), with Heald & Sherry, supra note 198, at 1165 (putting forward a quid
pro quo principle as the constitutional test, under which, for example, “if isolating
and purifying adrenaline is expensive and difficult, then providing incentives to do
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prohibition on gene patents is constitutional in nature, however,
the label given to the doctrine is of less importance; the constitutional grounding would allow for greater clarity in interpreting the
scope of the prohibition, as only those patents that fail to advance
technological progress would be prohibited.
Although it is somewhat ambiguous, the constitutional mandate does offer a guiding principle. Basing the natural products
doctrine in the IP Clause and addressing concerns over gene patents through that doctrine would limit the extent to which certain
policy concerns are relevant. Concerns over the morality211 of gene
patents or the extent to which they restrict access to healthcare,212
while perhaps relevant to defining societal “progress” in a in
broader sense, are not, strictly speaking, relevant under the IP
Clause because they are not concerned with technological advancement. To the extent that these policy concerns are to be vindicated,
it must be through legislation,213 as the courts presently have no
legitimate basis for taking such policy concerns into account. On
the other hand, concerns relating to restrictions on future research214 and on the public domain215 do properly fit under the IP
Clause’s rubric because these policy issues concern the ability of the
patent system to give the “liberal encouragement”216 to innovation
that is its purpose.
The ultimate determination of whether gene patents pass the
constitutional test may be a close call, and it is not a call that this
Note endeavors to make. Any inquiry into whether gene patents
generally, or a specific gene patent in particular, promote progress
so seems to be fully consistent with the underlying principles of the Intellectual
Property Clause”).
211. For a discussion of the concern that gene patents are immoral, see supra
note 5 and accompanying text.
212. For a discussion of the concern that gene patents restrict access to
healthcare, see supra note 7 and accompanying text.
213. For example, Representatives Becerra (D-CA) and Weldon (R-FL) introduced legislation, the Genomic Research and Accessibility Act, that if passed would
exclude genes from patentable subject matter under the Patent Act. See H.R. 977,
110th Cong. (2007) (proposing addition of 35 U.S.C. § 106, under which
“[n]otwithstanding any other provision of law, no patent may be obtained for a
nucleotide sequence, or its functions or correlations, or the naturally occurring
products it specifies”).
214. For a discussion of the concern that gene patents can restrict future research, see supra note 6 and accompanying text.
215. For a discussion of the concern that gene patents can restrict the public
domain, see supra note 8 and accompanying text.
216. Graham v. John Deere Co. of Kan. City, 383 U.S. 1, 8 (1966) (quoting
Letter from Thomas Jefferson to Oliver Evans (May 1807)).
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in the useful arts is highly fact-intensive and requires deep insight
into both molecular genetics and the biotechnology industry.217 Indeed, these considerations suggest that the policy concerns
presented by gene patents may not be appropriate matters for judicial resolution, as they require the fact-finding and deliberative
functions of Congress. To the extent that the courts do engage in
the gene patent policy debate, however, their approach should focus exclusively on the express provisions of the Patent Act as it is
currently written and on the constitutional mandate of the IP
Clause.

217. See Golden, supra note 36, at 109–10 (examining “the roles of each of
the major players in American biotechnology: the federal government, private investors and industry, the university, and scientific researches themselves,” and concluding that “current concerns about the possible overextension of American
patent law are justified”). “Study that confines itself to formal legal materials,”
Golden posits, “cannot answer whether patent monopolies, on balance, promote
or impede innovation, for such study ignores an institutional and social context
that provides independent spurs to innovation, spurs that may already suffice to
inspire potentially patentable inventions.” Id. at 102.
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