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i
QUESTION PRESENTED
Under the Copyright Act, “the design of a useful
article” such as a chair, a dress, or a uniform cannot
be copyrighted. 17 U.S.C. § 101. The design of the
article’s component features or elements cannot be
copyrighted either, unless capable of being “identified separately from, and . . . existing independently of, the utilitarian aspects of the article.” Id.
Circuit courts, the Copyright Office, and academics
have proposed at least nine different tests to analyze
this separability. The Sixth Circuit rejected them all
and created a tenth. The question presented is:
What is the appropriate test to determine when a
feature of the design of a useful article is protectable
under § 101 of the Copyright Act?

ii
PARTIES TO THE PROCEEDING AND
CORPORATE DISCLOSURE
There are no parties to the proceedings other
than those listed in the caption. Petitioner is Star
Athletica, L.L.C. Respondents are Varsity Brands,
Inc., Varsity Spirit Corporation, and Varsity Spirit
Fashion & Supplies, Inc.
Petitioner Star Athletica, L.L.C., does not have a
parent corporation, and no publicly traded corporation owns a 10% or greater interest in the company.
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1
OPINIONS BELOW
The United States Court of Appeals for the Sixth
Circuit’s opinion, Pet. App. 1a–57a, is reported at
799 F.3d 468. The denial of rehearing en banc, Pet.
App. 79a, is unreported. The United States District
Court for the Western District of Tennessee’s
opinion, Pet. App. 58a–78a, is not reported but is
available at 2014 WL 819422.
JURISDICTION
The
district
court
had
federal-question
jurisdiction under 28 U.S.C. § 1331, and the court of
appeals had jurisdiction under 28 U.S.C. § 1291. The
court of appeals filed its opinion on August 19, 2015,
and denied a petition for rehearing en banc on
October 7, 2015. Star Athletica filed a petition for
certiorari on January 5, 2016, and the Court granted
the petition on May 2, 2016. The Court’s jurisdiction
rests on 28 U.S.C. § 1254(1).

2
STATUTORY PROVISIONS INVOLVED
Section 101 of the Copyright Act of 1976, 17
U.S.C. § 101, states, in pertinent part:
Except as otherwise provided in this title, as
used in this title, the following terms and
their variant forms mean the following:
***
“Pictorial, graphic, and sculptural works” include two-dimensional and three-dimensional
works of fine, graphic, and applied art, photographs, prints and art reproductions, maps,
globes, charts, diagrams, models, and technical drawings, including architectural plans.
Such works shall include works of artistic
craftsmanship insofar as their form but not
their mechanical or utilitarian aspects are
concerned; the design of a useful article, as
defined in this section, shall be considered a
pictorial, graphic, or sculptural work only if,
and only to the extent that, such design
incorporates pictorial, graphic, or sculptural
features that can be identified separately
from, and are capable of existing independently of, the utilitarian aspects of the article.
***
A “useful article” is an article having an intrinsic utilitarian function that is not merely
to portray the appearance of the article or to
convey information. An article that is normally a part of a useful article is considered a
“useful article”. [Emphasis added.]

3
Section 102 of the Copyright Act, 17 U.S.C. § 102,
states, in pertinent part:
(a) Copyright protection subsists, in accordance with this title, in original works of
authorship fixed in any tangible medium of
expression, now known or later developed,
from which they can be perceived, reproduced, or otherwise communicated, either
directly or with the aid of a machine or
device. Works of authorship include the
following categories:
***
(5) pictorial, graphic, and sculptural works
Sections 101 and 102 of the Copyright Act
are set forth in their entirety in this brief’s
appendix.

4
COPYRIGHT DEPOSITS INVOLVED

J.A. 82-83.

5

J.A. 32, 70, 81.

6
INTRODUCTION
Respondents Varsity Brands, Inc., and its
affiliates sued Petitioner Star Athletica, L.L.C., for
allegedly copying Varsity’s cheerleader uniforms. A
useful article—such as a chair, a dress, or a
uniform—cannot be copyrighted. The Court granted
the petition to determine when a useful article’s
design features are sufficiently separate from the
article to warrant copyright protection.
As the Copyright Office has explained, “the
copyright law is reasonably clear. Garments are
useful articles, and the designs of such garments are
generally outside of the copyright law. Parties who
wish to modify this position must address their concerns to the Congress.” Registrability of Costume
Designs, 56 Fed. Reg. 56,530, 56,532 (Nov. 5, 1991)
(emphasis added). Numerous commercial interests
have attempted to do exactly that. But Congress has
persistently declined all requests to extend the
copyright laws to garment design. The most recent
attempt, in 2012, would have granted such
protection, but for only three years.
Varsity now asks this Court to ordain by judicial
edict what these commercial interests have been
unable to obtain from Congress—except the
copyright protection Varsity seeks will last not three
years, but for a century. Such a ruling would be a
boon to companies like Varsity, who already hold a
monopoly on their garment-market segment. But it
would be deleterious to the public, which depends on
the Copyright Act’s exclusion of industrial design to
keep useful articles like garments in the public
domain. The Court should reverse the court of
appeals and reinstate judgment as a matter of law
for petitioner Star Athletica.
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STATEMENT OF THE CASE
The Copyright Act and “useful articles”
Congress’s authority to grant copyrights
originates in the Constitution which provides, “The
Congress shall have the Power . . . [t]o promote the
Progress of Science and Arts by securing for limited
Times to Authors and Inventors the exclusive Right
to their respective Writings and Discoveries.” Const.
Art. I, § 8, cl. 8. “[T]he primary object in conferring
the [copyright] monopoly lie[s] in the general benefits
derived by the public from the labor of authors.” Fox
Film Corp. v. Doyal, 286 U.S. 123, 127 (1932).
Congress first exercised its constitutional power
to enact copyright legislation in 1790 by protecting
maps, charts, and books. Act of May 31, 1790, ch. 15,
1 Stat. 124. Congress extended protection to threedimensional “fine arts” objects, such as statues and
models, in 1870. Act of July 8, 1870, ch. 230, § 86, 16
Stat. 198, 212. And though the 1909 Copyright Act
removed the phrase “fine arts,” Act of Mar. 4, 1909,
ch. 320, 35 Stat. 1077, it was well understood that
copyright did not protect garment design. E.g.,
Chosun Int’l, Inc. v. Chrisha Creations, Ltd., 413
F.3d 324, 328 (2d Cir. 2005) (citing Fashion
Originators Guild v. FTC, 114 F.2d 80, 84 (2d Cir.
1940) (L. Hand, J.)).
Indeed, the garment-design industry was among
the first to call for copyright protection of industrial
designs, and a bill was introduced to do so in 1913.
Statement of the Register of Copyrights, Industrial
Design Protection: Hearings on H.R. 902, 3017, and
3499 Before the Subcomm. on Courts, Intellectual
Property & the Admin. of Justice of the H. Comm. on
the Judiciary, 101st Cong., 2d Sess., 436, 445–46
(1991) [hereinafter “1991 Design Protection
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Hearings”]. But this bill, and many others intended
to protect the design of useful articles, was never
enacted. See id. at 445–50.
Then, in the mid-1950s, this Court considered a
copyright-infringement claim involving the copyright
of dancing figurines that formed the base for lamps
and were also sold separately as statuettes. The
Court made clear in Mazer v. Stein, 347 U.S. 201,
218–19 (1954), that a manufacturer cannot circumvent a work’s copyright simply by using the work
in a useful object. But the opinion said nothing about
whether the lamp itself (or a coffee maker or
wedding gown) could be copyrighted. So the Copyright Office issued a regulation that accommodated
the Court’s holding in Mazer while continuing to
exclude industrial design—the separability standard:
If the sole intrinsic function of an article is
its utility, the fact that the article is unique
and attractively shaped will not qualify it as
a work of art. However, if the shape of a
utilitarian article incorporates features, such
as artistic sculpture, carving, or pictorial
representation, which can be identified
separately and are capable of existing independently as a work of art, such features will
be eligible for registration. [37 C.F.R.
§ 202.10(c) (1959) (revoked after implementation of the 1976 Copyright Act) (emphasis
added).]
The Mazer decision has been interpreted to stand for
the proposition that copyright can be claimed in
artistic features of a useful article that are capable of
separate and independent existence apart from the
shape of the useful article. 1991 Design Protection
Hearings at 448.

9
In 1961, the Copyright Office reaffirmed that
useful articles should not be copyrighted. H. Comm.
on the Judiciary, 87th Cong., 1st Sess., Copyright
Law Revision, Report of the Register of Copyrights
on the General Revision of the U.S. Copyright Law
13 (Comm. Print 1961). As the Office explained,
copyright protection for industrial design is
problematic given the anticompetitive fallout of
providing long-term protection for commercial design
and the staggering potential liability for distributors
who innocently sell useful articles. Ibid.
The Copyright Office considered garments
particularly ill-suited to copyright protection, and it
opposed extending copyright protection to “wearing
apparel.” Ibid. A yard of dress material or a dress
itself would not be accepted for deposit with the
Copyright Office because they are useful articles. Id.
at 14. Similarly, a copyright in a work that displays
useful articles, like a sketch or photograph of a dress,
would not protect against the manufacture of the
dress itself. Ibid. See also, H. Comm. on the Judiciary, 89th Cong., 1st Sess., Copyright Law Revision,
Supplementary Register’s Report on the General
Revision of the U.S. Copyright Law 47–48 (Comm.
Print 1965).
Notwithstanding this advice, the Senate proposed, as part of the comprehensive revision of copyright law in 1976, design-protection legislation that,
excluding “staple or commonplace” designs and those
“dictated solely by a utilization function of the
article,” would protect the “original ornamental
design of a useful article” for five years, 10 years if
renewed. S. 22, Tit. II, 94th Cong., 1st Sess., §§ 201–
35, 122 Cong. Rec. 3856–59 (1975), reprinted in S.
Rep. No. 473, at 39–47 (1975); S. Rep. No. 473, 94th
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Cong., 1st Sess., 161 (1975) (concluding that “[t]he
term of copyright protection is too long for the
majority of designs”). That proposal died in the
House “because the new form of design protection . . .
could not truly be considered copyright protection
and therefore appropriately within the scope of
copyright revision.” H.R. Rep. No. 94-1476, 94th
Cong., 2d Sess. 50 (1976), reprinted in 1976
U.S.C.C.A.N. 5659–5801. The House Report on the
bill identified concern that such an extension of
existing copyright law “would create a new monopoly
which has not been justified by a showing that its
benefits will outweigh the disadvantage of removing
such designs from free public use.” Ibid. The
conference committee rejected the Senate’s designprotection legislation. H.R. Rep. No. 94-1733 at 82
(1976), reprinted in 1976 U.S.C.C.A.N. 5810. And the
Copyright Office’s administrative regulations were
formally codified in § 101 of the Copyright Act of
1976. 17 U.S.C. § 101. For an even more
comprehensive review of the history of the Act, see
J.H. Reichman, Design Protection in Domestic and
Foreign Copyright Law: From the Berne Revision of
1948 to the Copyright Act of 1976, 1983 Duke L.J.
1143 (1983).
The 1976 Act did not change the longstanding
rule that clothes cannot be copyrighted. It remains
well settled that garments are useful articles.
Whimsicality, Inc. v. Rubie’s Costume Co., 891 F.2d
452, 455 (2d Cir. 1989). See also Kal Raustiala,
Christopher Sprigman, The Piracy Paradox:
Innovation and Intellectual Property in Fashion
Design, 92 Va. L. Rev. 1687, 1698 (2006). The
Copyright Office agrees that “the designs of [ ]
garments are generally outside of the copyright law.”
Registrability of Costume Designs, 56 Fed. Reg. at
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56532. And the fashion industry has continued to
lobby for design protection to no avail. See Statement
of the Copyright Office, Industrial Design Protection:
Hearings on H.R. 5055 Before the Subcomm. on
Courts, Intellectual Property & the Admin. of Justice
of the H. Comm. on the Judiciary, 109th Cong., 2d
Sess. (2006).
As noted above, the Copyright Act does not
extend copyright protection to the design of useful
articles, defined as those articles “having an intrinsic
utilitarian function that is not merely to portray the
appearance of the article or to convey information.”
17 U.S.C. § 101 (emphasis added). While a feature of
the design of a useful article can sometimes be
protected (think “The Spirit of Ecstasy” hood ornament on a Rolls-Royce), copyright normally extends
only to those features capable of being “identified
separately from, and . . . existing independently of,
the utilitarian aspects of the article.” Ibid.
Finding consensus on a test for separability has
proven difficult. Courts “have twisted themselves
into knots trying to create a test to effectively
ascertain whether the artistic aspects of a useful
article can be identified separately from and exist
independently of the article’s utilitarian function.”
Masquerade Novelty, Inc. v. Unique Indus., 912 F.2d
663, 670 (3d Cir. 1990). The Sixth Circuit’s decision
here contributed to the confusion by adding a tenth
separability test and reached an outcome at odds
with a century of public policy against extending
copyright protection to garment design. This case is
the opportunity to clarify the appropriate test, to
place garment design squarely in either the public
domain or the design-patent regime, as Congress
intended, and ensure that the stripes, chevrons, and
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color blocks of a cheerleading-uniform design do not
receive a century of copyright protection. (Depending
on the nature of authorship, the duration of a
copyright is usually the author’s life plus 70 years, or
95 years from first publication or 120 years from
creation, whichever is shorter. 17 U.S.C. § 302.)
The parties
designs

and

cheerleading-uniform

Respondent Varsity is the world’s largest
manufacturer and distributor of cheerleading and
dance-team uniforms and accessories, commanding
80% or more of the roughly $300 million cheerleading-apparel market. Leigh Buchanan, Inside the
Vicious, Vicious Cheerleader Wars, Inc. (March
2016); see J.A. 16–17. As reported in Fortune
magazine, “[n]early every uniform sold or camp
attended by high school or college cheerleaders is
part of Varsity’s vast empire of pep.” Colleen Leahey,
The business of cheer, Fortune (Dec. 21, 2012). 1
To build its empire, Varsity copied cheerleaderuniform designs from its competitors. J.A. 188. Each
year, Varsity would select certain competitors’
designs and add them to its product line. R.169, Ex.
43 Williams Dep. 190–91. And if a customer
requested a competitor’s style that was not already
included in Varsity’s product line, Varsity trained its
sales staff to submit a request to Varsity to create a
custom copy of the competitor’s uniform. Ibid.

1 Available at http://goo.gl/EaECwa.
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To protect its cheer empire, Varsity sues or
threatens to sue new market entrants 2 or simply
acquires its successful competitors. 3 The net result is
inflated uniform prices, to the detriment of families
everywhere. E.g., Courtney Spradlin, ‘Pay-to-play’
cheerleading often cost prohibitive, Shreveport Times
(Feb. 20, 2015). 4
Varsity employs designers whose task, at all
times, is conceiving and sketching three-dimensional
uniforms. Pet. App. 73a. Indeed, Varsity’s designers
conceive of their designs as worn by cheerleaders,
ibid., and begin their process by sketching a design
over an outline of a cheerleader, Pet. App. 60a. Not
surprisingly, each design produced by Varsity’s
designers is of a three-dimensional cheerleading
uniform, not an abstract, two-dimensional artistic
work. See ibid.; see, e.g., J.A. 324-338 (scads of other
cheerleading-uniform designs registered by Varsity).

2 E.g., Varsity Brands, Inc. v. Teamleader.com, No. 05-Civ.2340 (W.D. Tenn. 2005) (copyright infringement); Varsity
Brands v. It’s Greek to Me Inc., No. 11-cv-2465 (W.D. Tenn.
2005) (same); Varsity Brands, Inc. v. J&M Spirit Wear, Inc.,
No. 09-cv-1795-PKC (S.D.N.Y. 2009) (same); Varsity Brands v.
YSS Athletics, Inc., No. 09-cv-2322 (S.D.N.Y. 2009) (same);
Varsity Brands, Inc., v. Sills, No. 1:2010cv01164 (W.D. Tenn.
2010) (same); Varsity Brands, Inc. v. MSG Holdings, L.P., No.
1:2011cv08053 (S.D.N.Y. 2011) (trademark); Varsity Spirit
Corp. v. Cheer Etc., No. 1:2011cv08312 (S.D.N.Y. 2011) (same).
See also J.A. 171-174.
3 http://goo.gl/okVUdJ (noting Varsity’s November 2015 acquisition of JAM Brands).
4 Available at http://goo.gl/JiD9KV.
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One of Varsity’s designers, Joseph Long, described
the design process for two of the cheerleadinguniform designs at issue in this litigation, designs
299A (shown below) and 299B. J.A. 82-83, 357.

Long explained that what he designed was “a
high quality, functional cut-and-sew garment.” J.A.
357. The cut-and-sew process for garment manufacture involves cutting fabric into various shapes
and sewing the shapes together, incorporating braid
trim pieces and other elements of the garment
design. J.A. 361-363 (graphic representation of the
cut-and-sew process).
Long intended to design “a customer-colorcustomizable cut-and-sew garment style” that facilitated “assigning school colors to each of the panels
. . . and for all the pieces of the seam-covering striped
braid.” J.A. 357. His design was intended to allow
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customers to be a team and showcase their school
spirit. Ibid. The design was not intended to be “fabric
design artwork.” Ibid.
Varsity has registered more than 200 drawings
and photographs of three-dimensional uniforms with
the Copyright Office. J.A. 244–246. When Varsity
sought to obtain copyright protection for its designs,
including designs 299A and 299B, it characterized
the designs as fabric designs or two-dimensional
artwork. J.A. 38, 46, 48, 57. But in each instance, the
deposit material Varsity submitted to the Copyright
Office consisted of either a sketch of a figure wearing
a cheerleading uniform or a photograph of a threedimensional cheerleading uniform. J.A. 32, 70, 81,
82, 83, 324–338. The pictures Varsity submitted with
regard to the two designs at issue here, designs 299A
(pictured above) and 299B, show ripples in the solidcolored fabric panels, and curvature of the striped
braid at the edges forming chevrons. J.A. 82-83. The
puckered fabric is necessary for the design to conform to the wearer’s body.
The Copyright Office initially rejected many of
Varsity’s cheerleading-uniform designs. J.A. 148.
The Copyright Office noted that Varsity was seeking
to copyright clothing which are useful articles and
cannot be copyrighted. Ibid. The Copyright Office
explained that Varsity could seek patent protection
for its industrial designs. J.A. 150. Varsity vociferously objected that it was not seeking to copyright
clothing designs; Varsity claimed it was seeking to
copyright only the design of stripes, chevrons, and
color blocks appearing “on” the cheerleading uniforms. J.A. 131. The Copyright Office advisory
attorney ultimately capitulated and registered the
works as “articles of clothing.” J.A. 66.
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Contrary to Varsity’s representations to the
Copyright Office, Varsity’s lead designer testified
that stripes, chevrons, zigzags, and lines are all
“basic elements” of cheerleading-uniform design. J.A.
294, 305. This conclusion is logical, as “[m]ost
cheerleading designs use diagonals, curves, lines and
bright colors to achieve the function of identifying the
person wearing it as a cheerleader” and as a member
of a particular team. R.169-2, Sarabia Decl. ¶¶ 10–
11, Pg. ID 2180–81 (emphasis added).
These basic elements also provide an important
function integral to the style lines of uniforms manufactured by the “cutting and sewing” method of
manufacture, which is how Varsity made the uniforms at issue here and almost all of its other cheerleading uniforms. R.169, Ex. 43 Williams Dep. 187–
188; R.182, Pls.’ Opp. To Def.’s Objection to Varsity’s
Submission of Sublimated Materials 8, Pg. ID 3740
(designs at issue “were not in existence” in this case
as sublimated material when fact discovery ended).
Cheerleader uniforms are commonly stitched such
that seams are on the outside for a clean inside
surface, facilitating fit, comfort, and performance.
Gary Spencer, a Varsity vice president, concedes that
braid on Varsity’s uniforms has a functional purpose
of covering these outside seams. R.169-1, Ex. 44,
Spencer Dep. 95:22–24.
After obtaining copyrights, Varsity advertised its
designs in its catalog depicting cheerleading uniforms worn by young people. R,176, Def.’s Resp. to
Varsity’s Statement of Undisputed Facts, Exs. C, H-J
(excerpts from Varsity’s catalogs). Varsity’s protestations to the Copyright Office notwithstanding,
Varsity proclaimed “[e]very Varsity uniform is an
original copyrighted design.” J.A. 185 (emphasis
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added). And its catalogs included a carefully crafted
copyright notice that purported to protect Varsity’s
“uniform designs”:
Uniform Design © 2009 Varsity Spirit
Corporation. All rights reserved. The original
uniform designs depicted in this catalog are
the exclusive property of Varsity Spirit
Corporation. They may not be reproduced or
manufactured without written permission
from Varsity Spirit Corporation. [J.A. 181
(emphasis added).]
Believing that it has obtained a century of copyright protection for its cheerleading-uniform designs,
Varsity uses its “Uniform Design” copyrights to
prevent competitors from copying its cheerleadinguniform designs (even though Varsity did the same
to obtain market share). J.A. 175–86. Consistent
with its catalog copyright notices, Varsity threatens
competitors with litigation for violating its purported
copyrights in “certain garment designs.” J.A. 171.
Star Athletica attempts to enter the cheerleading uniform market.
Created in 2010, Star Athletica, L.L.C., is a new
entrant in the cheerleading-uniform market. See J.A.
190–91, 212. After Star published its first catalog,
Varsity immediately sued. Pet. App. 59a. Varsity
alleged that certain Star cheerleading uniforms
infringed the copyrights Varsity possessed in five
two-dimensional cheerleading-uniform drawings and
photographs of cheerleading uniforms, J.A. 21–25, as
if such copyrights could protect against the very
thing Varsity told the Copyright Office it was not
seeking—protection against the shape, contour, cut,
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style, and fit of Star’s cut-and-sew cheerleadinguniform designs. 5 See id. at 130–32.
District Court proceedings
To establish copyright infringement, Varsity
must prove “ ‘(1) ownership of a valid copyright, and
(2) copying of constituent elements of the work that
are original.’ ” Pet. App. 62a (quoting Feist Publ’ns,
Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 361 (1991)).
The district court resolved the case on summary
judgment, focusing on the scope of protection
afforded by Varsity’s copyrights. Pet. App. 62a–75a.
Consequently, Varsity’s infringement arguments and
Star’s defenses have not been resolved.
The district court ruled that Varsity’s copyrights
in two-dimensional drawings and photographs of
cheerleading uniforms could not be used to prohibit
Star from manufacturing actual cheerleading uniforms. The district court framed the issue in the case
as whether “a cheerleading uniform can be conceived
without any ornamentation or design, yet retain its
utilitarian function as a cheerleading uniform?” Pet.
App. 72a–73a. The court answered that a cheerleading uniform without stripes, patterns, and
chevrons, is not a cheerleading uniform.
5 Varsity’s Complaint also included various state-law claims
against Star. J.A. 25–28. The state-law claims were dismissed
consistent with 28 U.S.C. § 1367(c)(3). Pet. App. 76a–77a. Star
counterclaimed, alleging that Varsity committed fraud on the
Copyright Office and violated federal antitrust laws. J.A. 120–
22. The district court dismissed Star’s antitrust counterclaims
under Rule 12(b)(6), J.A. 170, and deemed the rest of Star’s
counterclaims to be (yet-to-be-resolved) affirmative defenses,
Pet. App. 75a n.5.
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The court explained, “it is not possible to either
physically or conceptually sever Varsity’s designs
from the utilitarian function of the resulting
cheerleading uniforms . . . .” Pet. App. 75a. The
function of a cheerleading uniform “is not merely to
clothe the body; it is to clothe the body in a way that
evokes the concept of cheerleading.” Pet. App. 74a.
The court explained that “a cheerleading uniform
loses its utilitarian function as a cheerleading
uniform when it lacks all design and is merely a
blank canvas. . . . [A] blank silhouette of a purported
‘cheerleading uniform’ without team colors, stripes,
chevrons, and similar designs . . . is not recognizable
as a cheerleading uniform.” Pet. App. at 73a–74a; see
also J.A. 271–72 (blank silhouettes).
The district court also rejected Varsity’s contention that its cheerleading designs were conceived of
independent of their function as cheerleading
uniforms. The court noted that “[t]he design sketches
are clearly of cheerleading uniforms, conceived as
worn by cheerleaders. . . . It also appears to be true
that the designers were at all times conceiving of and
sketching various designs of cheerleading uniforms.”
Pet. App. 73a. This is no surprise, as Varsity’s
designers were employed to create designs for a
cheerleading-uniform manufacturer. See J.A. 17.
Sixth Circuit proceedings
On appeal, the panel majority began by considering the level of deference to give to Varsity’s
copyright registration. The court gave Skidmore
deference to the Copyright Office’s registration
decision, but the panel majority failed to consider,
much less defer to, the Copyright Office’s reasoned
policy that garments are not protectable. See Pet.
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App. 19a, 37a–40a. And it rejected altogether the
Copyright Office’s test for analyzing separability.
Pet. App. 30a, 37a–38a.
The panel majority identified nine other
separability tests, most of which had been adopted
by other circuits. Pet. App. 30a–33a, The court
rejected all of these tests in favor of “[t]he Sixth
Circuit Approach.” Pet. App. 37a–38a.
The panel majority next adopted Varsity’s
narrow view of a cheerleading uniform’s function: to
“cover the body, wick away moisture, and withstand
the rigors of athletic movements.” Pet. App. 43a. The
panel majority side-stepped the argument that
stripes, chevrons, and the like (1) identify the wearer
as a member of a cheerleading team, (2) are part of
the overall shape, contour, cut, style, and fit of
cheerleading uniforms, and (3) enhance structural
stability and the attractiveness of the wearer. Pet.
App. 43a–44a. The panel majority concluded that
stripes, chevrons, and color blocks served no utilitarian function but rather only a decorative function,
opening the door for Varsity to use its copyright in
two-dimensional sketches and photographs to stop
Star from making actual, three-dimensional cut-andsew cheerleading uniforms. Pet. App. 45a–46a.
In dissent, Judge McKeague observed that
stripes and chevrons serve the important function of
“identify[ing] the wearer as a cheerleader.” Pet. App.
53a. A plain white uniform “may be appropriate for a
match at the All England Lawn Tennis Club, but not
for a member of a cheerleading squad.” Ibid. Judge
McKeague cited the only two circuit decisions
addressing separability in the context of garment
design—the Second Circuit’s decision in Jovani
Fashion, Ltd. v. Fiesta Fashions, 500 F. App’x 42 (2d
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Cir. 2012), holding that a designer cannot claim
copyright in the arrangement of decorative sequins,
crystals, ruche, and tulle on a prom dress, and the
Fifth Circuit’s decision in Galiano v. Harrah’s
Operating Co., 416 F.3d 411 (5th Cir. 2005), holding
that a designer cannot claim copyright in a casino
uniform’s stripes, color blocks, and star-shaped
buttons. And Judge McKeague rejected the panel
majority’s approach to utilitarian function: a
“uniform at its core identifies its wearer as a member
of a group. . . . [T]he stripes, braids, and chevrons on
a cheerleading uniform are integral to its identifying
function.” Pet. App. 54a.
Judge McKeague also rejected the claim that
such a conclusion would “render nearly all artwork
unprotectable.” Artwork is not a “useful article”
under § 101 and thus is protected. Ibid. And after the
majority’s willingness to recognize copyright protection for items with utilitarian function, companies
like Varsity are allowed “the protection of patent-like
features without having to fulfill the rigorous
standards for obtaining a design patent.” Pet. App.
56a (quoting Winfield Collection, Ltd. v. Gemmy
Indus., Corp., 147 F. App’x 547, 550–52 (6th Cir.
2005)).
The Sixth Circuit denied rehearing en banc but
stayed its order pending resolution by this Court.
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SUMMARY OF THE ARGUMENT
In the Copyright Act of 1976, Congress did not
intend to grant a century of monopoly protection to
cheerleader-uniform designs—or any garment designs for that matter. Quite the opposite, Congress
first proposed and then deliberately excluded
industrial-design protection in the Act, and it has
declined every invitation to extend copyright protection to garment design, even for a period as short as
three years.
When determining whether a design feature of a
useful article like a garment can be copyrighted,
courts must apply the separability analysis set forth
in § 101 of the Copyright Act. At its most basic, that
framework requires a court to identify all of the
article’s inherent, essential, or natural functions,
then determine whether a design feature (1) can be
recognized as a unit by itself, apart from the article’s
utilitarian aspects (the identified-separately requirement), and (2) can exist side by side with the useful
article with both perceived as fully realized, separate
works (the exist-independently requirement).
In a close case, a court should decline to provide
copyright protection to a useful article’s design
features. This is consistent with Congress’s choice
not to extend the copyright monopoly to industrial
design and protects the public interest.
But this is not a close case. The features of a
cheerleader uniform do not satisfy the identifiedseparately requirement or the exist-independently
requirement. Unsurprisingly, faithful application of
the statutory test demonstrates that Varsity does not
have a century-long copyright monopoly that prevents Star Athletica from competing in the
cheerleader-uniform market.
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ARGUMENT
I.

The Court should adopt an analytical
framework for separability based on
§ 101’s statutory text.

As noted in the petition, there are at least ten
unique tests for separability. Pet. 21–23 & n.8. While
each of these tests has been commended and
criticized, none of them construes § 101 of the
Copyright Act the way this Court typically interprets
statutes: by parsing the statute’s words “in their
context, and with a view to their place in the overall
statutory scheme,” Davis v. Michigan Dept. of
Treasury, 489 U.S. 803, 809 (1989), and, “[w]henever
possible, . . . in accordance with constitutional
principles,” American Power & Light Co. v. Sec. &
Exch. Comm’n, 329 U.S. 90, 108 (1946). Accordingly,
Star Athletica begins with the constitutional framework for copyright protection and Congress’s implementation of that framework.
A. The Copyright Act of 1976 implements
the
Copyright
Clause’s
purpose of encouraging the development of artistic works.
The Copyright Clause, Article 1, § 8, cl. 8, empowers Congress “To promote the Progress of Science
and useful Arts by securing for limited Times to
Authors and Inventors the exclusive Right to their
respective Writings and Discoveries.” The Clause’s
purpose is not to protect the pecuniary interest of
inventors and authors, or to ensure their compensation, but to encourage the development of scientific
progress and artistic work. E.g., Sony Corp. of Am. v.
Universal City Studios, Inc., 464 U.S. 417, 429
(1984); United States v. Paramount Pictures, Inc.,
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334 U.S. 131, 158 (1948) (quoting Fox Film Corp. v.
Doyal, 286 U.S. 123, 127 (1932)). “As a result, courts
. . . must occasionally subordinate the copyright
holder’s interest in a maximum financial return to
the greater public interest in the development of art,
science, and industry.” Berlin v. E.C. Publ’ns, Inc.,
329 F.2d 541, 544 (2d Cir. 1964). The Copyright Act
of 1976 advances the constitutional purpose of
offering a limited copyright monopoly in exchange for
more innovation.
In so doing, Congress continued the longstanding
rule that useful articles cannot be copyrighted. 17
U.S.C. §§ 101, 102. As noted above, Congress rejected
efforts to extend copyright to the “original
ornamental design of a useful article” for a maximum
of 10 years because this “new form of design
protection . . . could not truly be considered copyright
protection.” H.R. Rep. No. 94-1476 at 50 (1976).
The rule against granting copyright monopolies
to designers of useful articles demonstrates
Congress’s reasoned judgment as to the appropriate
balance between the need to stimulate creativity and
the deleterious effects of monopolies. See Sony, 465
U.S. at 429 & n.10 (quoting H.R. Rep. No. 2222, 60th
Cong., 2d Sess. 7 (1909)). Congress has channeled
intellectual-property protection for useful articles
into regimes that it believes more appropriately
balance the public’s interest in competition and
promoting the advancement of the Arts and Sciences,
such as design patents, trademarks, and specific
regimes for particular kinds of articles. Cf. Am.
Dental Ass’n v. Delta Dental Plans Ass’n, 126 F.3d
977, 980 (7th Cir. 1997) (characterizing separability
analysis as establishing the line between copyright
and other bodies of intellectual-property law). This
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Court has identified that the “dichotomy of
protection” for aesthetic features “is not beauty and
utility but art for the copyright and the invention of
original and ornamental design for design patents.”
Mazer v. Stein, 347 U.S. 201, 218 (1954).
Like copyright, the patent regime originates from
the Patent and Copyright Clause and is thus
designed to incentivize the production of novel
inventions and, within a relatively short period,
move those inventions into the public domain.
Kewanee v. Bicron, 416 U.S. 470, 480 (1974). Design
patents apply to “new, original, and ornamental
design[s]” for articles of manufacture. 35 U.S.C.
§ 171. Among the important differences between
copyrights and design patents, design patents are
only available for novel, non-obvious designs that
cannot be anticipated from prior art. See Bonito
Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S.
141, 149-50 (1989). Applications for design patents
are given greater scrutiny than copyright
registrations. Carol Barnhart Inc. v. Econ. Cover
Corp., 594 F. Supp. 364, 367 (E.D.N.Y. 1984). And
design patents last 15 years, 35 U.S.C. § 173, not a
century. As this Court explained, “the efficient operation of the federal patent system depends upon
substantially free trade in publicly known, unpatented design and utilitarian conceptions.” Bonito Boats,
489 U.S. at 156. Although overlap between copyright
and design patents may be inevitable, Application of
Yardley, 493 F.2d 1389, 1394 (C.C.P.A. 1974),
liberally granting copyright to utilitarian articles
undermines the patent system. (Trademark, while
another important area of intellectual-property protection, does not have a constitutional foundation.)
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The Copyright Act’s plain text must therefore be
construed in the context of the overarching constitutional policy that animates the exclusion of the
designs of useful articles, as well as Congress’s
repeated refusal to expand protection of industrial
design of useful articles including garments.
B. The statutory basis for separability
With this background, we turn to the text of the
Copyright Act. In § 102, Congress provides that
“[c]opyright protection subsists . . . in original works
of authorship” including “pictorial, graphic, and
sculptural works.” 17 U.S.C. § 102(a)(5).
Section 101 defines “pictorial, graphic, and
sculptural works”:
two-dimensional
and
three-dimensional
works of fine, graphic, and applied art,
photographs, prints and art reproductions,
maps, globes, charts, diagrams, models, and
technical drawings, including architectural
plans. Such works shall include works of
artistic craftsmanship insofar as their form
but not their mechanical or utilitarian
aspects are concerned; the design of a useful
article, as defined in this section, shall be
considered a pictorial, graphic, or sculptural
work only if, and only to the extent that, such
design incorporates pictorial, graphic, or
sculptural features that can be identified
separately from, and are capable of existing
independently of, the utilitarian aspects of the
article. [17 U.S.C. § 101 (emphasis added).]
Thus, copyright protection for pictorial, graphic,
and sculptural works broadly covers all aspects of
fine art, applied art, photographs, and the like, and
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extends to the form but not the function of works of
artistic craftsmanship. But the designs of useful
articles are pictorial, graphic, or sculptural works—
and thus protected by copyright—only if the designs
meet the statutory test for separability.
The § 101 text addressing separability has three
parts, and the third part has two sub-parts.
1. Section 101’s definition of pictorial, graphic,
and sculptural works creates a presumption against
copyright protection for the design of any useful
article or feature of a useful article: copyright protection in any design of a useful article exists “if, and
only to the extent that, such design incorporates
pictorial, graphic, or sculptural features” that are
separable. 17 U.S.C. § 101 (emphasis added). Thus,
no matter how creative and artistic a feature of the
design of a useful article, it is not protectable unless
it is separable from the useful article itself. See
Compendium of U.S. Copyright Office Practices
§ 924.2 (3d. ed. 2014) [hereinafter “Compendium III”]
(“Congress has made it clear that the Copyright Act
does not cover any aspect of a useful article that
cannot be separated from its functional elements.”).
And § 101 reiterates that a work’s “utilitarian
aspects” are never protected by copyright. 17 U.S.C.
§ 101. In other words, the Copyright Act intentionally under-protects creative and artistic features of
the designs of useful articles.
The presumption against protecting the designs
of useful articles is confirmed by Congress’s actions
before, during, and after the adoption of the Copyright Act. In the 1950s, the Register of Copyrights
and some in the Congress sought to adopt a new
regime to protect industrial designs for a period of
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five years that would operate side-by-side with
design-patent law and existing copyright law. See
Reichman, Design Protection, 1983 Duke L.J. at
1186-95 (discussing S. 2075, 86th Cong., 1st Sess.
May 28, 1959). The attempt to adopt so-called sui
generis protection for industrial design ultimately
culminated in Title II to the revision of the Copyright
Act that was adopted by the Senate, but stricken by
the House. See id. at 1251-62. Between 1914 and
1978, Congress rejected approximately 70 designprotection bills. See Esquire, Inc. v. Ringer, 591 F.2d
796, 800 n.12 (D.C. Cir. 1978).
In the House Report accompanying the revised
Copyright Act, the Judiciary Committee noted that it
“added language to the definition of ‘pictorial,
graphic, and sculptural works’ in an effort to make
clearer the distinction between works of applied art
protectable under the bill and industrial design not
subject to copyright protection.” 6 H.R. Rep. No. 941476, at 50 (emphasis added). The language was
intended to “draw as clear a line as possible between
copyrightable works of applied art and uncopyrightable works of industrial design.” Id. at 55. The
Copyright Office has relied on this language to
support its policy of generally refusing to register
garment designs including uniforms. Registrability
of Costume Designs, 56 Fed. Reg. at 56,530-31.
6 Industrial design is “ ‘[t]he professional service of creating
and developing concepts and specifications that optimize the
function, value, and appearance of products and systems for the
mutual benefit of the user and the manufacturer’.” Cooper C.
Woodring, A Designer’s View on the Scope of Intellectual
Property Protection, 24 AIPLA Q.J. 309, 309 (1996) (quoting the
Industrial Designers Society of America’s definition).
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Since the adoption of the Copyright Act,
Congress has adopted two forms of sui generis
protections for industrial designs. In 1984, Congress
adopted a new type of intellectual property
protection for the layout of semiconductor chips. 17
U.S.C. §§ 901–14. In 1998, it enacted the Vessel Hull
Design Protection Act, providing a new type of
protection for boat hulls. 17 U.S.C. §§ 1301–32
Semiconductor chip layouts and boat hulls are
protected for just ten years. 17 U.S.C. §§ 904, 1305.
Despite repeated attempts by various commercial
interests, Congress has not adopted any other new
forms of intellectual property protection for
industrial designs.
Thus, in the language of § 101 and its course of
conduct before, during, and after the passage of the
Copyright Act of 1976, Congress demonstrated that
copyright protection is not available for articles of
industrial design. And given the explicit grant of
constitutional authority, courts are properly
reluctant “to expand the protections afforded by the
copyright without explicit legislative guidance.”
Sony, 464 U.S. at 431.
2. Section 101 defines a “useful article” as “an
article having an intrinsic utilitarian function that is
not merely to portray the appearance of the article or
to convey information.” 17 U.S.C. § 101 (“useful
article” definition). “An article that is normally a
part of a useful article is considered a ‘useful
article’.” Ibid. A function is “intrinsic” if it is part of
the article’s natural, essential, or inherent nature.
Shorter Oxford English Dictionary 1420 (6th ed.
1993) [hereinafter “Shorter OED”]. Thus, if an article
has a useful function that is inherent, essential, or
natural to what the article is, then it is a useful
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article. The uses for which an article is marketed are
strong evidence of its functions.
Congress recognized that works of fine art and
other pictorial, graphic, or sculptural works might be
said to have a utilitarian function of portraying the
article itself, like a painting or sculpture, or
conveying information, like a map or diagram. 17
U.S.C. § 101. To the extent that an article serves to
portray its own appearance or convey information,
and nothing more, it is protectable.
Congress also explained that “[a]n article that is
normally a part of a useful article is considered a
‘useful article’.” Ibid. This is true regardless of
whether the feature is otherwise separable from the
design of the useful article. For example, wheel
covers are normally part of an automobile, and both
automobiles and wheel covers are useful articles. See
Norris Indus., Inc. v. Int’l Tel. & Tel. Corp., 696 F.2d
918, 922 (11th Cir. 1983). This non-protection for
parts of a useful article furthers Congress’s interest
in funneling protection for industrial design into
design patents or an as-yet-unadopted sui generis
protection.
3. Section 101 describes the features of a useful
article that a claimant can copyright: “features that
[1] can be identified separately from, and [2] are
capable of existing independently of, the utilitarian
aspects of the article.” 17 U.S.C. § 101. The phrases
“that can be identified separately from” and “are
capable of existing independently of” both modify the
final phrase, “the utilitarian aspects of the article.”
The “and” that connects the two phrases means both
must be satisfied for a work to be copyright-eligible.
So the feature must be able to be identified sepa-
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rately from the utilitarian aspects of the pictorial,
graphic, or sculptural article, and the feature must
be capable of existing independently of the utilitarian aspects of the pictorial, graphic, or sculptural
article. The purpose of this inquiry is to help determine whether an article’s feature is artistic,
utilitarian, or both. If the feature is solely artistic, it
can be copyrighted. If the feature is even slightly
utilitarian or both utilitarian and artistic, it cannot
be copyrighted.
3.a. Begin with the first of these two parts—a
“feature[ ] that can be identified separately from . . .
the utilitarian aspects of the article.” “Identify”
means to “establish” or “recognize” what something
is. Shorter OED at 1319; Random House Webster’s
Unabridged Dictionary, 1746 (2d ed. 2001).
“Separate” means “[e]xisting or regarded as a unit by
itself.” Shorter OED at 2756. So a feature of a useful
article must be recognizable as a unit by itself, apart
from the article’s utilitarian aspects.
For example, the identified-separately requirement could not be satisfied by the fanciful bike rack
in Brandir Int’l Inc. v. Cascade Pacific Lumber Co.,
834 F.2d 1142 (2d Cir. 1987). There, a sculptor
adapted one of his sculptures to accommodate the
utilitarian function of holding up bicycles, “a product
of industrial design.” Id. at 1147. (The copyright was
asserted in the bike rack, not the sculpture.) In so
doing, there was no artistic element of the bike rack
that could be “identified as separate” from “the
utilitarian aspects of the article.” Id. at 1148. The
artistic shape of the rack simultaneously served a
utilitarian purpose. Accordingly, it could not be
copyrighted.
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The same would be true with those parts of the
shape of a container necessary to hold the liquid
within it. E.g., Ets-Hokin v. Skyy Spirits, Inc., 225
F.3d 1068 (9th Cir. 2000) (analyzing a vodka bottle).
No matter how artistic or original, the container’s
shape is merged with the container’s utilitarian
function of retaining the liquid within it insofar as
the shape accomplishes that function, and the
container cannot be identified separately. See Inhale,
Inc. v. Starbuzz Tobacco, Inc., 755 F.3d 1038, 1042
(9th Cir. 2014) (analyzing a hookah water container).
Or consider “the arrangement of decorative
sequins and crystals on the dress bodice; horizontal
satin ruching at the dress waist; and layers of tulle
on the skirt” of a prom dress. See Jovani Fashion,
Ltd. v. Fiesta Fashions, 500 F. App’x 42 (2d Cir.
2012). In addition to assisting with covering the
body, these features cause an observer to perceive
that the wearer is attending the prom, draw
attention to certain parts of the wearer’s body and
not others, and generally create a slimming effect. In
other words, the features are both artistic and utilitarian. That is why someone buying a prom dress
asks “How does this dress make me look?” So the
features cannot be “identified separately” from the
dress. Id. at 45.
Admittedly, applying this identified-separately
factor will not be determinative in many cases. It is
often easy to separately identify features from the
utilitarian aspects of useful articles, such as the
three-dimensional carvings of shells, leaves, columns
and rosettes decorating furniture. E.g., Universal
Furniture Int’l, Inc. v. Collezione Europa USA, Inc.,
618 F.3d 417 (4th Cir. 2010). The analysis would
then move to the independent-existence portion of
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the inquiry. But applying the identified-separately
filter honors the statutory text and will relieve courts
in some cases from the need to engage in the more
challenging independent-existence portion of the
analysis.
3.b. The second of the two parts is a “feature[ ]
. . . capable of existing independently of [ ] the
utilitarian aspects of the article.” “Exist” means to
maintain objective reality or being. Shorter OED 894
(6th ed. 1993). “Independent” means not “dependent
or contingent on something else for its existence.” Id.
at 1362. As the Copyright Office explains in the
current edition of its Compendium of U.S. Copyright
Office Practices, this requires that “the artistic
feature and the useful article could both exist side by
side and be perceived as fully realized, separate
works—one an artistic work and the other a useful
article.” Compendium III § 924.2(B). So on the one
hand, the feature cannot advance the utility of the
article, and the article cannot depend on the feature
for its utility. On the other hand, the article cannot
advance the aesthetics of the feature, and the feature
cannot depend on the article for its aesthetics. Again,
the purpose of this analysis is to determine whether
a feature is solely artistic, only utilitarian, or both.
Only the first kind of feature is protectable.
Star Athletica submits that there are three distinct approaches that courts and the Copyright Office
have properly used that assist the existsindependently analysis. None of these approaches
require a direct metaphysical contemplation of
whether the feature is an artistic work.
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Physical Separability
The first approach is to consider whether the
feature “could be physically removed without altering the useful aspects of the article.” Compendium
III § 924.2(A). By definition, such a feature would be
copyrightable because the feature is solely artistic,
can be identified separately, and is capable of
existing independently. A hood ornament is physically separable and thus protectable. Ibid.
Design Process
The second approach to assist in determining
whether a feature is solely artistic, only utilitarian,
or both, considers “whether the design elements can
be identified as reflecting the designer’s artistic
judgment exercised independently of functional
influence.” Pivot Point Int’l v. Charlene Prods., Inc.,
372 F.3d 913, 931 (7th Cir. 2004) (quoting Brandir,
834 F.2d at 1145) (emphasis added). This factor can
be analyzed in a straightforward manner using two
statutory criteria, utility and independence:
Was the feature created to produce a useful
article? This criterion looks at the objective evidence
of the creative environment. For example, at one end
of the spectrum is a designer, employed by a car company to design a car part. It is highly likely the
designer is making a utilitarian feature (or at least a
utilitarian and artistic feature) rather than a solely
artistic feature. At the other is a designer commissioned to sculpt a public monument. Everything
about the article and its features is likely to be
artistic. An industrial environment makes it more
likely that function played a significant role in the
design than a purely artistic environment.
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How independent was the creative process? This
criterion examines the objective evidence of the
constraints imposed on the designer. For example,
was the designer given an outline within which to
create a design? This suggests a utilitarian feature.
Or was the designer free to create without limitations of shape or form? This suggests an artistic
feature. Is the feature part of the article’s overall
configuration? Does the feature hew so closely to the
useful article’s shape that it must be altered if the
useful article’s size changes? If so, the feature is
utilitarian as well as artistic. The more the
constraints, the more likely that function influenced
design and the feature is therefore not protectable.
When a feature is designed to make a useful
article and is the result of utilitarian pressures
rather than artistic independence, the feature is
nearly always incapable of existing independently.
Brandir, 834 F.2d at 1147. This framework can often
resolve the separability analysis.
Marketability
A third way to evaluate the exists-independently
requirement is to ask if “there is substantial
likelihood that” the pictorial, graphic, or sculptural
feature “would still be marketable to some
significant segment of the community” without its
utilitarian function. Galiano v. Harrah’s Operating
Co., 416 F.3d 411, 419 (5th Cir. 2005) (quoting 1
Nimmer on Copyright § 2.08[B][3]) (emphasis added).
In other words, without utilitarian function, does the
feature still have significant market appeal “simply
because of its aesthetic qualities”? Ibid. (quoting 1
Nimmer on Copyright § 208[B][3]). This analysis
indirectly measures whether the feature is a “work[ ]
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of fine, graphic, [or] applied art,” 17 U.S.C. § 101,
albeit by relying on the market and not a judge’s
personal views. Cf. Bleistein v. Donaldson
Lithographing Co., 188 U.S. 239, 251 (1903) (Holmes,
J.) (calling it a “dangerous undertaking for persons
trained only to the law to constitute themselves final
judges” of artistic value). Without ever being
incorporated into a lamp, the statuette in Mazer
could be—and was—marketed to a substantial
segment of the community as a statuette. Mazer, 347
U.S. at 203.
Even when applying these three approaches, the
exists-independently evaluation will sometimes result in a close case. This is the consequence of the
limited statutory guidance and the difficulty of determining separability. In such a case, a court should
apply the background policy against extending a
century of copyright monopoly protection to
industrial design.
Consider a few examples. First, the stripes, color
blocks, and star-shaped buttons incorporated in
casino-uniform designs in Galiano do not satisfy the
exists-independently requirement. As a threshold
matter, no one contended these features were
physically separable from the uniforms. More
important, the features were designed specifically for
the purpose of adorning casino uniforms and were
designed to the cut and shape of the uniform. See
Galiano, 416 F.3d at 413. The features were not
created as standalone art pieces that were later
appended to a garment. Finally, the features had
utilitarian functions. They drew attention to the
wearer and identified the wearer as a casino
employee. That objective evidence, on its own, is
enough for a court to conclude that the features do
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not exist independently of the utilitarian aspects of
the useful article and thus are not separable.
In addition, there is no substantial likelihood
that the stripes, color blocks, and star-shaped buttons would be marketable to a significant segment of
the community without their utility as casinouniform ornamentation. Someone, somewhere, at
some time, might, theoretically, purchase these
features as art to hang on the wall, but a “significant
segment” of the community would not. Id. at 422.
The mannequin heads in Pivot Point provide a
more difficult case. There, the objective evidence
showed that a German artist (Horst Heerlein)
created an original sculpture of a female human
head. He was told the head would be used by hair
stylists and was given no specific dimensional requirements but was told to imitate the hungry look
of high-fashion runway models. 372 F.3d at 931–32.
Even if the sculpture’s facial design features had no
utilitarian use for hair stylists, it is not clear if they
might still be marketed to a substantial segment of
the community as art. And the two judges in the
majority, the judge in dissent, and Judge
Easterbrook (sitting as the district-court judge)
differed sharply as to whether the mannequin head
could serve its useful function without the features,
or whether the features retained their aesthetics
without being appended to the head itself. It would
have been appropriate to apply the underlying
copyright policy against protecting industrial design
and deny copyright protection. But, what should
have been dispositive was the fact that the features
of the mannequin heads—no matter how artistic—
served the utilitarian function of allowing a hairstylist to practice his or her craft.
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C. The statutory-separability analysis
Putting all the pieces together, separability
under § 101 should be analyzed using the following
framework:
1. A court begins the separability analysis by
deciding whether the pictorial, graphic, or sculptural
work is a design of a useful article. Designs of useful
articles are presumptively not entitled to copyright
protection. A feature of a useful article is protectable
only if that feature satisfies the separability test,
with doubts resolved against copyrightability.
2. The presumption against extending copyright
protection to utilitarian objects requires courts to
identify all of the article’s inherent, essential, or
natural functions. The uses for which an article is
marketed is strong evidence of its functions.
3. Next, the court considers whether a feature of
a useful article can be recognized as a unit by itself,
apart from the article’s utilitarian aspects (the
identified-separately requirement) because it is purely artistic. If the answer is no, the feature cannot be
copyrighted. Period.
4. Finally, the court considers whether the
artistic feature and the useful article could both exist
side by side and be perceived as fully realized,
separate works—one an artistic work and the other a
useful article (the exist-independently requirement).
So on the one hand, the feature cannot advance the
utility of the article, and the article cannot depend on
the feature for its utility. On the other hand, the
article cannot advance the aesthetics of the feature,
and the feature cannot depend on the article for its
aesthetics. To assist in this analysis, a court should
consider physical separability (which, if met, is dis-
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positive), design process (which can be dispositive),
and marketability (which can also be dispositive).
Again, copyrightability turns on whether the feature
is purely artistic. If the feature is even slightly
utilitarian, it cannot be copyrighted.
In a close case, a court should follow its
analogous approach in the trade-dress arena and
decline to provide copyright protection to the useful
article’s design features based on Congress’s choice
not to extend the copyright monopoly to industrial
designs. Wal-Mart Stores, Inc. v. Samara Bros., Inc.,
529 U.S. 205, 215 (2000) (“To the extent there are
close cases, we believe that courts should err on the
side of caution and classify ambiguous trade dress as
product design, thereby requiring secondary
meaning.”). Any extra-legislative overextension of
intellectual-property protection will naturally result
in strike litigation that diminishes competition, see
id. at 214–15, like this very suit.
II.

Response to potential criticisms of
Star Athletica’s approach

Given that the federal courts have wrestled with
§ 101 separability for 40 years without coming to any
notable consensus, Star Athletica’s proposed
statutory separability analysis undoubtedly would
create “a sub-optimal prophylactic rule,” Galiano,
416 F.3d at 421. The result at times may be that
features one would expect are copyrightable are not.
But this is the effect of Congress’s stringent
requirement for the separateness of any useful
article’s features. Nonetheless, there are several fair
objections to various aspects of the statutory
separability analysis Star proposes.
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One possible objection to Star’s approach is its
consideration of whether design features can be
identified as reflecting the designer’s artistic
judgment exercised independently of functional
influence. Judge Kanne, in his Pivot Point dissent,
criticized such an analysis because the “statute looks
to the useful article as it exists, not to how it was
created.” 372 F.3d at 934.
But as the Pivot Point majority points out, the
courts have reached common ground that the usefularticle language in the Copyright Act’s definition of a
pictorial, graphic, or sculptural work “was intended
to distinguish creative works that enjoy protection
from elements of industrial design that do not.” Id. at
920-21. Professor Denicola explained in Applied Art
and Industrial Design: A Suggested Approach to
Copyright in Useful Articles, 67 MINN. L. REV. 707,
741 (1983) (and the Second Circuit has agreed), that
§ 101’s language draws “a distinction between works
of industrial design and works whose origins lie
outside the design process, despite the utilitarian
environment in which they appear.” 67 MINN. L. REV.
at 742, quoted in Brandir, 834 F.2d at 1145. That
statutory limit is “an attempt to identify elements
whose form and appearance reflect the unconstrained perspective of the artist.” Ibid. Industrial
design is dominated “by the merger of aesthetic and
utilitarian concerns.” Id. at 739. The influence of
nonaesthetic factors, and the dual requirements of
what the product must do and how it must look that
distinguishes the task of the industrial designer from
that of a sculptor. Id. at 739-40. Thus, copyrightability “should turn on the relationship between the
proffered work and the process of industrial design.”
Id. at 741 (emphasis added).
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Professor Denicola articulates a test that is
admirably consistent with § 101’s text and purpose.
But one might still object that the test creates an
anomaly: two identical useful articles could have
been created by two separate designers working
autonomously, one in slavish adherence to the useful
article’s form and function, the other completely
independent of such considerations. The result would
be a complete bar to copyrightability for designer
one, while leaving the door open to copyrightability
for designer two. But this objection proves too much,
because every design, theoretically, could be the
product of chance. (Rather than one million monkeys
typing randomly until accidentally writing Shakespeare’s Macbeth, think of those same million
monkeys making random drawings on blank pieces
of paper until accidentally drawing a cheerleadinguniform design.) In real life, when a design is driven
by the objective to make a useful article, is intertwined with the form or function of the useful article,
and is the result of utilitarian pressures, the feature
is the product of industrial design. And because
Congress in the 1976 Act was specifically attempting
to exclude industrial design from copyright
protection, objective evidence of a process driven by
the concerns of manufacturing a useful article should
militate against copyrightability.
A second possible objection to Star’s approach is
consideration of marketability. In Carol Barnhart,
Inc. v. Economy Cover Corp., Judge Newman said
that a marketability test privileges a judge’s
personal taste in popular art, requires conjecture,
and is often undermined by the fact that the
defendant in a copyright action has already copied
the work at issue. 773 F.2d 411, 422 (2d Cir. 1985)
(Newman, J., dissenting). These are fair criticisms.
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But marketability can provide objective information
regarding how a reasonable person would perceive a
useful article’s design features. This is why Star
Athletica advocates Nimmer’s approach as a
consideration in the exists-independently inquiry.
A third possible objection is Star’s rebuff of other
possible tests. But the remaining tests are fraught
with problems. The primary-subsidiary approach
requires a court to determine if a design’s artistic
features are “primary” to the “subsidiary utilitarian
function.” See Kieselstein-Cord v. Accessories by
Pearl, Inc., 632 F.2d 989, 993 (2d Cir. 1980). This
test is hopelessly vague, difficult to apply, and turns
almost entirely on a court’s subjective determination
of what aspects of a useful article are primary versus
subsidiary. The ordinary-observer approach, which
requires a court to ask whether an article “creates in
the mind of the ordinary[, reasonable] observer two
different concepts that are not inevitably entertained
simultaneously,” see Carol Barnhart, Inc., 773 F.2d
at 422 (Newman, J., dissenting), suffers from the
same infirmities and the additional challenge of
engaging in counterfactual metaphysics.
Other approaches the Sixth Circuit identified in
its opinion, Pet. App. 30a–33a, also suffer from
infirmities. For example, the objectively-necessary
approach, see Carol Barnhart Inc., 773 F.2d at 419,
asks whether the feature is necessary to the useful
article’s function. This test is less restrictive than the
statutory test, which excludes protection for any
feature that has any utilitarian function. The standalone approach, see Pivot Point, 372 F.3d at 934
(Kanne, J., dissenting), asks whether the useful
article’s functionality remains intact once the
copyrightable material is separated. This, too, is less
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restrictive than the statutory test, and for the same
reasons.
Star’s test subsumes Patry’s approach, see
2 William F. Patry, Patry on Copyright § 3:145–46
(2015), which asks “whether the pictorial, graphic, or
sculptural features are dictated by the form or function of the utilitarian aspects of the useful article,”
id. § 3:146. This test tracks a portion of Star’s designprocess approach but ignores other aspects of the test
that the statutory text requires be included (such as
the identified-separately requirement).
And the subjective-objective approach, referenced
by the Sixth Circuit panel majority, see Pet. App.
33a, introduces the designer’s subjective intent. Such
a test could easily be gamed by a dishonest
designer’s testimony as to what “motivated” the
design process.
A final objection might be to Star Athletica’s
suggestion that in a close case, a court should decline
to provide copyright protection to the useful article’s
design features. But this analysis is grounded firmly
in the Copyright Clause’s underlying purpose, the
Copyright Act of 1976’s presumption against the
copyrightability of useful articles and their design
features, and Congress’s persistent refusal to extend
copyright protection not only to garment design, but
the design of any useful article aside from boat hulls.
(Notably, Congress enacted protection for boat-hull
designs in 1998, nine years after this Court said
federal patent law preempted protection for boat
hulls under state law. But even then, Congress
granted protection for only 10 years, not a century.)
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Admittedly, no one, including Star or Varsity,
can point to a single approach as flowing ineluctably
from the statutory text. But this Court’s instruction
to lower courts to be cautious in recognizing
separable features of useful articles will ensure that
the public’s right to copy and sell such articles is
protected over the monopolist. Cf. Bonito Boats, 489
U.S. at 156; Sears, Roebuck & Co. v. Stiffel Co., 376
U.S. 225, 229–31 (1964). In the Copyright Office’s
words, if Varsity wants greater protection for its
garment designs, the way to do it is not through the
court system. Varsity “must address [its] concerns to
the Congress, since establishment of such protection
must have Congressional authorization.” Registrability of Costume Designs, 56 Fed. Reg. at 56,532.
III.

Applying the § 101 separability test
compels the conclusion that the
features of a cheerleader uniform
(stripes, chevrons, color blocks,
braids) cannot be copyrighted.

It is undisputed that a garment is a useful article. Accordingly, a design of a cheerleading uniform,
which is a type of garment, standing alone, is not
copyrightable. It is indisputable that cheerleading
uniforms normally include decorative features
including color blocks and stripes. See J.A. 32–37,
324–38; R.176, Def.’s Resp. to Varsity’s Statement of
Undisputed Facts, Exs. C, H-J Excerpts from
Varsity’s catalogs (none of the cheerleading uniforms
shown in Varsity’s catalogs are monochrome). Thus,
the arrangement of color blocks and stripes is also a
useful article. 17 U.S.C. § 101. The presumption
against copyright for garment design extends to any
feature normally incorporated into the garment—
such as the stripes, chevrons, or zigzags at issue

45
here—unless a particular feature can satisfy the
separability analysis, i.e., the feature is solely artistic. Even the slightest utilitarian function results in
no copyright for the feature.
To begin, a cheerleader uniform has a number of
inherently useful functions. As the Sixth Circuit
panel majority noted, a uniform must cover the body,
wick away moisture, and withstand the rigors of
athletic movement. Pet. App. 43a. A cheerleader uniform allows a third-party to perceive that the wearer
is a cheerleader and is also a member of a particular
cheerleading team. R.169-2, Sarabia Decl. ¶¶ 9–11,
Pg. ID 2178–80. As Judge McKeague recognized in
dissent (echoing the district court), an unadorned
cheerleader uniform is nothing more than a “blank
white pleated skirt and crop top.” Pet. App. 53a.

J.A. 272
This garment “may be appropriate attire for a match
at the All England Lawn Tennis Club, but not for a
member of a cheerleading squad.” Pet. App. 53a.
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That is because a plain, white skirt and crop top do
not cause an observer to perceive the wearer as a
cheerleader or a member of a cheerleading team.
Moving to the identified-separately requirement,
can the stripes, chevrons, zigzags, and color blocks be
recognized apart from a cheerleader uniform’s
utilitarian aspects? No, for several reasons. As
Varsity’s lead designer explained, stripes, chevrons,
zigzags, and lines are all “basic elements” of
cheerleading uniform design. J.A. 305. This
conclusion is logical, as “[m]ost cheerleading designs
use diagonals, curves, lines and bright colors to
achieve the function of identifying the person
wearing it as a cheerleader” and as a particular
team’s member. Sarabia Decl. ¶¶ 10–11, Pg. ID
2180–81. Indeed, this Court has recognized (in the
patent context) that a “product design which has a
particular appearance may be functional because it
is ‘essential to the use or purpose of the article.’ ”
TrafFix Devices, Inc. v. Marketing Displays, Inc., 532
U.S. 23, 35 (2001) (quotation omitted). That is particularly true here, where viewing the color blocks,
stripes, etc. as a unit depicts a cheerleader uniform:

J.A. 82-83.
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And a uniform in black, without the blocks and
stripes, looks exactly like the ubiquitous little black
dress:

See J.A. 81 (Design 0815).
The features and the useful article are one and the
same.
The features cannot be identified separately for
additional reasons that make them particularly useful for a cheerleader uniform. The braiding defining
the uniform’s outline has the effect of drawing a
viewer’s attention to the overall configuration of the
uniform. The matching stripes on the skirt and top
bring the two pieces together. The arrangement of all
the features draws attention to where the school
name or logo will be placed. In the words of the
Copyright Act, the features cannot be recognized as a
unit by themselves “separately from . . . the utilitarian aspects of the article.” 17 U.S.C. § 101.
This functionality is particularly true of the cutand-sew uniforms that Varsity sued to enjoin Star
Athletica from making. A cut-and-sew uniform’s
stripes cover the outward-facing seams that connect
the colored panels. J.A. 355. So does the braiding
(the striped fabric strips on all of the uniform
designs). Ibid. Braiding also serves to create style
lines and to minimize the stretching of neck and
waist openings while strengthening the neck and
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waist hems and hem stitching (which, again, is
hidden under the braid). J.A. 356–57. And the
braiding establishes the contours of the cheerleading
uniform’s shape. J.A. 32, 70, 81–83. Like the arrangement of the prom dress’s decorative elements in
Jovani, and the casino-uniform features in Galiano,
none of the decorative features here can be recognized apart from the cheerleader uniform’s utilitarian aspects. They are unified. Thus Varsity’s
uniform features cannot be copyrighted, and there is
no need to conduct the exists-independently analysis.
But turning to the exists-independently requirement, can the uniform features and the uniform
itself exist side by side and be perceived as fully
realized, separate works, one artistic and the other
useful? Considering physical separability first, the
uniform features are not physically separable. On
one side, you would have a collection of stripes,
chevrons, and color blocks that still shout
“cheerleader uniform,” not “nonfunctional artistic
arrangement of colors and stripes.” On the other, you
would have a plain, white top and skirt with exposed
seams, diminished structural integrity, no effect on
how the wearer is identified, and a detrimental effect
on how the wearer’s body is perceived.
As for design process, the objective evidence is
conspicuous. On the creative-environment spectrum,
Varsity’s employees were not creating abstract art
for a museum; they were hired to create cheerleaderuniform designs, Pet. App. 73a, their own original
designs or copies of competitors, see J.A. 188. On the
creative-independence spectrum, Varsity’s employees
did not have the freedom to create without
limitations of shape and form; they began the process
by sketching a design over an outline of a cheerleader.
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Pet. App. 60a. Unsurprisingly, each design produced
is of a three-dimensional cheerleading uniform—not
an abstract two-dimensional form. Id.; J.A. 324–38.
And the features hew precisely to the contours of the
uniform shape and to the seams they need to cover,
all dictated by the wearer’s body. J.A. 355–56. So
much so, that if the uniform size changes, the
features must be changed in size or the features will
be out of proportion and look ridiculous (e.g., stripes
and chevrons that stop short of the uniform seams).
That is not true of a Piet Mondrian painting printed
on a garment, which need not even be re-sized as the
garment gets smaller or larger. Like the artist who
modified his wire sculpture so that it could serve the
functionality of a bike rack, Varsity’s designs are
driven by utilitarian pressures, not solely by artistic
judgment. In this respect, Varsity’s designs are just
like the casino-uniform design features that the Fifth
Circuit held could not be copyrighted in Galiano. And
if the features are even only slightly utilitarian, this
is dispositive.
But turning to marketability, it is certainly
conceivable that if Varsity’s stripes, chevrons, and
color blocks stood on their own, someone might buy
that “art.” But it is not possible to say that such art
would be marketable to a significant segment of the
community simply for its aesthetic qualities independent of the function of identifying and drawing
attention to a cheerleader. The “draw” of the features,
whether hanging on the wall or printed on a t-shirt
or smartphone case, is their ability to evoke a
cheerleader uniform. That is why the market for
cheerleader uniforms is in the hundreds of millions
of dollars while the market for hang-on-the-wall
stripes, chevrons, and color blocks qua stripes,
chevrons, and color blocks is nonexistent.
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In sum, the uniform features cannot exist
independently of the uniform’s utilitarian aspects.
And if the Court thinks the question is a close one, it
should come down on the side of noncopyrightability.
rather than granting Varsity a century of copyrightmonopoly protection in more than 200 cheerleaderuniform designs. The Copyright Clause gives
Congress the power to grant such a monopoly to
promote the progress of science and the useful arts
for the public’s good. But all the relevant history
demonstrates that Congress has concluded that the
public good does not require copyright protection for
garment design.
Regarding garment design, Varsity’s brief opposing the petition argued that Varsity’s copyrights are
for fabric designs, not garment designs. That is incorrect. When one goes to a fabric store and purchases a
bolt of material with a pattern on it, that is a fabric
design; in contrast, Varsity’s designs are of actual
cheerleading uniforms.
Varsity’s fabric-design argument is belied by
Varsity’s deposit material for the registered designs,
which consisted of sketches of a model wearing a
cheerleading uniform and photographs of completed
uniforms, all of which depict neck holes, arm holes,
hems, and sides. R.169-2, Sarabia Decl. ¶ 8, Pg. ID
2179. It is belied by Varsity’s admission that the
analytically
indistinguishable
casino-uniform
designs at issue in Galiano were in fact “garment
designs.” See Pet. Reply 7–8; Br. in Opp. 15. It is
belied by Varsity’s advertisements to the market,
which claimed that Varsity’s “original uniform
designs” were copyright protected. J.A. 176–81. And
it is belied by Varsity’s threats against competitors
infringing on Varsity’s “right, title and interest in
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and to certain garment designs, each of which is an
original creation and constitutes copyrightable
subject matter.” J.A. 171. After all, Varsity is the
nation’s largest cheerleading-uniform manufacturer,
not a manufacturer of two-dimensional drawings of
cheerleading uniforms or even a manufacturer of
bolts of fabric with cheerleader designs.
In sum, Varsity’s copyright-infringement claim
unequivocally involves the design of useful articles,
i.e., cheerleader uniforms, not fabric designs, and the
features of those uniforms are inseparable from the
utilitarian function of the uniforms themselves.
IV. Errors in the Sixth Circuit panel majority’s
analysis
When measured against the statutory text as
analyzed above, the Sixth Circuit panel majority
erred in granting Varsity century-long protection in
its industrial cheerleader-uniform designs.
1. The panel majority erred in giving Skidmore
deference to the Copyright Office’s registration
determination and placing the burden on Star
Athletica “to overcome the presumption,” Pet. App.
15a–22a (citing Skidmore v. Swift & Co., 323 U.S.
134 (1944)), while declining to defer to the Copyright
Office’s policy that garment designs are not
copyrightable. In so doing, the panel majority
conflated the eligibility of Varsity’s drawings and
photos for copyright registration (which Star
Athletica does not contest), and Varsity’s ability to
use its registrations to prevent Star Athletica from
manufacturing actual cheerleading uniforms.
This point was made many years ago in Jack
Adelman, Inc. v. Sonners & Gordon, Inc., 112 F.
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Supp. 187 (S.D.N.Y. 1934). There, a district court
confronted a similar argument by a garment manufacturer who wanted to use its sketch of a dress to
prevent competitors from manufacturing that dress.
Id. at 188. The court explained, “[a] dress is not copyrightable. A picture of a dress is.” Id. at 189–90. And
the copyright in the picture (i.e., a two-dimensional
design) does not extend to the object pictured. Id. at
190. This limit on the scope of a copyright
registration (not on copyright registrability) was
incorporated by reference into the Copyright Act of
1976 when Congress preserved pre-1978 jurisprudence governing the scope of copyright protection
for depictions of useful articles in 17 U.S.C. § 113(b).
Thus, courts should not interpret § 101 in such a way
as to violate the principle set forth in Jack Adelman.
The same point was reiterated more recently in
Eliya, Inc. v. Kohl’s Dep’t Stores, 2006 WL 2645196
(S.D.N.Y. 2006) (Lynch, J.). Eliya, a shoe designer
and manufacturer, sued Kohl’s Department Stores,
alleging that Kohl’s copied one of Eliya’s copyrighted
shoe drawings. Id. at *1. Echoing Jack Adelman, the
district court clarified that Eliya had “no copyright in
an actual shoe, only a two-dimensional representation of one.” Id. at *8. In other words,
“ownership of a copyright in a pictorial representation of a useful article does not vest the owner of
the picture with a derivative copyright in the useful
article itself.” Id. at *9. Indeed, if “such roundabout
copyrighting were permitted, copyright law’s exclusion of useful articles would be eviscerated, because
any useful article could be copyrighted by merely
obtaining a copyright for a two-dimensional representation of the article.” Ibid.
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Here, Varsity claims copyrights in twodimensional drawings of three-dimensional cheerleader uniforms. Yet Varsity is attempting to use its
copyrights to prevent Star Athletica from manufacturing actual three-dimensional cheerleading
uniforms. To prevail, it is Varsity’s burden, not Star
Athletica’s, to prove that the scope of its copyrights
extends to the three-dimensional uniforms. And that
requires Varsity to prove separability. It does not
require Star Athletica to overcome the presumptive
validity of Varsity’s registration in two-dimensional
sketches and photographs of its uniforms.
2. The panel majority stumbled in its approach to
defining a cheerleader uniform’s intrinsic functions,
i.e., the natural, essential, or inherent nature of a
cheerleading uniform. The majority’s error flowed
from its belief that “ ‘[p]ortray[ing] the appearance of
the [useful] article’ and ‘convey[ing] information’ are
two utilitarian aspects that courts may not use to
determine whether pictorial, graphic, or sculptural
features are separable.” Pet. App. 38a (citing 17
U.S.C. § 101) (emphasis added). That statement misconstrues the statutory text, because, as noted above,
§ 101 does not say a useful article cannot convey
information; it says that an article that “merely”
conveys information is not a useful article (and is
therefore copyrightable). For example, a billboard or
a sign conveys information and nothing more. These
are not useful articles. In contrast, and as the panel
majority acknowledged, a cheerleader uniform does
not “merely” identify; it has a number of inherently
useful functions. Accordingly, the uniform is a useful
item, and all of its functionality, viewed in the light
of its intended purpose and use, must be evaluated to
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determine whether the uniforms’ features have even
the slightest utilitarian function.
3. The panel majority made a mistake in declining to consider the objective evidence regarding why
and how the Varsity designers created their designs
“to the exclusion of other evidence.” Pet. App. 40a–
41a. As explained above, it should be dispositive here
that Varsity’s employees made cheerleader uniforms
for a cheerleader manufacturer, started the design
process by sketching over an outline of a cheerleader,
and conforming the design features to the contours
and function of a cheerleader uniform. The composition of stripes, chevrons, and color blocks is not
merely decorative, but also serve to affect the perception of the wearer’s dimensions. To hold otherwise is
to ignore Congress’s intent to exclude industrial
design from the Copyright Act’s scope.
4. The panel majority blundered by rejecting
altogether the likelihood-of-marketability test. Pet.
App. 41a. Consideration of the marketability of
stripes, chevrons, and color blocks qua stripes, chevrons, and color blocks (there is none) demonstrates
that these design features and the utilitarian aspects
of a cheerleader uniform cannot be separated.
5. The panel majority miscited Star Athletica as
arguing that pictorial, graphic, and sculptural
features are always “inextricably intertwined with
the utilitarian aspects of a cheerleading uniform
because they serve a decorative function.” Pet. App.
43a–44a. Star Athletica could concede that if Varsity
had a copyright in The Starry Night painting,
Varsity could print a copy of that painting (in any
size it desired) on a uniform, and the print would
still be copyrightable. But, as explained above, that

55
scenario is 180 degrees from how the stripes,
chevrons, and color blocks appeared on Varsity’s
actual uniform designs here. It ignores that Varsity’s
designers were creating cheerleader uniforms, not
abstract works of art; that the designs hewed to the
outline of cheerleaders; and that the features and the
uniform cannot be identified separately (as can The
Starry Night and the uniform) or exist independently
(same).
6. The panel mistakenly conflated Varsity’s
claimed copyright in its uniform design with “fabric
designs.” Pet. App. 44a. As also explained above, this
is not and has never been a fabric-design case, which
is why Varsity’s initial Sixth Circuit brief devoted
more than 30 pages to the relative merits of the
various separability tests and their application to
this case, and zero pages to fabric design. R.24,
Appellant’s Br. 31–62.
7. The panel majority got it wrong when it said
that Varsity’s designs “do not ‘enhance the
[cheerleading uniform’s] functionality qua clothing,’ ”
because a “plain white cheerleading top and plain
white skirt still cover the body and permit the
wearer to cheer, jump, kick, and flip.” Pet. App. 45a.
The majority could have made the exact same
statement about a plain white gymnastics leotard or
wrestling singlet. Yet no one would look at a person
wearing a leotard or singlet and conclude that person
was a cheerleader or a member of a specific cheer
team.
8. The panel majority reasoned that nothing
(except perhaps good taste) prevents Varsity from
framing its designs on the wall as art. Pet. App. 47a.
This debases the marketability consideration that
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the majority previously disavowed. If applied literally, then every design feature ever created can be
copyrighted. (One could certainly frame the stripes,
color blocks, and star-shaped buttons of a casino
uniform, hang them on the wall, and sell them as
art.) Under Nimmer’s actual marketability test, the
question is whether the design features could be
marketed to a significant segment of the community
simply because of their aesthetic qualities. And as
already explained, there is no reason to think that is
the case with respect to Varsity’s design features.
9. Again confusing garment design (which is at
issue here) with fabric design (which is not)—the
majority attempted to reconcile its conclusion here
with that of other circuits analyzing garment-design
separability. The majority said that “the creative
arrangement of sequins, beads, ribbon, and tulle,
which form the bust, [sic] waistband of a [prom]
dress, do not qualify for copyright protection because
each of these elements (bust, waistband, and skirt)
all serve to clothe the body.” Pet. App. 49a (citing
Jovani). But in the majority’s world, these design
features are not actually necessary to cover the body;
the prom dress itself can do that. The Second Circuit
in Jovani concluded these features were not
copyrightable because the features enhanced the
dress’s functionality as clothing for special occasions
and were designed to advance that functionality. 500
F. App’x at 45. Some of the features form the dress’s
configuration, and all of them draw the viewer’s
attention to the wearer.
The panel majority here similarly said the
casino-uniform stripes, color blocks, and star-shaped
buttons in Galiano were uncopyrightable because
these features “are merely inventive designs used to
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cover the wearer’s body.” Pet. App. 49a–50a. Not so.
The uniform itself covered the wearer’s body. The
Fifth Circuit concluded these features were not
copyrightable because they were not marketable
independent of their utilitarian function as casino
uniforms. 416 F.3d at 421–22.
In sum, at nearly every step of the analysis, the
Sixth Circuit panel majority departed from the
statutory text and the logic of other cases. Once it is
understood that this is a case about uniform design,
not fabric design, and that a cheerleader uniform has
more utilitarian functionality than merely allowing
the wearer to kick and flip, the separability indicators all point to the nonprotectability of Varsity’s
uniform-design features. The panel majority’s holding effectively grants Varsity a century-long
cheerleader-uniform-design monopoly, the very
result Congress has persistently rejected for more
than 100 years by refusing to extend copyright
protection to garment design. This Court should
align itself with Congress and decline to adopt the
so-called “Sixth Circuit approach” or any approach
that would allow a century-long cornering of any
aspect of the garment market based simply on a
company’s copyright registration of a two-dimensional garment drawing.
The point of the Copyright Clause is to encourage
innovation and the creation of original works. But
the fashion industry already has that. There are
many market participants, intense competition, and
a race to release new designs. It is a paradigm of an
area that does not need a government-granted
monopoly to promote output and creativity. See Kal
Raustiala, Christopher Sprigman, The Piracy Paradox Revisited, 61 Stan. L. Rev. 1201, 1213 (2009).
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Thus, it should be no surprise that Congress has
declined every invitation to extend copyright
protection to garment design, even for periods as
short as three years, much less a century. This Court
should reject Varsity’s overture to overturn
Congress’s apparent policy choice that the fashiondesign industry does not warrant even copyright-lite
protection. As the district court ruled, Star Athletica
is entitled to judgment as a matter of law.
CONCLUSION
The judgment of the court of appeals should be
reversed.
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17 U.S.C. § 101
§ 101. Definitions
Except as otherwise provided in this title, as used in
this title, the following terms and their variant forms
mean the following:
An “anonymous work” is a work on the copies or
phonorecords of which no natural person is identified
as author.
An “architectural work” is the design of a building as
embodied in any tangible medium of expression,
including a building, architectural plans, or
drawings. The work includes the overall form as well
as the arrangement and composition of spaces and
elements in the design, but does not include
individual standard features.
“Audiovisual works” are works that consist of a
series of related images which are intrinsically
intended to be shown by the use of machines, or
devices such as projectors, viewers, or electronic
equipment, together with accompanying sounds, if
any, regardless of the nature of the material objects,
such as films or tapes, in which the works are
embodied.
The “Berne Convention” is the Convention for the
Protection of Literary and Artistic Works, signed at
Berne, Switzerland, on September 9, 1886, and all
acts, protocols, and revisions thereto.
The “best edition” of a work is the edition, published
in the United States at any time before the date of
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deposit, that the Library of Congress determines to
be most suitable for its purposes.
A person’s “children” are that person’s immediate
offspring, whether legitimate or not, and any
children legally adopted by that person.
A “collective work” is a work, such as a periodical
issue, anthology, or encyclopedia, in which a number
of
contributions,
constituting
separate
and
independent works in themselves, are assembled into
a collective whole.
A “compilation” is a work formed by the collection
and assembling of preexisting materials or of data
that are selected, coordinated, or arranged in such a
way that the resulting work as a whole constitutes
an original work of authorship. The term
“compilation” includes collective works.
A “computer program” is a set of statements or
instructions to be used directly or indirectly in a
computer in order to bring about a certain result.
“Copies” are material objects, other than
phonorecords, in which a work is fixed by any
method now known or later developed, and from
which the work can be perceived, reproduced, or
otherwise communicated, either directly or with the
aid of a machine or device. The term “copies”
includes the material object, other than a
phonorecord, in which the work is first fixed.
“Copyright owner”, with respect to any one of the
exclusive rights comprised in a copyright, refers to
the owner of that particular right.
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A “Copyright Royalty Judge” is a Copyright Royalty
Judge appointed under section 802 of this title, and
includes any individual serving as an interim
Copyright Royalty Judge under such section.
A work is “created” when it is fixed in a copy or
phonorecord for the first time; where a work is
prepared over a period of time, the portion of it that
has been fixed at any particular time constitutes the
work as of that time, and where the work has been
prepared in different versions, each version
constitutes a separate work.
A “derivative work” is a work based upon one or
more preexisting works, such as a translation,
musical
arrangement,
dramatization,
fictionalization, motion picture version, sound
recording,
art
reproduction,
abridgment,
condensation, or any other form in which a work may
be recast, transformed, or adapted. A work consisting
of editorial revisions, annotations, elaborations, or
other modifications which, as a whole, represent an
original work of authorship, is a “derivative work”.
A “device”, “machine”, or “process” is one now known
or later developed.
A “digital transmission” is a transmission in whole or
in part in a digital or other non-analog format.
To “display” a work means to show a copy of it, either
directly or by means of a film, slide, television image,
or any other device or process or, in the case of a
motion picture or other audiovisual work, to show
individual images nonsequentially.
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An “establishment” is a store, shop, or any similar
place of business open to the general public for the
primary purpose of selling goods or services in which
the majority of the gross square feet of space that is
nonresidential is used for that purpose, and in which
nondramatic musical works are performed publicly.
The term “financial gain” includes receipt, or
expectation of receipt, of anything of value, including
the receipt of other copyrighted works.
A work is “fixed” in a tangible medium of expression
when its embodiment in a copy or phonorecord, by or
under the authority of the author, is sufficiently
permanent or stable to permit it to be perceived,
reproduced, or otherwise communicated for a period
of more than transitory duration. A work consisting
of sounds, images, or both, that are being
transmitted, is “fixed” for purposes of this title if a
fixation of the work is being made simultaneously
with its transmission.
A “food service or drinking establishment” is a
restaurant, inn, bar, tavern, or any other similar
place of business in which the public or patrons
assemble for the primary purpose of being served
food or drink, in which the majority of the gross
square feet of space that is nonresidential is used for
that purpose, and in which nondramatic musical
works are performed publicly.
The “Geneva Phonograms Convention” is the
Convention for the Protection of Producers of
Phonograms Against Unauthorized Duplication of
Their
Phonograms,
concluded
at
Geneva,
Switzerland, on October 29, 1971.
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The “gross square feet of space” of an establishment
means the entire interior space of that
establishment, and any adjoining outdoor space used
to serve patrons, whether on a seasonal basis or
otherwise.
The terms “including” and “such as” are illustrative
and not limitative.
An “international agreement” is-(1) the Universal Copyright Convention;
(2) the Geneva Phonograms Convention;
(3) the Berne Convention;
(4) the WTO Agreement;
(5) the WIPO Copyright Treaty;
(6) the WIPO Performances and Phonograms
Treaty; and
(7) any other copyright treaty to which the United
States is a party.
A “joint work” is a work prepared by two or more
authors with the intention that their contributions
be merged into inseparable or interdependent parts
of a unitary whole.
“Literary works” are works, other than audiovisual
works, expressed in words, numbers, or other verbal
or numerical symbols or indicia, regardless of the
nature of the material objects, such as books,
periodicals, manuscripts, phonorecords, film, tapes,
disks, or cards, in which they are embodied.
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The term “motion picture exhibition facility” means a
movie theater, screening room, or other venue that is
being used primarily for the exhibition of a
copyrighted motion picture, if such exhibition is open
to the public or is made to an assembled group of
viewers outside of a normal circle of a family and its
social acquaintances.
“Motion pictures” are audiovisual works consisting of
a series of related images which, when shown in
succession, impart an impression of motion, together
with accompanying sounds, if any.
To “perform” a work means to recite, render, play,
dance, or act it, either directly or by means of any
device or process or, in the case of a motion picture or
other audiovisual work, to show its images in any
sequence or to make the sounds accompanying it
audible.
A “performing rights society” is an association,
corporation, or other entity that licenses the public
performance of nondramatic musical works on behalf
of copyright owners of such works, such as the
American Society of Composers, Authors and
Publishers (ASCAP), Broadcast Music, Inc. (BMI),
and SESAC, Inc.
“Phonorecords” are material objects in which sounds,
other than those accompanying a motion picture or
other audiovisual work, are fixed by any method now
known or later developed, and from which the sounds
can be perceived, reproduced, or otherwise
communicated, either directly or with the aid of a
machine or device. The term “phonorecords” includes
the material object in which the sounds are first
fixed.
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“Pictorial, graphic, and sculptural works” include
two-dimensional and three-dimensional works of
fine, graphic, and applied art, photographs, prints
and art reproductions, maps, globes, charts,
diagrams, models, and technical drawings, including
architectural plans. Such works shall include works
of artistic craftsmanship insofar as their form but
not their mechanical or utilitarian aspects are
concerned; the design of a useful article, as defined
in this section, shall be considered a pictorial,
graphic, or sculptural work only if, and only to the
extent that, such design incorporates pictorial,
graphic, or sculptural features that can be identified
separately from, and are capable of existing
independently of, the utilitarian aspects of the
article.
For purposes of section 513, a “proprietor” is an
individual, corporation, partnership, or other entity,
as the case may be, that owns an establishment or a
food service or drinking establishment, except that
no owner or operator of a radio or television station
licensed by the Federal Communications Commission, cable system or satellite carrier, cable or
satellite carrier service or programmer, provider of
online services or network access or the operator of
facilities therefor, telecommunications company, or
any other such audio or audiovisual service or
programmer now known or as may be developed in
the future, commercial subscription music service, or
owner or operator of any other transmission service,
shall under any circumstances be deemed to be a
proprietor.
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A “pseudonymous work” is a work on the copies or
phonorecords of which the author is identified under
a fictitious name.
“Publication” is the distribution of copies or
phonorecords of a work to the public by sale or other
transfer of ownership, or by rental, lease, or lending.
The offering to distribute copies or phonorecords to a
group of persons for purposes of further distribution,
public performance, or public display, constitutes
publication. A public performance or display of a
work does not of itself constitute publication.
To perform or display a work “publicly” means-(1) to perform or display it at a place open to the
public or at any place where a substantial
number of persons outside of a normal circle of a
family and its social acquaintances is gathered; or
(2) to transmit or otherwise communicate a
performance or display of the work to a place
specified by clause (1) or to the public, by means
of any device or process, whether the members of
the public capable of receiving the performance or
display receive it in the same place or in separate
places and at the same time or at different times.
“Registration”, for purposes of sections 205(c)(2), 405,
406, 410(d), 411, 412, and 506(e), means a
registration of a claim in the original or the renewed
and extended term of copyright.
“Sound recordings” are works that result from the
fixation of a series of musical, spoken, or other
sounds, but not including the sounds accompanying a
motion picture or other audiovisual work, regardless
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of the nature of the material objects, such as disks,
tapes, or other phonorecords, in which they are
embodied.
“State” includes the District of Columbia and the
Commonwealth of Puerto Rico, and any territories to
which this title is made applicable by an Act of
Congress.
A “transfer of copyright ownership” is an
assignment, mortgage, exclusive license, or any other
conveyance, alienation, or hypothecation of a
copyright or of any of the exclusive rights comprised
in a copyright, whether or not it is limited in time or
place of effect, but not including a nonexclusive
license.
A “transmission program” is a body of material that,
as an aggregate, has been produced for the sole
purpose of transmission to the public in sequence
and as a unit.
To “transmit” a performance or display is to
communicate it by any device or process whereby
images or sounds are received beyond the place from
which they are sent.
A “treaty party” is a country or intergovernmental
organization other than the United States that is a
party to an international agreement.
The “United States”, when used in a geographical
sense, comprises the several States, the District of
Columbia and the Commonwealth of Puerto Rico,
and the organized territories under the jurisdiction
of the United States Government.

10a
For purposes of section 411, a work is a “United
States work” only if—
(1) in the case of a published work, the work is
first published-(A) in the United States;
(B) simultaneously in the United States and
another treaty party or parties, whose law
grants a term of copyright protection that is the
same as or longer than the term provided in the
United States;
(C) simultaneously in the United States and a
foreign nation that is not a treaty party; or
(D) in a foreign nation that is not a treaty party,
and all of the authors of the work are nationals,
domiciliaries, or habitual residents of, or in the
case of an audiovisual work legal entities with
headquarters in, the United States;
(2) in the case of an unpublished work, all the
authors of the work are nationals, domiciliaries,
or habitual residents of the United States, or, in
the case of an unpublished audiovisual work, all
the authors are legal entities with headquarters
in the United States; or
(3) in the case of a pictorial, graphic, or sculptural
work incorporated in a building or structure, the
building or structure is located in the United
States.
A “useful article” is an article having an intrinsic
utilitarian function that is not merely to portray the
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appearance of the article or to convey information.
An article that is normally a part of a useful article
is considered a “useful article”.
The author’s “widow” or “widower” is the author’s
surviving spouse under the law of the author’s
domicile at the time of his or her death, whether or
not the spouse has later remarried.
The “WIPO Copyright Treaty” is the WIPO
Copyright Treaty concluded at Geneva, Switzerland,
on December 20, 1996.
The “WIPO Performances and Phonograms Treaty”
is the WIPO Performances and Phonograms Treaty
concluded at Geneva, Switzerland, on December 20,
1996.
A “work of visual art” is-(1) a painting, drawing, print, or sculpture,
existing in a single copy, in a limited edition of
200 copies or fewer that are signed and
consecutively numbered by the author, or, in the
case of a sculpture, in multiple cast, carved, or
fabricated sculptures of 200 or fewer that are
consecutively numbered by the author and bear
the signature or other identifying mark of the
author; or
(2) a still photographic image produced for
exhibition purposes only, existing in a single copy
that is signed by the author, or in a limited
edition of 200 copies or fewer that are signed and
consecutively numbered by the author.
A work of visual art does not include--
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(A)(i) any poster, map, globe, chart, technical
drawing, diagram, model, applied art, motion
picture or other audiovisual work, book,
magazine, newspaper, periodical, data base,
electronic
information
service,
electronic
publication, or similar publication;
(ii) any merchandising item or advertising,
promotional, descriptive, covering, or packaging
material or container;
(iii) any portion or part of any item described in
clause (i) or (ii);
(B) any work made for hire; or
(C) any work not subject to copyright protection
under this title.
A “work of the United States Government” is a work
prepared by an officer or employee of the United
States Government as part of that person’s official
duties.
A “work made for hire” is-(1) a work prepared by an employee within the
scope of his or her employment; or
(2) a work specially ordered or commissioned for
use as a contribution to a collective work, as a
part of a motion picture or other audiovisual
work, as a translation, as a supplementary work,
as a compilation, as an instructional text, as a
test, as answer material for a test, or as an atlas,
if the parties expressly agree in a written
instrument signed by them that the work shall be
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considered a work made for hire. For the purpose
of the foregoing sentence, a “supplementary work”
is a work prepared for publication as a secondary
adjunct to a work by another author for the
purpose of introducing, concluding, illustrating,
explaining, revising, commenting upon, or
assisting in the use of the other work, such as
forewords, afterwords, pictorial illustrations,
maps, charts, tables, editorial notes, musical
arrangements, answer material for tests,
bibliographies, appendixes, and indexes, and an
“instructional text” is a literary, pictorial, or
graphic work prepared for publication and with
the purpose of use in systematic instructional
activities.
In determining whether any work is eligible to be
considered a work made for hire under paragraph
(2), neither the amendment contained in section
1011(d) of the Intellectual Property and
Communications Omnibus Reform Act of 1999, as
enacted by section 1000(a)(9) of Public Law 106-113,
nor the deletion of the words added by that
amendment—
(A) shall be considered or otherwise given any
legal significance, or
(B) shall be interpreted to indicate congressional
approval or disapproval of, or acquiescence in,
any judicial determination,
by the courts or the Copyright Office. Paragraph (2)
shall be interpreted as if both section 2(a)(1) of the
Work Made For Hire and Copyright Corrections Act
of 2000 and section 1011(d) of the Intellectual
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Property and Communications Omnibus Reform Act
of 1999, as enacted by section 1000(a)(9) of Public
Law 106-113, were never enacted, and without
regard to any inaction or awareness by the Congress
at any time of any judicial determinations.
The terms “WTO Agreement” and “WTO member
country” have the meanings given those terms in
paragraphs (9) and (10), respectively, of section 2 of
the Uruguay Round Agreements Act.
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17 U.S.C. § 102
§ 102. Subject matter of copyright: In general
(a) Copyright protection subsists, in accordance with
this title, in original works of authorship fixed in any
tangible medium of expression, now known or later
developed, from which they can be perceived,
reproduced, or otherwise communicated, either
directly or with the aid of a machine or device. Works
of authorship include the following categories:
(1) literary works;
(2) musical works, including any accompanying
words;
(3) dramatic works, including any accompanying
music;
(4) pantomimes and choreographic works;
(5) pictorial, graphic, and sculptural works;
(6) motion pictures and other audiovisual works;
(7) sound recordings; and
(8) architectural works.
(b) In no case does copyright protection for an
original work of authorship extend to any idea,
procedure, process, system, method of operation,
concept, principle, or discovery, regardless of the
form in which it is described, explained, illustrated,
or embodied in such work.
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BRIEF FOR THE RESPONDENTS
________________________
Not every separability case is “vexing.” Pet. for
Cert. 5. This case is governed by a straightforward
rule that has been well established in copyright law
for more than 50 years: an original two-dimensional
graphic or pictorial design is copyrightable, whether
it appears on an artist’s canvas, a canvas bag, or a
canvas shirt. The two-dimensional design does not
lose copyright protection when it is applied to a bag,
shirt, or other three-dimensional “useful article”—
including a cheerleading uniform. At a minimum,
such a two-dimensional design is “separable” from
the three-dimensional article’s utilitarian functions.
Courts, commentators, and the Copyright Office
have all followed that rule since well before the Copyright Act of 1976 (“Act”), and Congress ratified the
rule in adopting the statute now before the Court.
Congress protected original “pictorial, graphic, and
sculptural works” and defined that category to include much more than “fine art.” Copyrightable
works also include “applied art”—i.e., designs that
have been applied to something else—and even “the
design of a useful article,” if its “pictorial, graphic, or
sculptural features . . . can be identified separately
from, and are capable of existing independently of,
the utilitarian aspects of the article.” 17 U.S.C.
§§ 101, 102(a)(5). Two-dimensional artwork easily
qualifies as a copyrightable “pictorial, graphic, or
sculptural work.” Such a work is “still capable of being identified”—and retains its independence—
“when it is printed or applied to utilitarian articles
such as textile fabrics [or] containers.” H.R. Rep. No.
94-1476, at 55 (1976) (House Report).
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That rule resolves this case. Respondents (Varsity)
registered original, two-dimensional graphic artwork. Varsity incorporates some of those graphic designs onto cheerleading uniforms and other garments, but each design remains separable from the
clothing on which it appears. Therefore, Varsity’s
graphic designs are eligible for copyright protection.
Petitioner Star Athletica, L.L.C. (Star) premised its
certiorari petition on a need to clarify when an artistic feature is separable from a useful article, but its
merits brief offers no clarity at all. Star proposes an
indeterminate hodge-podge of lower-court tests, turning mainly on subjective or speculative factors like
what a designer intended or whether customers
might buy the design. And then Star insists that in
doubtful cases—exactly what Star’s murky tests will
produce—courts should presume that a design element is not copyright-eligible. Neither the tests nor
the tiebreaker has any support in the statute. Even
Star admits that its approach is “sub-optimal” and
would fail to protect “features one would expect are
copyrightable.” Star Br. 39 (quotation marks and citation omitted). Indeed, under Star’s approach, even
art that this Court has held is copyrightable would
receive no protection.
There is no reason to layer onto the statutory text a
complex, multi-part test that its proponent admits
will often yield the wrong result. The court of appeals correctly held that Varsity’s two-dimensional
graphic designs are eligible for copyright protection.
Its judgment should be affirmed.

3
STATEMENT
A.

Congress Protects Works of Applied Art.

The Copyright Act of 1976 protects multiple types
of authorship from copying, including categories of
expression outside of what might be considered
“pure” art. In particular, the Act allows authors to
register “applied art,” including the separable pictorial, graphic, and sculptural features of the designs
of useful articles. 17 U.S.C. § 101 (definition of “pictorial, graphic, and sculptural works”). In adopting
these protections, Congress ratified this Court’s decision in Mazer v. Stein, 347 U.S. 201 (1954), which interpreted an earlier version of the Act to protect applied art created for commercial purposes. The pre1976 interpretations by this Court and the Copyright
Office thus provide an essential backdrop to the
statutory provisions at issue in this case.
1. In Mazer, this Court confronted the question
whether statuettes that were “intended primarily”
for use as lamp bases were eligible for copyright protection. 347 U.S. at 202, 204-05. The Court explained that Congress had abolished any distinction
between “purely aesthetic articles and useful works
of art,” including by deleting from the statute (in
1909) language limiting protection to “fine” art. Id.
at 211, 213. The Court endorsed an existing Copyright Office regulation, which allowed authors to register “‘works of artistic craftsmanship, in so far as
their form but not their mechanical or utilitarian aspects are concerned.’” Id. at 212 (quoting 37 C.F.R.
§ 202.8 (1949)). Under this standard, the statuettes
were protected: they qualified as works of art, and
“their intended reproduction as lamp stands” did not
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“bar[] or invalidate[] their registration.” Id. at 214;
see id. at 218-19.
The Court rejected the infringer’s argument that
the statuettes could only be protected under the design-patent laws, not the copyright laws. Mazer, 347
U.S. at 215-18. The Court held that design patents
and copyrights provide different protections, id. at
217-18, and that those protections are not mutually
exclusive: “Neither the Copyright Statute nor any
other says that because a thing is patentable it may
not be copyrighted.” Id. at 217.
2. a. The Copyright Office responded to Mazer in a
series of regulations, policy statements, and reports.
In 1956, the Copyright Office added two new paragraphs to the regulation discussed in Mazer. The
first new paragraph (paragraph b) provided that registrability was not affected by several irrelevant
characteristics including “the intention of the author
as to the use of the work,” whether the work “appears on a textile material or textile product,” and
whether the work could receive design-patent protection. 37 C.F.R. § 202.10(b) (1956). The second new
paragraph (paragraph c) provided that a work’s status as “a useful article” did “not preclude its registration,” but that “[w]hen the shape of an article is dictated by, or necessarily responsive to, the requirements of its utilitarian function,” the shape could not
receive protection. Id. § 202.10(c).
Paragraph c was controversial because it arguably
applied a more restrictive standard than the Mazer
Court had endorsed. See 2 William F. Patry, Patry
on Copyright § 3:132, at 3-400, 3-401 (Mar. 2016)
(Patry). In 1959, the Copyright Office responded by
amending the regulation to delete the “dictated by or
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responsive to” test. The revised paragraph c provided:
(c) If the sole intrinsic function of an article is
its utility, the fact that the article is unique and attractively shaped will not qualify it as a work of
art. However, if the shape of a utilitarian article
incorporates features, such as artistic sculpture,
carving, or pictorial representation, which can be
identified separately and are capable of existing independently as a work of art, such features will be
eligible for registration.
37 C.F.R. § 202.10(c) (1959).
b. Following Mazer, the Copyright Office consistently registered two-dimensional artwork that appeared on the surface of useful articles. Shortly after
Mazer, the Copyright Office announced “that it
would permit the registration of a work of art embodied in a textile fabric . . . regardless of the intended
use of the material on which any given work of art
may have been reproduced or embodied.” 57 U.S.
Copyright Office Ann. Rep. Reg. Copyrights 6 (1955).
More generally, the Office explained that the protection available to pictorial, graphic, or sculptural
works was “not affected by use of the work as a design or decoration of a useful article”; as a result,
two-dimensional “painting[s] reproduced on textile
fabrics” could be registered, even though “wearing
apparel” and other useful articles “as such” could
not. H. Comm. on the Judiciary, 87th Cong., Copyright Law Revision: Report of the Register of Copyrights on the General Revision of the U.S. Copyright
Law 13-15 (Comm. Print 1961).
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The Copyright Office participated extensively in
the drafting of the new Copyright Act, and in its final
report to Congress, the Office reaffirmed its policies.
In particular, the Office explained that under Mazer
and Office regulations:
virtually all original two-dimensional designs for
useful articles, such as textile fabrics, wallpaper,
floor tiles, painted or printed decorations, and so
forth, were subject to copyright registration.
Copyright Law Revision: Hearings Before the Subcomm. on Courts, Civil Liberties and the Administration of Justice of the House Judiciary Comm. on H.R.
2223, 94th Cong., Pt. 3, at 1857 (1975) (1975 Register’s Report Hearing) (statement by Barbara Ringer,
Register of Copyrights, reviewing the Second Supplementary Register’s Report on the General Revision of the U.S. Copyright Law). The Office noted
that “three-dimensional designs” were also eligible
for registration, but only if they could “be conceptually separated and are capable of existing independently of the utilitarian aspects of the article embodying
them.” Ibid.
c.
Consistent with Copyright Office policy, courts
during the pre-1976 period consistently held that
original designs appearing on useful articles such as
clothing were eligible for protection. See, e.g., Peter
Pan Fabrics, Inc. v. Martin Weiner Corp., 274 F.2d
487, 488 (2d Cir. 1960) (L. Hand, J.) (upholding an
injunction against infringement of a copyright for an
“ornamental design, printed upon cloth” and “used in
the manufacture of women’s dresses”); Irving J.
Dorfman Co. v. Borlan Indus., Inc., 309 F. Supp. 21,
23 (S.D.N.Y. 1969) (“It is now settled that textile design is a proper subject for copyright protection.”).
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3. After two decades of study, Congress adopted
the Copyright Act of 1976. The relevant provisions
preserved existing protections for applied art and
permitted the registration of the separable artistic
features of useful articles, including two-dimensional
designs appearing on useful articles.
a. Congress provided that protectable works include “pictorial, graphic, and sculptural works,” 17
U.S.C. § 102(a)(5), and it defined that category in a
way that ratified existing law established by Mazer
and Copyright Office regulations. See House Report
54-55. The resulting definition provides:
“Pictorial, graphic, and sculptural works” include
two-dimensional and three-dimensional works of
fine, graphic, and applied art . . . . Such works
shall include works of artistic craftsmanship insofar as their form but not their mechanical or utilitarian aspects are concerned; the design of a useful
article . . . shall be considered a pictorial, graphic,
or sculptural work only if, and only to the extent
that, such design incorporates pictorial, graphic, or
sculptural features that can be identified separately from, and are capable of existing independently
of, the utilitarian aspects of the article.
17 U.S.C. § 101. Congress combined the “classic language” from the 1948 regulations endorsed in Mazer
with language from the Copyright Office’s 1959 regulation. House Report 54-55. But unlike the regulations, the statute provides that the artistic design
must be separable from “the utilitarian aspects of”
the useful article, not the useful article as a whole—a
change that resulted in a “much more liberal” standard for copyright protection. 2 Patry § 3:146, at 3473.
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Congress also defined a “useful article” as:
an article having an intrinsic utilitarian function
that is not merely to portray the appearance of the
article or to convey information. An article that is
normally a part of a useful article is considered a
“useful article.”
17 U.S.C. § 101.
The House Report explained that the definition of
“pictorial, graphic, and sculptural works” was intended “to draw as clear a line as possible between
copyrightable works of applied art and uncopyrighted works of industrial design.” House Report 55. On
the applied-art side of the line were “twodimensional painting[s], drawing[s], or graphic
work[s],” because they were “still capable of being
identified when printed on or applied to utilitarian
articles such as textile fabrics, wallpaper, containers,
and the like.” Ibid. On the other side were the designs of the overall “shape of . . . industrial product[s],” such as “the shape of an automobile, airplane, ladies’ dress, food processor, [or] television
set”; such three-dimensional designs could not be
registered unless they “contain[ed] some element
that, physically or conceptually, can be identified as
separable from the utilitarian aspects of the article.”
Ibid. For example, the House Report explained that
the definition would protect “a carving on the back of
a chair or a floral relief design on silver flatware,”
but not the overall shape of the chair or flatware.
Ibid.
b. Congress also considered whether to adopt
separate provisions to protect the nonseparable ornamental designs of useful articles—i.e., to extend
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copyright protection to useful articles as such, including their overall shape. See S. Rep. No. 94-473,
at 49-50, 161-62 (1975). The Senate included a separate title for ornamental design protection (Title II)
in its copyright-reform bill. The proposal included a
“saving clause” stipulating that new design protection would not alter existing copyright protections
available for the artistic features of useful articles.
Id. at 87, 166; see also House Report 50 (explaining
that the Senate proposal would have granted protection without regard to separability). Ultimately, the
Copyright Act was enacted without Title II. See ibid.
4. Since the 1976 Act was adopted, the Copyright
Office has read section 101 to ratify and continue the
Office’s consistent policies for registering the separable (and original) artistic features of useful articles.
In particular, the Copyright Office has recognized
that two-dimensional designs appearing on useful
articles should be registered, such as “[a]rtwork
printed on a t-shirt, beach towel, or carpet,” or “[a]
colorful pattern decorating the surface of a shopping
bag.” Compendium of U.S. Copyright Office Practices § 924.2(B), at 900:40-41 (3d ed. 2014) (Compendium III). These examples satisfy the Office’s test for
separability, which provides that even if an artistic
feature is not physically separable, it is eligible for
registration if the artistic feature is “capable of being
visualized” as “independent from the overall shape of
the useful article”—i.e., “the artistic feature and the
useful article could both exist side by side and be
perceived as fully realized separate works.” Ibid.
Following notice and comment, the Copyright Office has applied these policies to one specific type of
clothing. Registrability of Costume Designs, 56 Fed.
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Reg. 56,530 (1991). The Office confirmed that garments (including costumes) are useful articles that
may not themselves be copyrighted, but that any
separable artistic features—such as a “twodimensional design applied to the surface of the
clothing”—may be registered. Id. at 56,531-32.
B.

Varsity
Registers
Graphic Designs.

Two-Dimensional

1. Varsity is the leading manufacturer of cheerleading apparel and accessories. Varsity devotes
significant time and resources to developing original
two-dimensional graphic designs to be featured on
the company’s garments. J.A. 237-39. From 1985 to
2013, Varsity obtained over 200 copyright registrations for original two-dimensional graphic designs.
J.A. 283, 310-11.
Graphic design and garment production are separate functions within the company. J.A. 257-58, 283.
Varsity’s design team begins by creating twodimensional sketches on paper. J.A. 281. Designs
include the “selection, placement, and arrangement
of elements, such as stripes, lines, chevrons, inverted
chevrons, angles, curves, coloring, and shapes.” Ibid.
Of the designs produced, only a portion are selected
for potential use; they are conveyed to the production
department to implement on cheerleading uniforms
and other garments. J.A. 258, 282. The particular
design selected does not affect the fit of a uniform,
because the garment itself is produced using a
“standard base” that does not vary with the design
placed on it. J.A. 284, 292.
Two-dimensional graphic designs can be applied to
cheerleading uniforms and other garments in various
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ways, including by (1) cutting and sewing together
panels of colored fabric; (2) sublimating the design by
transferring colored ink onto plain fabric through a
heating process; (3) embroidering the design onto the
fabric; and (4) screen printing, which involves spraying ink onto the surface of the garment. J.A. 243.
Varsity primarily uses the “cut-and-sew” and sublimation methods. Ibid. Sublimation is an increasingly important technique in Varsity’s business; uniforms made using sublimation accounted for more
than $600,000 in revenue in 2011 and more than
$1.2 million in 2012. J.A. 244.
Regardless of the production method used, designers are not constrained by functional concerns about
garment construction, except to the extent that the
edges of a garment serve as the edges of the designer’s canvas. J.A. 283-84. In fact, Varsity’s designers
do not know when creating a design whether the
production department will use the cut-and-sew or
sublimation method. J.A. 239, 282. All five designs
at issue in this case can be and have been incorporated onto uniforms through both methods. J.A. 244,
260, 262-70. If the production department produces
a garment that does not accurately reproduce the
original design, it is rejected and the production department starts over. J.A. 258, 283.
Customers select from among Varsity’s many “interchangeable” two-dimensional designs, and then
customize the colors, shape, and braiding for the
garment on which the selected pattern will appear.
Pet. App. 4a, 45a-46a. Varsity’s graphic designs can
be, and have been, applied to many products other
than cheerleading uniforms. J.A. 242-43, 258, 261,
273-79, 281. For example, Varsity has applied its
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designs to jackets, practice wear, and warm-ups.
Ibid.
2. As noted, p. 10, supra, Varsity has registered
hundreds of original two-dimensional graphic designs. J.A. 283, 310-12. Registering these designs
has involved extensive back-and-forth between the
Copyright Office and Varsity.
The Copyright Office registered more than 50 of
Varsity’s designs (not at issue here) following an initial rejection. J.A. 246. Contrary to Star’s assertion
(at 15), the initial refusal was based on questions
about originality, not separability. J.A. 149. Varsity
requested reconsideration, and the Copyright Office
concluded that Varsity could register the designs
“appearing on the surface” of the articles of clothing
depicted, which consisted in the “creative separable
artistic or graphic authorship in the treatment and
arrangement of the preexisting elements” (i.e., the
shapes and patterns) “coupled with their coloring.”
J.A. 66, 322; accord J.A. 316.
3. This case involves the infringement of five of
Varsity’s two-dimensional graphic designs: Designs
074, 078, 0815, 299A, 299B. J.A. 18; see J.A. 32, 70,
81-83. Each of those designs is depicted in “deposit
materials” submitted to the Copyright Office. For
designs 074, 078, and 0815, the deposit materials depict the designs as sketched on silhouettes; for designs 299A and 299B, the deposit materials are photographs of sample garments with the designs on the
surface. J.A. 213-15. 1 All five certificates of regis-

As discussed below, pp. 59-60, infra, deposit materials may
include a photograph of a three-dimensional article on which
1
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tration describe the nature of the works as “2 Dimensional artwork”; two add the further description
“fabric design (artwork).” J.A. 38-39, 46, 48-50, 5759, 71-72. Three of the designs (074, 078, and 0815)
were registered by the Copyright Office within five
years after first publication, entitling them to a presumption of validity under 17 U.S.C. § 410(c). Pet.
App. 15a.
C.

Star Copies Varsity’s Designs By Taking
Advantage of a Former Varsity Employee’s Access.

Star was formed in 2010; its founders included a
former Varsity employee, Kerry Leake. J.A. 221-22.
During his years at Varsity, Leake had access to all
of the company’s catalogues from 1998 to 2009. J.A.
248. The five designs at issue here were all published during that period. Ibid.
At Star, Leake was responsible for deciding which
designs to use in the company’s 2010 catalogue, as
well as for supervising uniform production. J.A. 223.
Leake has admitted that he reviewed Varsity’s catalogues when preparing Star’s 2010 catalog. J.A. 34849. Upon review of Star’s catalogue and its website,
Varsity employees recognized that Star had copied,
reproduced, and displayed the five registered designs
at issue here by incorporating the designs onto the
surface of Star’s cheerleading uniforms. J.A. 18, 3337, 68-70.

the two-dimensional work appears, but that does not mean that
a copyright is claimed in the three-dimensional article.
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D.

Varsity Asserts Its Copyrights.

1. Varsity filed suit against Star, asserting, inter
alia, five claims for copyright infringement. J.A. 2125. The district court denied Star’s motion to dismiss, and also granted Varsity’s motion to dismiss
Star’s antitrust counterclaim. J.A. 84-103, 164-68.
Following discovery, the parties cross-moved for
summary judgment. Pet. App. 11a. With respect to
Varsity’s copyright claims, Star argued that Varsity’s
designs were not protected because the designs were
for useful articles and were not separable from the
utilitarian aspects of cheerleading uniforms. Id. at
11a-12a.
2. The district court granted summary judgment
to Star on Varsity’s copyright claims. Pet. App. 58a78a. The district court identified its “central” task as
defining “the essence of a ‘cheerleading uniform,’”
which the court compared to an exercise in
“[c]lassical philosophy.” Id. at 58a (citing Plato, The
Republic (Benjamin Jowett trans., Vintage Books
1991)).
The court held that Varsity’s twodimensional graphic designs are not eligible for copyright protection because they supposedly are not
separable from the cheerleading uniforms on which
they appear. Id. at 59a. The district court acknowledged Varsity’s argument that a “blank cheerleading
silhouette” could cover the body just as well as any
other cheerleading uniform. Id. at 74a. But the
court thought this was irrelevant, because the designs supposedly were too closely associated with
“the ideal” of “cheerleading-uniform-ness” to be copyrighted. Id. at 59a, 75a.
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3. The Sixth Circuit reversed. Pet. App. 1a-53a.
The court held that Varsity’s designs are eligible for
copyright as graphic works.
a. After determining that Varsity’s designs were
“works of . . . graphic . . . art” and designs of useful
articles, Pet. App. 42a, the Sixth Circuit turned to
identifying the relevant “utilitarian function” of Varsity’s garments as “cover[ing] the body, wick[ing]
away moisture, and withstand[ing] the rigors of athletic movements.” Id. at 43a. The court rejected
Star’s much broader view of function—“identify[ing]
the wearer as a cheerleader”—because the statute
expressly excludes the mere “‘convey[ing] [of] information’” from the definition of “useful article.” Ibid.
(quoting 17 U.S.C. § 101). Likewise, the court rejected Star’s contention that designs that serve a “decorative function” on clothing are purely utilitarian
and uncopyrightable because that argument contradicted “well-established” law recognizing that fabric
designs are eligible for copyright. Id. at 44a.
Applying its understanding of function, the court
concluded that Varsity’s designs could exist independently of the uniforms, because they are transferable to other surfaces, including other apparel.
Pet. App. 46a-47a. And cheerleading uniforms can
exist without Varsity’s graphic features—indeed,
record evidence “establishe[d]” that “not all cheerleading uniforms must look alike to be cheerleading
uniforms.” Id. at 45a-46a.
b. Judge McKeague dissented. Pet. App. 53a57a. He would have held that “the stripes, braids,
and chevrons on a cheerleading uniform” were not
copyrightable because they cannot be separated from
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what he saw as a cheerleading uniform’s “identifying
function.” Id. at 54a-56a.
SUMMARY OF ARGUMENT
The court of appeals correctly held that Varsity’s
two-dimensional graphic designs are eligible for copyright protection, and that they do not lose that protection merely because they appear on threedimensional cheerleading uniforms. The rule that
original two-dimensional designs appearing on useful
articles can be registered and receive copyright protection is firmly rooted in copyright law, and it follows clearly from the text of the Copyright Act. Any
plausible test for deciding whether artistic features
of the designs of useful articles are separable from
the article’s utilitarian aspects should be consistent
with this established rule.
I.
The text of the Act asks whether the design of
a useful article has identifiable pictorial, graphic,
and sculptural features that are capable of existing
independently of the utilitarian, non-expressive aspects of the article. Independence is established if an
artistic feature is either physically separable from
the useful article (e.g., a hood ornament on a car) or
conceptually separable (e.g., a carving on the back of
a chair). Two-dimensional artwork appearing on a
useful article was considered a clear example of a
copyright-eligible work at the time Congress adopted
the current statute, and such works easily qualify as
conceptually separable under the statutory standard.
A two-dimensional graphic design can be moved from
a useful article to a canvas, or an iPhone cover; the
design is entirely independent from the useful functions of the original article, which do not depend on
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adornment. That is the Copyright Office’s approach,
and that longstanding, considered judgment warrants respect.
II. Star admits that its separability test is suboptimal and under-protective, yet it provides no support for such an undesirable outcome in the statute
or its history. Instead, Star takes two different conceptual-separability tests from lower-court decisions,
each of which is already flawed standing alone, and
lumps them together into something even less
clear—but at least as flawed. Star’s approach is divorced from the statutory text and would deny protection to paradigmatic examples of copyrighteligible works, including even the lamp-base statuette from Mazer.
Attempting to resolve the ambiguity its chimerical
test creates, Star invents various presumptions
against copyrightability, but none has any basis in
the text. Star contends (at 31, 38-39) that there is a
wall between aesthetics and function—such that
original artistic features would be ineligible for copyright protection if they advance an article’s utility
“even slightly.” But requiring complete blindness to
practicalities would leave nothing protected except
fine art, whereas the statute robustly protects applied art as well. None of the policy concerns that
Star invokes justify its stingy approach to copyright
protection. To the contrary, denying copyrights to
original, separable designs would leave authors of
applied art defenseless against copying, undermining
their incentive to create original works.
In addition, Star’s approach treats decoration and
identification as “utilitarian aspects” of useful articles. That contradicts the statutory definition of
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“useful article” and the ordinary meaning of “utilitarian.” “Looking good” is not a utilitarian function under the statute; if it were, utility would completely
subsume aesthetics.
III. Varsity’s two-dimensional graphic designs
are eligible for copyright protection. To begin with,
the designs are not designs of useful articles at all;
they are designs that appear on useful articles. But
to the extent separability analysis applies, Varsity’s
designs are clearly separately identifiable from and
capable of existing independently of the utilitarian
aspects of cheerleading uniforms. In fact, Varsity
has reproduced the designs on other garments such
as warm-ups and jackets.
Nor can Star show that cheerleading uniforms
somehow specially require stripes and color blocks in
a way that no other useful article does. Contrary to
Star and the district court, conveying “cheerleading
uniform-ness” is not a utilitarian function.
That leaves just Star’s factual quibbles about
whether Varsity’s registrations really are for twodimensional graphic designs. The registration documents and Varsity’s correspondence with the Copyright Office about similar designs leave no doubt that
they are.
ARGUMENT
Original two-dimensional artwork and graphic designs do not forfeit copyright protection if they are
applied to useful articles, such as clothing. Varsity
sought and received protection for two-dimensional
graphic designs, not for the overall shape of a uniform. The graphic designs are not themselves de-
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signs of useful articles, and they are easily separable
from the articles of clothing on which they appear
because, like other two-dimensional artwork, they
are identifiable separately from the garments and
are capable of existing on an entirely different medium.
I.

The Copyright Act Protects Applied Art,
Including The Separable Artistic Features Of The Designs Of Useful Articles.

The Copyright Act of 1976 codified the protection
this Court’s Mazer decision afforded to original
works of applied art, notwithstanding the art’s commercial origins and purposes. Under the text of the
Act original pictorial, graphic, and sculptural features that appear in or on useful articles receive protection, provided they are physically or conceptually
separable from the article’s utilitarian (i.e., practical,
non-decorative) aspects. Two-dimensional artistic
designs that appear on a useful article (such as clothing) are eligible for protection under this standard.
That result follows clearly from the text of the Act
and the legislative history, and it is supported by the
consistent practice of the Copyright Office stretching
back for decades.
A.

Separability Analysis Focuses On The
Identifiable Artistic Features Of A Useful
Article And Asks Whether They Could Exist Independently Of The Functions That
Make An Article Useful.

1. The proper starting point for determining copyright eligibility is “the language of the statute.” Allison Engine Co. v. United States ex rel. Sanders, 553
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U.S. 662, 668 (2008).
Under section 102(a)(5),
“[c]opyright protection subsists . . . in original works
of authorship fixed in any tangible medium of expression,” including “pictorial, graphic, and sculptural works.” 17 U.S.C. § 102(a)(5). Thus, if Varsity’s
designs are “pictorial, graphic, [or] sculptural works,”
they are copyright-eligible.
“Pictorial, graphic, and sculptural works” (PGS
works) are defined to include, inter alia, “twodimensional and three-dimensional works of fine,
graphic, and applied art.” Id. § 101. “[A]pplied art” is
not defined by the statute, but its ordinary meaning
is art “put to practical use,” i.e., art “employed in the
decoration, design, or execution of useful objects.”
Webster’s Third New International Dictionary 105
(1976). 2 By contrast, “fine art” describes art “that is
concerned primarily with the creation of beautiful
objects,” i.e., art for art’s sake where “aesthetic purposes are primary or uppermost.” Id. at 852.
Consistent with the ordinary meaning of “applied
art,” section 101’s definition of PGS works includes
“works of artistic craftsmanship insofar as their form
but not their mechanical or utilitarian aspects are
concerned.” 17 U.S.C. § 101; see also pp. 3-4, supra
(describing the regulation discussed in Mazer, which
used this same language). The definition further
specifies that “the design of a useful article” is also a
PGS work, with the proviso that the work is protected “only to the extent that” the “design incorporates
pictorial, graphic, or sculptural features that can be
identified separately from, and are capable of existAccord Compendium III § 503.1(BA), at 500:7 (applied art is
“artwork applied to a useful article”).

2
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ing independently of, the utilitarian aspects of the
article.” 17 U.S.C. § 101.
“[U]tilitarian” is not defined in the statute, but it
ordinarily means “useful or practical rather than attractive.” Concise Oxford English Dictionary 1594
(Angus Stevenson & Maurice Waite eds., 12th ed.
2011); see also Webster’s Third New International
Dictionary 2525 (“characterized by or aiming at utility as distinguished from beauty or ornament”); The
American Heritage Dictionary 1331 (2d College ed.
1985) (“1. Pertaining to or associated with utility.”
“2. Stressing the value of practical over aesthetic
qualities.”). This ordinary meaning fits with the
statute’s definition of “useful article[s]” as articles
that have “an intrinsic utilitarian function that is not
merely to portray the appearance of the article or to
convey information.” 17 U.S.C. § 101.
The Copyright Act thus makes clear that pictorial,
graphic, and sculptural artworks are copyrighteligible even when the works have a practical use.
But protection does not extend to purely practical
features.
2. Under section 101, the focus of the separability inquiry is on the claimed pictorial, graphic, and
sculptural features of a useful article. So long as the
artistic features can be “identified separately from”
the non-decorative, practical aspects of a useful article, and it is possible to imagine the artistic features
existing “independently of” those functional aspects,
the artistic features qualify as PGS works. 17 U.S.C.
§ 101. The statute does not also require that the useful article would retain its functionality without the
artistic features. See 2 Patry § 3:146, at 3-474 (explaining that “it should not matter” under the statu-
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tory text “what happens to” the “functional elements”
of an article if the protectable, artistic features are
removed). To use Mazer as an example, the relevant
question would be whether the statuette is identifiable separately from, and could exist independently of,
the lamp’s utilitarian features. The copyright owner
would not also be required to show that the lamp
could function as a lamp without the sculptural base.
The overall structure of the Act reinforces section
101’s focus on the PGS features of the useful article
for determining separability. Section 102(a) establishes that copyright protection extends to works of
authorship “fixed in any tangible medium.” 17
U.S.C. § 102(a). And section 113(a) provides that an
author’s exclusive right to reproduce a copyrighted
PGS work “includes the right to reproduce the work
in or on any kind of article,” including a “useful” article. Id. § 113(a). Under both provisions, the Act presupposes that protection for an author’s original
work does not depend on the particular medium she
elects to work in. Likewise, section 101’s separability test allows an author to claim protection for identifiable (and original) PGS features in or on useful
articles where it is possible to imagine those features
in or on a different medium.
B.

Either Physical Or Conceptual Separability Satisfies the Statutory Requirement.

As even Star agrees (at 38-39), section 101’s separability test looks at more than just whether a pictorial, graphic, or sculptural feature can be physically
removed from the useful article.
Physicalseparability cases are easy: the fact that a decorative hood ornament can be physically removed from a
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car without altering the ornament’s artistic features
demonstrates that it can exist and be identified separately from the car’s utilitarian aspects. See Compendium III § 924.2(A), at 900:40 (using this example). But as the Copyright Office has correctly recognized, the statute does not require physical separability. Id. § 924.2, at 900:39-41.
Pictorial, graphic, or sculptural features of a useful
article’s designs are also copyright-eligible PGS
works if they are “conceptually” separable from the
article’s utilitarian aspects. This follows directly
from the statutory text, which asks whether an artistic feature is “capable of existing independently” of
the article’s utilitarian aspects. 17 U.S.C. § 101 (emphasis added). 3 And there is no reason to read such
a requirement of “physical independent existence”
into a statute that protects intangible intellectual
property. See 2 Patry § 3:146, at 3-473 to 3-475.
The Copyright Act’s legislative history directly
supports recognizing physical and conceptual separability as alternative, independently sufficient tests.
Not only does the House Report indicate that artistic
elements of useful articles should receive protection
if they are “physically or conceptually” separable,
House Report 55 (emphasis added), but several of the
Report’s paradigmatic examples of copyright-eligible
works depend on conceptual separability. For instance, neither “a carving on the back of a chair” nor
“a floral relief design on silver flatware,” ibid., is
A PGS feature must also be “identifi[able]” separately from
the article’s utilitarian aspects, 17 U.S.C. § 101, but as Star
acknowledges, this requirement is generally “easy” to satisfy.
Star Br. 32; see also p. 27, infra. Certainly, identifiability does
not require physical separability.
3
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physically separable from the chair or the flatware,
respectively. Yet both designs are copyright-eligible
PGS works because they could exist independently of
the useful articles’ utilitarian aspects: the same
carving or design could readily appear on items not
used for sitting or eating.
The Copyright Office’s “side-by-side” analysis correctly implements conceptual separability. An artistic feature can be “identified separately from” the
useful article’s practical features if the artistic feature is “capable of being visualized—either on paper
or as free-standing sculpture—as a work of authorship that is independent from the overall shape of
the useful article.” Compendium III § 924.2(B), at
900:40. And the artistic feature is “capable of independent existence apart from” the utilitarian features if the artistic feature can “exist side by side”
with the useful article after being separated, and
still be “perceived as [a] fully realized, separate
work[].” Ibid. 4
C.

Two-Dimensional Artwork On Useful Articles Is Inherently Separable.

Star asserts that the lower courts have “‘twisted
themselves into knots’” attempting to develop and
apply an appropriate test for conceptual separability.
Star Br. 11 (citation omitted). But whatever difficulty courts have had applying the statutory text to
borderline cases involving three-dimensional designs,
two-dimensional designs make for an easy case. See,
Nothing in this case turns on whether the useful article, too,
must still be a fully realized, separate work. See p. 54, infra.
But the text asks only whether the PGS work is separable from
the utilitarian elements, not vice versa. See pp. 21-22, supra.
4
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e.g., Home Legend, LLC v. Mannington Mills, Inc.,
784 F.3d 1404, 1413 (11th Cir.), cert. denied, 136
S. Ct. 232 (2015) (explaining that it is “obviously
true” that “any two-dimensional image” is separable
from the useful article on which it is appears); 2
Patry § 3:150, at 3-478, 3-479 (explaining that “twodimensional works can be applied to useful articles”
and should receive protection); 5 1 Paul Goldstein,
Goldstein on Copyright § 2.5.3, at 2:83 (3d ed. 2005)
(Goldstein) (“[I]t is relatively easy to obtain copyright
protection for designs of useful articles appearing in
two-dimensional rather than three-dimensional
form.”). This follows from a straightforward reading
of the statutory text, and it is further supported by
the Act’s historical backdrop and legislative history.
1. In many cases involving two-dimensional works,
the separability test does not apply at all. Separability is only implicated when a PGS work is the “design of a useful article.” 17 U.S.C. § 101. Twodimensional PGS works that are “applied to” useful
articles are not themselves the designs of useful articles. See 2 Patry § 3:150, at 3-479. Moreover, the
statute expressly provides that PGS designs do not
lose their protection when they appear “in or on” a
useful article. 17 U.S.C. § 113(a).
As a result, the status of these two-dimensional designs as PGS works—and their eligibility for copyright if they are original—does not depend on sepaStar claims (at 43) that its test “subsumes” Patry’s, but Star
omits Patry’s discussion of two-dimensional works. Star also
fails to mention that Patry endorses the result of the Sixth Circuit’s decision in this case precisely because it involves twodimensional graphic designs. See 2 Patry § 3:151, at 3-481; see
also p. 52, infra.

5
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rability. See 2 Patry § 3:151, at 3-485 (“Courts looking at two-dimensional design claims should not apply the separability analysis regardless of the threedimensional form that design is embodied in.”); Jane
C. Ginsburg, “Courts Have Twisted Themselves Into
Knots”: U.S. Copyright Protection for Applied Art, 40
Colum. J.L. & Arts __ (forthcoming Nov. 2015)
(courts properly “avoid[] inquiry into conceptual separability” when presented with a “PGS work on a
useful article”).
2. To the extent the separability test applies,
two-dimensional artwork appearing on a useful article will easily satisfy it. By their nature, twodimensional designs can appear on a variety of different media. As a result, it is “obviously true” that
they can be identified separately from, and are capable of existing independently of, the utilitarian aspects of any three-dimensional useful article on
which they happen to appear. Home Legend, 784
F.3d at 1413 (noting that “two-dimensional image”
serving as flooring decoration “might as easily be applied to wallpaper[,] or as the veneer of a picture
frame,” or even “hung on a wall as art” (quotation
marks omitted)); see also 1 Goldstein § 2.5.3, at 2:83
(recognizing that two-dimensional designs “will inevitably be at least conceptually separable from the
paper or fabric on which they are printed”). Moreover, the “functions” of two-dimensional art itself typically are purely decorative or communicative, not
utilitarian, which makes such artwork inherently
separable from a useful article’s “utilitarian aspects.”
See also Part II.B, infra (explaining why decoration
and communication are not “utilitarian” under the
Act).
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3. In light of the Act’s historical backdrop, it
should not be surprising that two-dimensional designs appearing on useful articles are copyrighteligible PGS works. As the Copyright Office reported
to Congress in 1975, “virtually all original twodimensional designs for useful articles, such as textile fabrics, wallpaper, floor tiles, painted or printed
decorations, and so forth, were subject to copyright
registration” under the Office’s post-Mazer regulations and policies. 1975 Register’s Report Hearing
1857. Court decisions reached the same conclusion.
See p. 6, supra.
Congress embraced this prevailing law when it enacted the 1976 Act, adopting language from the Copyright Office’s regulations to “draw as clear a line as
possible between copyrightable works of applied art
and uncopyrighted works of industrial design.”
House Report 54-55. Moreover, the legislative history confirms that members of Congress were attuned
to, and endorsed, the Office’s prior treatment of twodimensional artwork. The House Report explained
that “[a] two-dimensional painting, drawing, or
graphic work” would receive protection under the
Act’s definition of PGS works because such a twodimensional work “is still capable of being identified
as such when it is printed on or applied to utilitarian
articles such as textile fabrics, wallpaper, containers
and the like.” Id. at 55.
By adopting language from agency regulations
with a well-known, “settled . . . meaning,” Congress
“incorporate[d]” into the Act the “administrative and
judicial interpretation[] as well.” Bragdon v. Abbott,
524 U.S. 624, 645 (1998). Under this interpretation,
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two-dimensional artwork appearing on a useful article is eligible for protection as a PGS work.
D.

The
Same
Rule
Governs
TwoDimensional Artwork On Clothing And
Two-Dimensional Artwork On Any Other
Useful Article.

The protection afforded to two-dimensional artwork applies fully to two-dimensional designs that
are incorporated onto clothing. Indeed, Copyright
Office policy after Mazer specifically identified
“work[s] of art embodied in a textile fabric” as protectable. 57 U.S. Copyright Office Ann. Rep. Reg.
Copyrights 6 (1955). And members of the Congress
that enacted the 1976 Act pointed to twodimensional art “printed on or applied to . . . textile
fabrics” as a clear example of copyright-eligible work.
House Report 55. In light of this background, courts
and leading commentators have consistently recognized that graphic designs and other artwork appearing on clothing are PGS works that should receive protection if they are original. See, e.g., Knitwaves, Inc. v. Lollytogs Ltd., 71 F.3d 996, 1002 (2d
Cir. 1995) (“fabric designs, such as the artwork on
. . . sweaters” are protectable by copyright); Folio
Impressions, Inc. v. Byer Cal., 937 F.2d 759, 762-63
(2d Cir. 1991) (“printed textile[]” designs for imprinting on apparel were protectable); 1 Melville B. Nimmer & David Nimmer, Nimmer on Copyright
§ 2A.08[H], at 2A-133, 2A-134 (June 2016) (Nimmer);
2 Patry § 3:151, at 3-485.
Star tries to counter (at 10-11) this established
principle by arguing that there is a contrary
“longstanding rule that clothes cannot be copyright-
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ed.” But the proper question is what artwork on
clothes can be copyrighted. As Patry explains,
“[w]hile one frequently encounters statements such
as ‘[a]s a general rule, items of clothing are not entitled to copyright protection,’ claims are rarely in the
shape of the clothing.” 2 Patry § 3:151, at 3-481 (second alteration in original).
It is true that the overall shape of “ladies’ dress”
(House Report 55) typically cannot be copyrighted,
just as the overall “shape of an automobile, airplane,
. . . food processor, [or] television set” is not ordinarily copyright-eligible. Ibid. That is because a dress’s
overall shape usually cannot be “identified separately from” or “exist[] independently of” the dress’s utilitarian aspects, such as covering the body. 17 U.S.C.
§ 101.
But separable pictorial, graphic, or sculptural features on a dress or other garment—including a twodimensional graphic design—are not the “overall
shape,” and they can be copyrighted. See 1 Nimmer
§ 2A.08[H], at 2A-133, 2A-134. Indeed, they may already be copyrighted before being applied to fabric,
or before the fabric is shaped into a garment. Cf.
Mazer, 347 U.S. at 218 (deeming irrelevant whether
the statue was incorporated into a useful article before or after it was copyrighted). Thus, while the
copyright laws usually do not protect the overall design of a garment, “the fashioning of . . . fabric into
an article of clothing” does not “cancel out the copyright of the design imprinted thereon.” Ginsburg,
supra.
Star admits (at 54) that the owner of a copyright
for a painting does not lose her copyright protection
if she prints that painting on an article of clothing.

30
And by repeatedly arguing (at 50-51, 55) that this
case does not involve “fabric design,” Star seems to
concede that such designs are protected. But there is
no special statutory subcategory for fabric design.
And Star provides no principled reason for limiting
copyright protection to paintings or repeated patterns on bolts of fabric (which is how Star defines
“fabric design,” id. at 50). Rather, fabric designs are
just one example of the more general principle that
original two-dimensional graphic designs appearing
on useful articles are eligible for copyright protection.
Thus, for instance, one decision that Star repeatedly cites, Jovani Fashion Ltd. v. Fiesta Fashions, 500
Fed. Appx. 42 (2012), cert. denied, 133 S. Ct. 1596
(2013), rejected copyright-eligibility precisely because no such fabric design was at issue. The case
involved an entire prom dress; the plaintiff had conceded that no “individual elements of the dress (such
as the pattern of sequins)” were separately copyrightable, Jovani Fashion, Ltd. v. Cinderella Divine,
Inc., 808 F. Supp. 2d 542, 551 (S.D.N.Y. 2011). So
the district court distinguished an earlier Second
Circuit decision involving just such individual elements—a squirrel and leaves, appliquéd to sweaters.
Ibid. (citing Knitwaves, 71 F.3d at 999). Those elements, which the court called “a fabric design,” “generally could be copyrightable in isolation.” Id. at
551-52. 6

Accord 1 Nimmer § 2A.08[H], at 2A-133 (defining “fabric design” to include not only repeating patterns on bolts of fabric
but also single designs imprinted on garments, “such as a rose
petal”).
6
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In short, lower courts have regularly held that
graphic or sculptural elements of a garment are copyright-eligible. 7 Star’s purported no-copyrights-inclothing rule provides no basis for denying protection
to graphic works that would be copyright-eligible if
applied to any other surface.
E.

The Copyright Office Confirms That The
Act Protects Two-Dimensional Artwork
On Clothing Just As On Other Useful Articles.

The Copyright Office has not only set out a test for
separability, see p. 24, supra, it has confirmed that
under its approach, correctly applied, original twodimensional designs on useful articles can be registered. The Copyright Office is responsible for administering the copyright registration system, see 17
U.S.C. §§ 408-410, and its judgment is entitled to
this Court’s respect.
For decades, the Office has consistently adhered to
the same view of separability. After notice and
comment, the Office formally determined that “[a]
two-dimensional design applied to the surface of . . .
clothing may be registered,” even though the clothing
itself may not. 56 Fed. Reg. at 56,531. And more
generally, the current Compendium lists a number of
As discussed more fully below, the lower-court decisions Star
cites also rest on flawed reasoning, even though some reached
the right result. Jovani, for instance, incorrectly treated a
garment’s aesthetics as a utilitarian function, 500 Fed. Appx. at
45, and Galiano v. Harrah’s Operating Company, 416 F.3d 411
(5th Cir. 2005), wrongly thought that copyright-eligibility turns
on whether the claimed design elements would attract customers once separated from the clothing, id. at 420-22.
7
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relevant examples of two-dimensional works that
remain copyright-eligible even when applied to useful articles: “[a]rtwork printed on a t-shirt, beach
towel, or carpet,” “[a] colorful pattern decorating the
surface of a shopping bag,” and “[a] drawing on the
surface of wallpaper.” Compendium III § 924.2, at
900:40-41. Thousands of works have been registered
based on the Office’s longstanding interpretation.
At a minimum, the Copyright Office’s longstanding,
expert judgment that two-dimensional designs on
useful articles can be registered “warrant[s] respect.”
Alaska Dep’t of Envtl. Conservation v. EPA, 540 U.S.
461, 487-88 (2004) (quotation marks and citation
omitted); see also Southco, Inc. v. Kanebridge Corp.,
390 F.3d 276, 286 & n.5 (3d Cir. 2004) (en banc)
(Alito, J.) (deferring to the “longstanding practice” of
the Copyright Office on a question of copyrighteligibility); Inhale, Inc. v. Starbuzz, 755 F.3d 1038,
1042 (9th Cir.) (deferring to the Copyright Office’s
approach to conceptual separability as set forth in
the Compendium), cert. denied, 135 S. Ct. 758
(2014). 8
II.

The Contrary Proposals From Star And
Its Amici Are Flawed.

Star’s alternative approach to separability should
be rejected. Though Star premised its petition for
certiorari on a supposed need for clarity (Pet. for
This Court declined to review the second question presented
in Star’s petition, concerning the level of deference owed to individual registration decisions by the Copyright Office. See Pet.
for Cert. i; 136 S. Ct. 1823 (2016). That issue is distinct from
whether deference is due to the Copyright Office’s consistent
reading and application of the statute.

8
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Cert. 12), Star now mixes and matches various lower-court approaches to create a new multi-part test
that would merely sow confusion. Worse, the two
conceptual-separability tests that Star borrows have
no foundation in the Copyright Act, which may explain why they have been rejected by some of Star’s
own amici (as well as all the amici who filed in support of neither party). 9
Star tries to further limit protection for applied art
by dramatically expanding what qualifies as a “utilitarian aspect” of a “useful article” to include identification and merely looking attractive—an approach
that contradicts both the plain meaning of the statutory term “utilitarian” and the linked statutory definition of “useful article.” Finally, Star tries to introduce a novel “presumption” against separability that
has no support in the statute or any cited case.
The only clear consequence of Star’s approach is
that it would under-protect applied art. None of the
policy arguments that Star puts forward justifies
adopting what Star itself calls “undoubtedly . . . a
sub-optimal prophylactic rule” that fails to protect
“features one would expect are copyrightable.” Star
Br. 39 (quotation marks and citation omitted).
A.

Star’s Multi-Part Separability Test Is Inconsistent With The Statute And Would
Under-Protect Applied Art.

As Star observes (at 30-31), section 101’s separability test has two related parts: (1) it must be possible
to “identif[y]” a PGS feature “separately from” the
See Intellectual Prop. Prof. Br. 22-23, 25; AIPLA Br. 11-15;
NYIPLA Br. 20, 22; IPLA of Chicago Br. 16-17.

9
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article’s “utilitarian aspects,” and (2) the feature
must be “capable of existing independently of” those
same “utilitarian aspects.” 17 U.S.C. § 101. Star argues that these requirements impose an impenetrable seal between art and function: according to Star,
if a feature “is even slightly utilitarian or both utilitarian and artistic, it cannot be copyrighted.” Star
Br. 31; see id. at 38. But nothing in the text supports
that pure-art concept. Indeed, Star’s theory is fundamentally inconsistent with a statute that protects
“applied art,” 17 U.S.C. § 101, which is by definition
art that, in contrast to fine art, has practical, utilitarian elements. See p. 20, supra.
1. Star does not place significant weight on the
“identified separately” requirement, acknowledging
(at 32) that it is “often easy” to satisfy. That is correct, because this prong “simply requires that when
you look at a useful article, you must be able to discern pictorial, graphic, or sculptural features.” 2
Patry § 3:146, at 3-475.
But Star still tries to add an additional, atextual
requirement to its test by suggesting that a feature
is separately identifiable only if it is “purely artistic.”
Star Br. 38. The statute does not include this requirement, and it is inconsistent with Mazer. The
statuette there was identifiable separately from the
utilitarian aspects of a lamp, but it was not purely
artistic because it served as the “base[] for table
lamps, with electric wiring, sockets and lamp shades
attached.” 347 U.S. at 202. The sculpture thus surely was at least “slightly utilitarian,” Star Br. 31. But
that had nothing to do with whether it was a “separately identifiable” “pictorial, graphic, or sculptural
feature[].”
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2. More central to Star’s argument is its construction of the “capable of existing independently” prong
of section 101. Star admits (at 33) that this part of
its test is “more challenging” for courts to apply, and
it ultimately concocts a brand-new test that incorporates at least “three distinct approaches.” The result
is both indistinct and incorrect.
As an initial matter, Star claims (at 33, 38) that
the Copyright Office follows the same approach to
conceptual separability. But Star’s hybrid bears no
resemblance to the Copyright Office’s “side-by-side”
test, see p. 24, supra. Contrary to Star, the Copyright Office does not require strict separation between aesthetics and utility—an unworkable standard that would ask the Office (and courts) to play
“the role of art theorist[].” Intellectual Prop. Prof.
Br. 22. A copyright applicant can register the carving on the back of a chair without having to prove
that the carving derives none of its aesthetic value
from appearing on the chair. See Compendium III,
§ 924.2(B), at 900:40. Similarly, a copyright applicant for the design of a lamp with a statuette base
does not lose its protection if the statuette—by holding up the lamp—“advance[s] the utility of the article” somewhat. Star Br. 33, 38.
Star’s proposed combination of tests therefore
would upend the decades-old Copyright Office practice on which countless registrations rest. Worse
still, the conceptual-separability tests that Star offers as ingredients in its blend (“design process” and
“likelihood of marketability”) are inconsistent with
the Act’s text, history, and purpose.
a. Design-process. According to Star, the designprocess test asks whether design features “reflect[]
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the designer’s artistic judgment exercised independently of functional influence.” Star Br. 34 (quoting Pivot Point Int’l v. Charlene Prods, Inc., 372 F.3d
913, 931 (7th Cir. 2004) (emphasis omitted)). That
test lacks any textual basis at all. As Star seems to
concede (at 40), section 101’s definition of a PGS
work “looks to the useful article as it exists, not to
how it was created.” Pivot Point, 372 F.3d at 934
(Kanne, J., dissenting). Yet the design-process approach does the opposite: instead of asking whether
the artistic features are hypothetically “capable of
existing” independently of an article’s utilitarian aspects, 17 U.S.C. § 101, it asks whether, as a matter
of historical fact, the designer was influenced more
by aesthetics than by function. Thus, that test could
easily consider two identical works of art and produce two different answers, depending on the two
authors’ state of mind. That bears no resemblance to
what Congress adopted.
Star suggests (at 40) that the design-process test is
nonetheless appropriate because it screens out works
of industrial design, which Congress did not want to
receive copyright protection. Star observes that
“[i]ndustrial design is dominated by the merger of
aesthetic and utilitarian concerns,” and thus argues
that protection should be reserved for works “whose
form and appearance reflect the unconstrained perspective of the artist.” Ibid. (quotation marks and
citation omitted). This test is implausibly narrow,
because it provides no way to distinguish between
industrial design and applied art. No less than industrial designers, “designers of applied art create
with functional limitations in mind.”
2 Patry
§ 3:141, at 3-433. Indeed, the artist’s interest in
function helps to distinguish “applied art” from “fine
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art.” See pp. 20-21, supra. Congress elected to provide copyright protection to both fine art and applied
art, but the design-process test envisioned by Star
privileges the former.
Star’s version of the design-process test is also at
odds with the Copyright Act’s history. First, the test
would likely produce the wrong result under the
facts of Mazer. The lamp bases there did not emerge
from the designer’s “‘unconstrained perspective,’”
Star Br. 40 (citation omitted); the copyright applicant always “intended primarily to use the statuettes
in the form of lamp bases.” Mazer, 347 U.S. at 20405 (quotation marks omitted). But this Court held
that the statuette was eligible for copyright notwithstanding the designer’s intent. Id. at 205.
Second, the design-process approach would effectively reinstate the discredited test from the Copyright Office’s 1956 regulations, which denied protection to designs that were “necessarily responsive to[]
the requirements of [the article’s] utilitarian function.” 37 C.F.R. § 202.10(c) (1956). The Copyright
Office quickly discarded this requirement when it
amended its regulations in 1959, see pp. 4-5, supra.
When it enacted the Copyright Act and incorporated
language from the 1959 regulation, there is no evidence Congress intended to revive it.
Third, Congress’s intent was to create a “clear,”
more objective standard, not a more subjective one.
House Report 55. Even if a design is “determined by
esthetic (as opposed to functional) considerations” in
its designer’s mind, it still is not copyright-eligible if
it cannot hypothetically be separated from the useful
functions of the article on which it appears. Ibid.
Conversely, if the pictorial, graphic, or sculptural
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features objectively can be separated from the useful
functions, it does not matter whether the designer
was thinking purely aesthetic thoughts.
To the extent design-process is relevant to separability, it is only in a narrow evidentiary sense. Accord Pet. App. 40a (reasoning that design-process is
not dispositive but that a designer’s testimony may
offer relevant “clues”). If, for example, a designer
can establish that her design of an artistic feature
was not constrained in any way by functional concerns, that will support the argument that the feature is capable of existing independently from the
article’s utilitarian aspects. But ultimately, the
statute’s focus is on the design, not its conception.
b. Marketability. Under the “likelihood of marketability” approach, courts would ask whether
“‘there is substantial likelihood’” that the claimed
PGS feature “‘would still be marketable to some significant segment of the community’ without its utilitarian function.” Star Br. 35 (quoting Galiano, 416
F.3d at 419 (emphasis omitted)). This “completely
extrastatutory” test has faced heavy criticism. 2
Patry § 3:143, at 3-439, 3-440 n.5 (calling the test
“discredited” and “the worst possible solution” to conceptual separability). Even the one circuit that endorsed the test (the Fifth) described it as “suboptimal” and therefore adopted it for “garment design only”—a wholly arbitrary distinction. Galiano,
416 F.3d at 421-22 & n.27 (emphasis omitted). The
criticisms of this approach are well founded, and this
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Court should reject it as “strange” to copyright law.
1 Nimmer § 2A.08[B][4], at 2A-76. 10
This Court long ago held that copyright protection
does not turn on an Article III judge’s personal taste
in art. See Bleistein v. Donaldson Lithographing Co.,
188 U.S. 239, 251 (1903) (“It would be a dangerous
undertaking for persons trained only to the law to
constitute themselves final judges of the worth of
pictorial illustrations, outside of the narrowest and
most obvious limits.”). As the Court explained in
Mazer, “[i]ndividual perception of the beautiful is too
varied a power to permit a narrow or rigid concept of
art” to guide whether works should receive copyright
protection. 347 U.S. at 214; accord House Report 54
(noting that the Act contains “no implied criterion of
artistic taste”). Thus, an author is entitled to copyright protection if her work is original and it falls
within an enumerated category of authorship. 17
U.S.C. § 102(a). An author is not also required to
show that there is a market for her expression. A
teenager’s diary and the latest Harry Potter novel
are entitled to the same protection.
The likelihood-of-marketability approach contradicts these settled principles. It would make copyright protection for PGS features on useful articles
turn on their perceived prospects for immediate
commercial success, even though mass appeal is not
Star refers (at 42) to the likelihood-of-marketability approach
as “Nimmer’s approach,” but Professor Nimmer’s treatise simply describes the test without endorsing it. Indeed, after noting
possible arguments in favor, the treatise acknowledges that the
approach also “can be critiqued as (1) strange to copyright; (2)
liable to unduly favor more conventional forms of art; and
(3) . . . simply too restrictive.” 1 Nimmer § 2A.08[B][4], at 2A76, 2A-77.
10
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a requirement for any other type of work. Moreover,
by requiring judges to make subjective, predictive
judgments about whether there is a “substantial likelihood” that a work will find a market with “some
significant segment of the community” (Star Br. 35),
the test inevitably privileges “popular art” over more
unfamiliar art forms. Carol Barnhart Inc. v. Economy Cover Corp., 773 F.2d 411, 422 (2d Cir. 1985)
(Newman, J., dissenting); accord Pet. App. 41a;
AIPLA Br. 14-15. Justice Holmes’s opinion for the
Court in Bleistein cautioned against just this possibility: making perceived artistic value the benchmark for protection would mean that “some works of
genius would be sure to miss appreciation” from
judges who are not well positioned to predict future
artistic trends. 188 U.S. at 251.
Acknowledging these “fair criticisms,” Star argues
(at 41-42) that marketability is just a proxy for independence. But a viewer can mentally separate artistic work from functionality (all the statute requires)
without also wanting to buy the work. Unpopular
applied art is still applied art.
Star also contends (at 36) that Mazer supports this
test, but the opposite is true. The Court noted in
Mazer that sales of the statuette “in lamp form accounted for all but an insignificant part of respondent’s sales,” 347 U.S. at 203. It therefore is puzzling
that Star cites this passage for the proposition that
the statuette would pass Star’s test, i.e., “was . . .
marketed to a substantial segment of the community.” Star Br. 36 (emphasis added). The uncertainty
over whether the likelihood-of-marketability test
would yield the right result in Mazer is another serious mark against it.
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Star criticizes (at 42) some other lower courts’ approaches as “hopelessly vague, difficult to apply,”
and entirely “subjective.” 11 But Star’s approach
shares the same vices, and should be rejected for the
same reasons.
B.

Star’s Definition Of A “Utilitarian” Aspect
Of A “Useful Article” Is Contrary To The
Statute’s Plain Meaning.

Star tries to further limit copyright protection by
pairing its narrow approach to separability with an
expansive understanding of the “utilitarian aspects”
of a “useful article.” 17 U.S.C. § 101. Star’s theory of
the “utilitarian aspects” of a cheerleading uniform
was rejected below (Pet. App. 43a-45a), but Star did
not include it in the question presented, which focused on when a design is separable, not on what it
is separable from. See Pet. for Cert. i; Wood v. Allen,
558 U.S. 290, 304 (2010). Star’s arguments are incorrect in any event.
Star contends (at 32, 45, 53, 55) that the “utilitarian” aspects of clothing designs include a garment’s
capacity to convey information (e.g., by identifying
the wearer of a cheerleading uniform as a member of
a team) and to make the wearer appear more attractive (e.g., by “drawing attention to certain parts of
the wearer’s body,” or “creat[ing] a slimming effect”).
Star’s contention that decorative and expressive
Star is correct to criticize the so-called “primary-subsidiary”
approach (not applied in this case) on these grounds. Asking
whether a design’s artistic features are “primary” and its utilitarian aspects are “secondary” has no grounding in the statute
and requires courts to make purely subjective judgments. See
Carol Barnhart, 773 F.2d at 421 (Newman, J., dissenting).
11
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functions like these are utilitarian functions is contrary to the plain text of the statute and would deny
protection to designs that are uncontroversially copyrightable.
1. a. The question whether a PGS feature is
separable from a useful article’s utilitarian aspects
should be evaluated by reference to what makes the
article “useful” in the first place. An article is “useful” if it has “an intrinsic utilitarian function that is
not merely to portray the appearance of the article or
to convey information.” 17 U.S.C. § 101. Because
portraying an article’s appearance or conveying information are not functions that make an article useful, they are not among the useful article’s “utilitarian aspects.” Accord Chosun Int’l, Inc. v. Chrisha
Creations, Ltd., 413 F.3d 324, 329 n.3 (2d Cir. 2005).
The ordinary meaning of “utilitarian” further supports this straightforward reading. As noted, p. 21,
supra, “utilitarian” is the opposite of decorative,
beautiful, or ornamental. “Utilitarian features” are
by definition “practical,” not expressive or aesthetic.
Ibid.
Taken together, the statutory definition of “useful
article” and the ordinary meaning of “utilitarian”
make clear that an article’s expressive and decorative functions—whether conveying information or
enhancing appearance—are not utilitarian functions.
As a result, PGS features do not have to be separable
from these “functions” to receive protection. This
understanding brings the separability inquiry in line
within overall copyright policy, because “the ‘function’ of decoration [is] precisely what is ordinarily
conceived of as protected by copyright.” Shira Perlmutter, Conceptual Separability and Copyright in
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the Designs of Useful Articles, 37 J. Copyright Soc’y
U.S.A. 339, 370 (1990).
b. Resisting this conclusion, Star relies (at 53) on
the term “merely” in the definition of “useful article.”
Star argues that “portraying appearances” and “conveying information” are “utilitarian functions”—they
are just not enough standing alone to make an article a useful article. That misreads the statute.
The Act contains only one concept of utility: the
“utilitarian aspects” of a “useful article” (in the “PGS
work” definition) are the same utilitarian aspects
that can make the article a useful article (in the “useful article” definition). And a function that is “merely” “portraying” or “identifying” is excluded from the
definition of “utilitarian function.” Once excluded,
that function ceases to be relevant to separability.
Whether the useful article has other functions is irrelevant: the word “merely” is used in the exclusion,
not in counting how many functions a useful article
has.
c.
The correct approach can be illustrated by using clothing as an example. Clothing is a useful article because it has the intrinsic utilitarian function of
covering the body to provide warmth and preserve
modesty, even though it also has non-utilitarian,
decorative functions. But the fact that clothing is a
useful article does not change the fact that mere decoration is not a utilitarian function (whether of clothing or paintings). And a PGS feature need not be
separable from the non-utilitarian aspects of clothing
to receive protection. This distinction explains why
costumes are typically useful articles but masks are
not. See 56 Fed. Reg. at 56,531-32. Costumes and
masks have similar decorative and identifying func-
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tions, but costumes also serve the “useful function” of
“clothing the body.” Id. at 56,532. PGS features
must be separable from that function to receive protection—a condition that “two-dimensional design[s]
applied to the surface” of costumes satisfy, but designs of the costume’s overall shape generally do not.
Ibid.
2. Star’s broad understanding of a useful article’s
“utilitarian aspect[s]” is also flawed because it would
deny protection in paradigm cases. For instance, the
Copyright Office Compendium recognizes that
“[a]rtwork printed on a t-shirt” is eligible for protection (Compendium III § 924.2, at 900:40)—an example that mirrors the House Report’s examples of protectable “two-dimensional painting[s], drawing[s], or
graphic work[s]” “applied to . . . textile fabrics,”
House Report 55. Star strains (at 54-55) to distinguish the t-shirt example, but it fails to explain why
a picture on a t-shirt does not serve the “functions” of
drawing the viewer’s attention to the picture and
improving the wearer’s appearance. Why else would
artwork appear on a t-shirt, if not to enhance appearance?
Artwork printed on a t-shirt may also serve an
“identification” function, as Star articulates that concept. Consider, for example, a t-shirt with a sports
team’s logo on the front, which identifies the wearer
as a fan of the team. Under Star’s definition of “utilitarian,” the logo would lose copyright protection
when used in this way, because the design cannot be
separated from its “function” of identifying the wearer as a fan. But it could still be copyrighted if painted onto a canvas and hung on the wall. That result
is manifestly contrary to the statute, which gives a
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copyright holder the right to reproduce a pictorial or
graphic work “in or on any kind of article.” 17 U.S.C.
§ 113(a).
The only amicus brief supporting Star’s “expressive
functionality” theory reveals the theory’s remarkable
(and problematic) implications. The brief argues
that because a designer’s choice of “fabric prints” can
“influence people’s perceptions of the wearer,” twodimensional fabric designs “will often be utilitarian
in nature”; therefore, the brief argues, the numerous
“courts and scholars [who] have often reflexively”
concluded the opposite are all wrong. Br. of Profs.
Buccafusco & Fromer 8, 18.
Understandably, Star does not endorse the extreme
proposal of its amicus, which is inconsistent with
both decades of Copyright Office practice and several
examples used in the House Report. See pp. 29-30,
supra (discussing Star’s attempt to distinguish pattern designs). But this result is the clear logical
endpoint of Star’s theory.
C.

There Is No Presumption Against Separability.

There is no support in the text, structure, or history
of the Copyright Act for Star’s novel “presumption”
against separability (at 27-29, 38-39, 43)—a presumption that apparently no court has ever applied.
Courts should faithfully apply the statute’s test for
whether an artistic feature is separable without placing a thumb on the scale for or against copyright protection.
1. To support its presumption, Star points (at 27)
to the fact that designs of useful articles are eligible
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for protection as PGS works “if, and only to the extent that,” the designs incorporate separable PGS
features. 17 U.S.C. § 101. This provision simply establishes the conditions under which designs of useful articles receive protection: “if” certain conditions
are met, PGS features are protected, “to [a certain]
extent.” That hardly amounts to a directive to presume that the conditions are not met. 12
2. Reaching beyond the text, Star argues (at 2829, 43) that a presumption against separability is
appropriate because it implements Congress’s intent
to deny copyright protection to industrial designs.
But Congress also intended to grant protection to
“applied art,” including “design[s] of useful article[s]”
that include separable features. 17 U.S.C. § 101.
The key question is how to distinguish between the
“industrial designs” and “applied art,” and the answer cannot turn on arbitrary presumptions. There
is no principled reason to limit the protection that
Congress made available for applied art to make
double-sure that industrial designs are not registered. Indeed, one could just as easily argue that
courts should apply a presumption in favor of separability in order to ensure that applied art is protected.
3. Finally, Star cites (at 39) a decision by this
Court involving trade-dress protection. Notably,
however, the issue in Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205 (2000), concerned only
At the certiorari stage, Star identified an entirely different
part of the text as the supposed source of its presumption, but it
has now abandoned that argument. See Pet. for Cert. 20 (purporting to derive a presumption from the definition of “useful
article”).
12
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what level of proof is required to establish tradedress protection. Thus, the Court indicated that, in
“close cases,” courts should require proof of “secondary meaning” associated with a product’s presentation, rather than allowing a company to rely on the
“inherent[] distinctiveness” of its product. Id. at 215.
That is not a presumption against trade-dress protection, just a rule of proof. Here, by contrast, a presumption against separability would entirely deprive
original works of copyright protection—protection
that falls within the terms of the congressional
grant. Congress’s decision not to adopt an industrial-design statute does not justify applying an antiintellectual-property policy to the copyright statute
Congress did enact.
D.

Policy Considerations Do Not Support
Star’s Narrow Approach To Separability.

Star acknowledges that its approach to copyright
protection “undoubtedly” results in “a sub-optimal
prophylactic rule.” Star Br. 39 (quotation marks
omitted). But Star does not discuss the costs of under-protecting original, copyright-eligible works. As
the Court explained in Mazer, “[t]he economic philosophy behind the clause empowering Congress to
grant . . . copyrights is the conviction that encouragement of individual effort by personal gain is the
best way to advance public welfare through the talents of authors.” 347 U.S. at 219. Permitting others
to copy separable artistic designs would reduce the
economic incentive to innovate, because authors
know that knockoffs will capture much of the reward.
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Star downplays (at 39) the costs of an approach to
copyright-eligibility that denies protection to designs
“one would expect are copyrightable.” But Congress
decided to protect applied art no less than “fine” or
“pure” art, and this Court should respect Congress’s
“policy judgment.” Eldred v. Ashcroft, 537 U.S. 186,
208 (2003).
On the other side, Star puts forward several arguments for limiting the copyright protection available
for applied art. But Star’s concerns do not withstand
scrutiny. They certainly do not provide a basis for
departing from the most natural reading of the Copyright Act.
1. Star suggests (at 24-25, 30) that protection for
the designs of useful articles should be “channeled”
to other intellectual-property regimes, and in particular to design patents. Thus, despite grudgingly
conceding (at 25) that “overlap between copyright
and design patents may be inevitable,” Star appears
to argue that design-patent law should largely displace copyright protection in this area. But this
Court held in Mazer that the potential for overlap
between copyright and patent law is irrelevant, because “[n]either the Copyright Statute nor any other
says that because a thing is patentable it may not be
copyrighted.” 347 U.S. at 216. 13 Congress endorsed
this approach when it codified Mazer. See House Report 54 (“[W]orks of ‘applied art’ encompass all original [PGS] works that are intended to be or have been
Other intellectual-property regimes overlap as well. See
J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int'l, Inc., 534 U.S.
124, 144 (2001) (utility patents and special statutory protections for plants); Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470,
484 (1974) (patents and trade secrets).
13
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embodied in useful articles, regardless of factors such
as . . . the potential availability of design patent protection.”). 14
2. Star also relies on congressional inaction, arguing (at 11, 22, 26, 27-29, 43) that Congress’s decision not to pass legislation protecting industrial designs (and fashion designs in particular) weighs
against copyright protection. “[F]ailed legislative
proposals” are always “dangerous ground” to rely on
when interpreting a statute. Solid Waste Agency of
N. Cook Cnty. v. U.S. Army Corps of Eng’rs, 531 U.S.
159, 169-70 (2001) (citation omitted). They are particularly unilluminating here, because the legislative
proposals have involved efforts to extend protection
to the three-dimensional designs of useful articles as
a whole, such as the overall shape of a dress. 15 Such
proposals do not support any negative inferences
about the copyright protection available for the separable artistic features of useful articles, including
two-dimensional designs that appear on clothing.
The Copyright Office likewise agrees that “if a work otherwise meets the requirements of copyrightability, it should not
be denied [registration] simply because the claimant happens to
be entitled to supplementary protection under other legislation.” Registrability of Pictorial, Graphic, or Sculptural Works
Where a Design Patent Has Been Issued, 60 Fed. Reg. 15,605,
15,606 (1995) (abolishing requirement to elect either design patent or copyright).
15 See p. 9, supra (describing Title II of the Senate’s copyright
bill); see also H.R. 5055, 109th Cong. § 1(a)(2) (2006) (proposed
bill to provide limited protection for “fashion design,” which was
defined as “the appearance as a whole of an article of apparel,
including its ornamentation” (emphasis added)). Those proposals also consistently disclaimed any effect on existing rights
under copyright law). H.R. 5055, 109th Cong. § 1(h); p. 9, supra.
14
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Similarly, that Congress decided to give specific protection to the overall shape and layout of boat hulls
and to three-dimensional patterns in semiconductor
chips, see Star Br. 29 (citing 17 U.S.C. §§ 901-914,
1301-1332), does not suggest that Congress impliedly
repealed the existing protection for separable artistic
features of useful articles.
3. Finally, Star suggests (at 6, 22, 39, 50, 57),
that unless courts construe section 101’s separability
provision narrowly, designers will use copyright protection to create monopolies and thwart competition.
This concern is unfounded. 16
First, Star’s argument overlooks that separability
is only a necessary condition for copyright protection;
an author must also show that her PGS work is
“original.” 17 U.S.C. § 102(a); see also Feist Publ’ns,
Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 345-47
(1991) (explaining that “originality” is “the touchstone of copyright protection”).
Second, and relatedly, an author asserting infringement must prove “substantial similarity” to the
copyrighted work. 4 Nimmer § 13.01[B], at 13-10.1.
That requirement refutes any contention that a single graphic design could lock up an entire market
segment. Thus, in this case, Varsity did not receive a
copyright for a single shape, but rather for “the
treatment and arrangement” of shapes and patterns
“coupled with their coloring.” J.A. 66, 316, 322.
Other designers thus could use the same building
Star’s insinuation (at 6, 13) that Varsity has a monopoly and
has engaged in anticompetitive conduct has no record support.
In fact, the district court dismissed Star’s Sherman Act counterclaim, J.A. 164-68, and Star did not cross-appeal.
16
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blocks of shapes, chevrons, and stripes, provided they
did not copy Varsity’s particular selection and arrangement.
Third, “[t]he limited scope of the copyright holder’s
statutory monopoly” ensures a proper “balance” between the need to “encourage[] and reward[]” artistic
creation and the importance of preserving the public
domain. Twentieth Century Music Corp. v. Aiken,
422 U.S. 151, 156 (1975). “Unlike a patent, a copyright gives no exclusive right to the art disclosed;
protection is given only to the expression of the
idea—not the idea itself.” Mazer, 347 U.S. at 217.
Thus, in contrast to patents, copyrights provide no
protection against a rival that independently creates
a substantially similar work. Copyrights prevent only copying the original elements. See Feist, 499 U.S.
at 361. That requires proof of copying, or at least access to the copyrighted work.
Each of these requirements protects legitimate
competition while prohibiting piracy. Copyright protection for applied art “assures authors the right to
original expression, but encourages others to build
freely upon the idea and information conveyed by a
work.” Feist, 499 U.S. at 349-50 (citation omitted).
III.

Varsity’s Two-Dimensional Graphic Designs Are Copyright-Eligible PGS Works.

Varsity’s two-dimensional graphic designs are
copyright-eligible PGS works, just like the examples
of two-dimensional artwork identified in the House
Report and the Copyright Office’s Compendium. To
the extent Varsity’s designs qualify as the “designs of
useful articles” at all, they are clearly separable from
the utilitarian aspects of cheerleading uniforms.
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Star’s arguments to the contrary are both legally and
factually flawed. Moreover, even if Star’s flawed design-process and marketability tests were adopted,
the Court should affirm.
A.

Varsity’s Designs Are Copyright-Eligible
Under The Correct Statutory Approach.

1. As a threshold matter, Varsity’s graphic designs are not “designs of useful article[s].” 17 U.S.C.
§ 101; see also Br. in Opp. 26 (making this argument); Varsity C.A. Br. 33 (same). Rather, they are
two-dimensional graphic designs that appear on useful articles. Therefore, they are PGS works without
any need for separability analysis. Accord 2 Patry
§ 3:151, at 3-485 (advocating for that result in this
case); Ginsburg, supra (same).
Star argues in passing (at 44) that “the arrangement of color blocks and stripes” is itself a useful article. 17 But Star does not explain what “utilitarian
function” this graphic design serves except to “portray the appearance of the article or to convey information,” and under the statutory definition of “useful
article,” those expressive functions do not qualify as
utilitarian. 17 U.S.C. § 101; see Part II.B, supra.
2. Even if Varsity’s graphic designs are “designs
of useful articles,” they are easily separable from the
utilitarian aspects of cheerleading uniforms and thus
are copyright-eligible PGS works. Just like other
The court of appeals tersely stated that Varsity’s copyrighted
works were the design of the garments, Pet. App. 42a, but it
overlooked that the copyrights are only in two-dimensional elements like colors and chevrons, not crop tops and skirts. See
pp. 59-60, infra.
17
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two-dimensional artwork printed on clothing, Varsity’s graphic designs can be identified separately from
the uniform and its utilitarian functions of covering
the body while wicking away moisture and permitting the wearer to “cheer, jump, kick, and flip.” Pet.
App. 42a-43a, 45a. In addition, the designs are capable of existing independently of the utilitarian aspects of the uniforms; in fact, they have been reproduced on other apparel including cheerleading warmups and jackets. See J.A. 261, 273-79. For example,
the pictures below show Design 0815, as depicted in
the deposit materials (on the left) and as reproduced
on a warm-up and a jacket (on the right):

J.A. 213, 274, 276. The design could also be placed
on other useful articles, such as bags, notebooks, or
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even iPhone covers. J.A. 248. Or it could simply be a
two-dimensional graphic work. See J.A. 270.
Moreover, to the extent it is relevant, cheerleading
uniforms can exist without Varsity’s two-dimensional
designs on their surface. Indeed, Varsity has produced cheerleading uniforms without any decoration:

J.A. 272. Thus, Varsity’s graphic designs satisfy the
Copyright Office’s test because the design and the
useful article on which they appear (cheerleading
uniforms) could exist side-by-side. See Compendium
III § 924.2(B), at 900:40.
B.

Star’s Contrary Arguments Are Meritless.

Star’s contention that Varsity’s two-dimensional
graphic designs are ineligible for copyright protection
is meritless. Several of Star’s arguments depend on
its flawed tests for separability and its misunderstanding of what qualifies as a “utilitarian aspect” of
a “useful article.” Star’s remaining arguments are
inconsistent with the factual record and with Copyright Office policies for submitting deposit materials.
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1. As its lead argument, Star contends (at 44-48)
that Varsity’s graphic designs are not separable from
cheerleading uniforms on which they appear because
the designs are intrinsically connected with the idea
of “cheerleading-uniform-ness” and help to identify
cheerleaders as cheerleaders. 18 Thus, Star argues
(at 48) that even if the selection and arrangement of
stripes, chevrons, and color blocks were depicted on a
different medium, the design would still “shout
‘cheerleading uniform.’” Similarly, Star discounts
the fact that an identical athletic garment can be
produced without any graphic design, on the theory
that plain white uniforms would not be “appropriate
attire . . . for a member of a cheerleading squad.” Id.
at 45 (quoting Pet. App. 53a). Star also asserts that
the graphic designs are inseparable from the utilitarian aspects of the uniforms because the designs help
“bring . . . together” the different pieces of the uniform and “draw[]” an observer’s “attention.” Id. at
47.
These contentions perfectly illustrate the problems
with treating identification and expressive functions
as “utilitarian.” Whether a plain white uniform is
really “appropriate” cheerleading attire, and whether
certain shapes and color patterns are needed to
“bring” an outfit “together,” are questions better answered by fashion critics or philosophers than by Article III courts. Cf. Pet. App. 58a (district court decision invoking Plato’s Republic when defining “the essence of a ‘cheerleading uniform’”). Such impondera-

Again, case-specific arguments about what utilitarian functions a cheerleading uniform serves are not within the question
this Court agreed to decide. See p. 41, supra.
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ble questions are not relevant under the proper reading of the statute. See Part II.B, supra.
In any event, Star’s suggestion that the particular
patterns of stripes, chevrons, and color blocks used in
Varsity’s designs are intrinsic to any true cheerleading uniform is demonstrably false. There is no single
ideal of “cheerleading-uniform-ness” that has been
fixed throughout time. Styles evolve, and patterns
that are popular today did not adorn uniforms from
time immemorial. Consider this example, featuring
cheerleaders at Trinity University in San Antonio,
Texas in 1936:

Mary Ellen Hanson, Go! Fight! Win!: Cheerleading in
American Culture (1995) (pictorial insert). Or consider this example, depicting University of Denver
cheerleaders from 1965:
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Ibid. Or this 1950s photo, featuring cheerleaders
from Southern Methodist University clad in plainwhite garments:
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Doris Valliant, History of Cheerleading 17 (2003).
All of these are pictures of cheerleaders. None of the
uniforms depicted have the stripes, chevrons, or color
blocks that Star claims (at 46) are essential “to cause
an observer to perceive the wearer as a cheerleader.”
Star provides no reason why artistic features commonly used today should define “cheerleadinguniform-ness” (rather than the design trends of either 1950 or 2050).
2. Star argues (at 48-49) that the commercial objectives of Varsity’s designers and the supposed practical constraints on their work defeat copyright protection. But for the reasons explained, pp. 3, 20-21,
36-38, supra, the commercial origin of applied art
does not limit copyright-eligibility, and Star’s version
of the design-process test should be rejected.
It is also irrelevant that Varsity’s designers used
the outlines of cheerleading uniforms when creating
two-dimensional graphic works. Artists may use different canvases for their work, and a twodimensional painting sketched to fit, for example, on
a label for a wine bottle does not receive less protection than a two-dimensional painting on a canvas.
See http://www.chateau-mouton-rothschild.com/labelart (last visited Sept. 13, 2016) (collecting original
labels painted for Chateau Mouton Rothschild by artists including Marc Chagall, Salvador Dali, and
Pablo Picasso).
3.
Star also tries to defeat Varsity’s copyright
protection by creating confusion about the nature of
the works that the Copyright Office registered. At
times, Star argues (at 49) that Varsity sought protection for the designs of three-dimensional cheerleading uniforms. Elsewhere, Star makes (at 51-52) the
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contradictory assertion that Varsity received protection only for the drawings and photographs that Varsity submitted to the Copyright Office, rather than
for the two-dimensional designs that were depicted
in those drawings and photographs. Neither characterization is correct.
Star’s attempt to limit Varsity’s copyright to the
sketches and photographs submitted misunderstands the Copyright Office rules for deposit materials. The Office instructs registrants to submit material identifying the separable design features applied
to a useful article (such as drawings or photographs)
rather than the useful article itself. See Compendium
III
§ 1506,
at
1500:11;
37
C.F.R.
§§ 202.20(c)(2)(xi)(B)(2), 202.21(a). Consistent with
these regulations, Varsity’s registration statements
claimed “fabric design (artwork)” and “2 Dimensional
artwork” rather than, for example, “photograph[s]”—
an available check-box on the Copyright Office’s application form. J.A. 48-50, 57-59. 19 Moreover, correspondence between the Copyright Office and Varsity
concerning other, similar graphic designs leaves no
doubt that Varsity was seeking to register “the separable artistic or graphic authorship . . . found on the
surface” of each article of clothing, not the sketch or
photograph depicting the graphic artwork. J.A. 66;
see J.A. 316, 322.
Star’s alternative (and inconsistent) suggestion
that Varsity registered a three-dimensional design of
The Copyright Office instructs that the “2-Dimensional artwork” box should be checked if the authorship consists of “2dimensional artwork applied to useful articles, and designs reproduced on . . . clothing.” U.S. Copyright Office, Form VA Instructions, available at www.copyright.gov/forms/formva.pdf.
19
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a cheerleading uniform is mistaken. The Copyright
Office “will not register a claim in clothing or clothing designs.” Compendium III § 924.3(A), at 900:41.
Varsity’s registrations describe the works as “2 Dimensional artwork” and/or “fabric design (artwork),”
not complete, three-dimensional garment designs.
J.A. 38-39, 46, 48, 57, 213-15. 20 And as the statute
makes clear, a copyright in the “design” of a useful
article extends only to the copyrightable “features.”
17 U.S.C. § 101. Star alludes (at 16-17, 50-51) to
statements that Varsity has made about its registered designs in other contexts, such as in advertisements. But even if Varsity has sometimes been
imprecise in describing its copyright claims to customers and competitors, that does not affect the nature of the copyrights that Varsity has registered
with the Copyright Office.
4. Finally, Star raises (at 16, 47-48) a fact-bound
argument about how Varsity constructed its uniforms. Discussing Varsity’s cut-and-sew method,
Star contends that Varsity’s designs serve a useful
function because the stripes and braiding are supposedly used to cover the seams. Star also asserts
that the braiding helps to give the uniform its shape,
create “style lines,” and minimize stretching. Ibid.
Star’s contentions overlook record evidence establishing Varsity’s designers are not constrained by concerns about garment construction when creating
their two-dimensional designs. See pp. 10-11, supra.
Star suggests (at 15) that the Copyright Office referred to
Varsity’s “works” as “articles of clothing.” But as noted above,
p. 12, supra, the same Copyright Office letter makes clear that
registration was based on the “separable artistic or graphic
authorship . . . on the surface of each” article of clothing, not the
overall three-dimensional uniform design. J.A. 66.
20
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Varsity creates its graphic designs first, and then the
production staff works with the designs to decide
where to place the seams and braiding; there are no
preexisting requirements about where the seams and
braiding must appear. J.A. 242, 283-84.
More fundamentally, Varsity can and has applied
the same graphic designs onto garments using the
alternative process of sublimation—in which the
stripes are made using ink, not braid, and there are
no seams on the front to cover. J.A. 243-44; see p. 11,
supra; J.A. 260, 262-70 (showing examples of sublimated uniforms with the five designs at issue). Star
quibbles (at 16) about whether Varsity used sublimation to incorporate these particular designs onto uniforms before this litigation. That is irrelevant because separability is a hypothetical inquiry: it asks
whether PGS features are “capable of existing independently of [] the utilitarian aspects of the [useful]
article.” 17 U.S.C. § 101 (emphasis added). The undisputed fact that Varsity can add the designs at issue to uniforms through sublimation unequivocally
demonstrates that they are capable of existing independently of the garment.
C.

Varsity Should Prevail Even Under Star’s
Design-Process And Marketability Approaches.

This Court should affirm the judgment below even
if it adopts either (or both) the design-process and
likelihood-of-marketability tests that Star proposes.
See Br. in Opp. 27 (explaining that Varsity’s designs
are copyright-eligible under all existing tests); Varsity C.A. Br. 33-34 (same).
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As to design-process, the record shows that Varsity’s design and production process are separate, and
Varsity’s designers are not constrained by functional
concerns about garment construction when creating
two-dimensional graphic designs. See pp. 10-11, supra; J.A. 258-59, 283-84. Because the arrangements
of artistic elements in Varsity’s designs “reflect the
independent, artistic judgment of the designer[s],”
Pivot Point, 372 F.3d at 931, they are conceptually
separable under a design-process approach.
With respect to likelihood of marketability, Varsity’s expert explained that the designs have independent commercial value because they can be applied to numerous other commercial goods. J.A. 248.
Star’s assertion (at 49, 56) that the designs are not
marketable is “based not on evidence but on conjecture,” Pet. App. 41a (quotation marks and citation
omitted). Indeed, the best that Star can do is to argue (at 56) that “there is no reason to think” that
Varsity’s designs could be marketable to a significant
segment of the public. That evidence-free assertion
is plainly inadequate, particularly because Star had
the burden of proving that Varsity designs registered
within five years of first publication were invalid.
See 17 U.S.C. § 410(c); p. 13, supra.
*****
Original two-dimensional designs do not lose copyright protection when they are incorporated onto useful articles.
Here, Varsity registered twodimensional graphic designs that appear on cheerleading uniforms, but that can also be incorporated
onto other articles. Under the plain text of the Copyright Act and long-established Copyright Office practice, Varsity’s designs are separable from the utili-

63
tarian aspects of cheerleading uniforms and should
receive full copyright protection.
CONCLUSION
The judgment of the court of appeals should be
affirmed.
Respectfully submitted.
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1
INTRODUCTION
Unlike its position in the lower courts, Varsity
now argues that because its cheerleader-uniform
designs are two-dimensional, no separability
analysis is necessary. Varsity Br. 1–2. That argument assumes two-dimensional designs cannot serve
a utilitarian function. They clearly can. Consider a
two-dimensional design that serves the utilitarian
function of hiding the wearer:

In fact, Congress expressly recognized that twodimensional
pictorial
and
graphic
features
incorporated in a useful article can be utilitarian by
subjecting both types of features to the separability
analysis that 17 U.S.C. § 101 requires. Accordingly,
Varsity’s cheerleader-uniform designs are properly
analyzed for separability.

2
Varsity similarly argues that a garment’s
pictorial or graphic features can never serve a useful
function. Varsity Br. 43–44. Not so. As the Copyright
Office recognizes, garments are useful articles that
can serve functions in addition to clothing the body.
Registrability of Costume Designs, 56 Fed. Reg.
56,530, 56,531 (1991) (“Costumes serve a dual
purpose of clothing the body and portraying their
appearance.” (emphasis added)). These functions
include enhancing the attractiveness of the wearer.
The placement of lines on the garment can make the
wearer appear shorter and broader or taller and
slimmer; other pictorial and graphic features on the
garment can draw attention to, or away from, certain
body parts. Amici Br. of Profs. Buccafusco & Fromer
18–24, 24–29. Uniforms, in particular, function to
identify the wearer as part of a group (the army,
healthcare workers, or a cheerleading squad) and
portray a unified appearance. And the government
concedes that if Star Athletica is correct that the
chevrons and stripes on a cheerleader uniform have
a utilitarian function, “then Section 113(a) would not
protect the application of” those features. U.S. Br. 23;
contra U.S. Br. 17–24.
In sum, two-dimensional features of useful
articles must still be analyzed to ensure the features
are separable. To conduct that analysis, Star
Athletica has proposed a separability test that is
faithful to the text of Copyright Act § 101 and the
Congressional policy against copyright in industrial
design, especially garment design. The Court should
adopt Star Athletica’s test and reject Varsity’s
invitation to provide a century of copyright
protection for cheerleader-uniform designs.

3
ARGUMENT
I.

This case is about separability, not whether
two-dimensional works can be copyrighted.

Star Athletica agrees that copyright generally
(though not always) protects two-dimensional works.
But this case is not about whether two-dimensional
works are copyrightable in the abstract. The case is
about determining when a two-dimensional design
feature is separable from the useful article into
which the feature is incorporated. Two-dimensional
features are not automatically separable, even if they
can be transferred to a variety of media. Contra
Varsity Br. 26. This is shown by the Copyright Act’s
text, the Copyright Office’s guidance, and experience.
The Act anticipates that two-dimensional
features can be functional. Section 101 says that
“pictorial” and “graphic” features must be separable
from the “utilitarian aspects of the article” for the
design of a useful article to be protectable. 17 U.S.C.
§ 101. This demonstrates Congress understood that
two-dimensional and three-dimensional features
may be inseparable from the utilitarian aspects of a
useful article. Buccafusco & Fromer Amici Br. 19.
Thus, copyright examiners apply a separability
analysis to determine if two-dimensional pictorial
and graphic features incorporated into the design of
useful articles are separable. Contra Varsity Br. 31–
32. The Copyright Office recommends that claimants
use “[t]he term two-dimensional artwork . . . to
describe two-dimensional artwork that has been
applied to a useful article,” “provided that the
artwork is . . . separable from the useful article.”
Compendium III § 618.4(C) (emphasis added).
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Everyday experience reinforces the point that
pictorial or graphic designs can have utilitarian
functions. For example, the military holds design
patents and trademarks for two-dimensional
camouflage designs which, when used on garments,
serve a crucial function of concealing soldiers on the
battlefield. In addition to camouflage, consider a few
more examples:
1. Fonts: This brief uses the following two fonts:

AaBbCcDdEeFf
AaBbCcDdEeFf
Fonts are two-dimensional and contain elements of
creative design. Yet, “because the creative aspects of
the character (if any) cannot be separated from the
utilitarian nature of that character,” fonts are
industrial design and cannot be copyrighted.
Compendium III § 906.4 (citing 37 C.F.R. § 202.1(a),
(e)); Eltra Corp. v. Ringer, 579 F.2d 294, 298 (4th Cir.
1978).
2. Blank forms: Forms that record information
but which do not themselves convey information are
not copyrightable because the two-dimensional
graphic features are not separable from the form’s
utilitarian function. See 37 C.F.R. § 202.1(C); Baker
v. Selden, 101 U.S. 99 (1879). This even though a
blank baseball scorecard could be framed and hung
on the wall, printed on wallpaper, or emblazoned on
a notebook cover.

5
3. Battenburg livery designs: In the United
Kingdom, governmental studies concluded that a
pattern of large, carefully proportioned twodimensional designs increases the conspicuity of
emergency vehicles. Paul Harrison, High conspicuity
livery
for
police
vehicles 4 (Police
Scientific
Dev.
Branch, Publ’n No.
14/04, 2004). To the
same end, emergency
services often add
inverted-V chevron
designs to the rear of
vehicles.
In sum, as a matter of statutory construction,
agency application, and practical experience, some
two-dimensional pictorial and graphic features are
not categorically separable from the useful articles
incorporating them, even if two-dimensional features
can be transferred to any surface. Accord Profs.
Buccafusco & Fromer Br. 14–15.
To support its contrary conclusion, Varsity
suggests that the Eleventh Circuit concluded that “it
is ‘obviously true’ that ‘any two-dimensional image’ is
separable from the useful article on which it
appears.” Varsity Br. 25 (quoting Home Legend, LLC
v. Mannington Mills, Inc., 784 F.3d 1404, 1413 (11th
Cir. 2015)). But no court, including the Eleventh
Circuit, has so supplanted § 101. The Eleventh
Circuit merely observed that “nothing (save perhaps
good taste)” prevents any two-dimensional image
from being “printed, framed, and hung on the wall as
art.” Ibid.

6
Likewise, Varsity’s quotation from Professor
Goldstein’s treatise, Varsity Br. 25, omits his point
that Congress and the courts prevent the use of a
copyright in a two-dimensional image to bar the
manufacture of a three-dimensional object portrayed
therein. 1 Paul Goldstein, Goldstein on Copyright
§ 2.5.3, at 2:83 (3d ed. 2005). Goldstein’s analysis
actually condemns what Varsity is seeking to do in
this very case:
Although it is relatively easy to obtain
copyright protection for designs of useful
articles appearing in two-dimensional rather
than three-dimensional form, Congress and
the courts have limited the rights granted to
these works so that copyright control of the
two-dimensional work will not confer control
over the three-dimensional useful articles
made from it. [Id. (emphasis added to
language omitted by Varsity).]
Only Professor Patry’s treatise supports Varsity’s
position. And that position is inconsistent with
§ 101’s text and the reality that two-dimensional
images can have an intrinsic utilitarian function.
Varsity’s new argument is a variation on its
argument opposing the petition that this case is
about fabric design, not separability. See Varsity Br.
28–31. This is not a case of “two-dimensional designs
that are incorporated onto clothing,” Varsity Br. 28,
but a case of clothing design. Varsity’s arrangements
of stripes, chevrons, and color blocks are not
independent works that happened to be incorporated
into cheerleader uniforms. Even when the uniform is
removed, Varsity’s arrangement of elements still
looks exactly like a cheerleader uniform. See IP
Profs. Amici Br. in Supp. of Pet’r 17.

7
Until its merits brief in this Court, Varsity saw it
the same way, viewing its copyrights as protecting
cheerleading uniform designs, J.A. 175–86, and
threatening competitors for infringing copyrights in
“certain garment designs,” J.A. 171. As Varsity
acknowledges, Varsity Br. 52 n.17, the Sixth Circuit
panel majority had no difficulty recognizing that
Varsity was claiming copyright in “the designs of
cheerleading uniforms and sportswear.” Pet. App.
42a. Indeed, when faced with similar claims and
similar designs, see Pet. Reply Br. 7–8, the Fifth
Circuit similarly recognized that the twodimensional images at issue there were casinouniform designs. Galiano v. Harrah’s Operating Co.,
416 F.3d 411, 416–17 (5th Cir. 2005).
The difference between fabric design and
garment design is illustrated by one of the fabricdesign cases on which Varsity relies, Folio
Impressions, Inc. v. Byer California, 937 F.2d 759 (2d
Cir. 1991). Varsity Br. 28. Contrary to Varsity’s
account, the case did not involve graphic designs on
clothing, it involved a design on fabric:

Folio Impressions, Inc. v. Byer California, 752
F. Supp. 583, 593 (S.D.N.Y. 1990). And unlike

8
Varsity’s copyrights, Folio’s fabric was not designed
to follow the contours of the body of the person wearing garments made from the fabric. The placement
and design of the roses were unconstrained by
functional considerations of garment design.1
Varsity buttresses its fabric-design argument by
citing the Copyright Office’s statement that a twodimensional design applied to the surface of clothing
may be registered. Varsity Br. 31; see also U.S. Br. 9.
But Varsity omits clarifying language demonstrating
that the Copyright Office is referring to designs
printed repeatedly or singly on fabric: “this claim [for
a copyright in a two-dimensional design applied to
the surface of clothing] is generally made by the
fabric producer rather than the garment or costume
designer. Moreover, this claim to copyright is
ordinarily made when the two-dimensional design is
applied to the textile fabric and before the garment is
cut from the fabric.” 56 Fed. Reg. at 56,531
(emphasis added). The Office also identifies its
general policy against registering copyrights for
garment designs, including uniforms. Id. at 56,532.
The Copyright Office correctly concludes that
only Congress has the authority to extend copyright
protection to garment designs. See ibid. Indeed, as
Varsity’s expert witness’s amici brief acknowledges,
this is what European Union member states and
other countries have done. Fashion Law Inst. Amici
1 Varsity also cites Knitwaves, Inc. v. Lollytogs Ltd., 71 F.3d
996 (2d Cir. 1995), as an example of a court recognizing that
graphic designs on clothing can be copyrighted. Varsity Br. 28.
But the parties there did not dispute that leaf and squirrel
designs on sweaters were protectable. 71 F.3d at 1002.

9
Br. 18. Congress has resolutely resisted that
approach for more than a century, and this Court
should not legislate a different policy.
II. Star Athletica’s approach offers more
objective
guidance
than
Varsity’s
unadorned “side-by-side” analysis.
Star Athletica’s approach for the existsindependently prong of the statute proposes three
distinct analytical tools—physical separability,
design process, and marketability—to aid courts in
applying it. Star Br. 33–36, 38. Varsity says Star
Athletica’s approach “bears no resemblance to the
Copyright Office’s ‘side-by-side’ test.” Varsity Br. 35.
Not so. Star Athletica’s approach is not a departure
from past practices in the courts or the Copyright
Office. Rather, by relying on the objective facts about
each work instead of idiosyncratic perceptions, Star
Athletica’s approach guides the application of the
“side-by-side” test so that separability determinations may be more consistent.
The “side-by-side” approach, though conceptually
correct, offers little guidance for application. It
requires the factfinder to “visualize[ ]” or “imagine[ ]”
the artistic features and the useful article separately,
and to find separability only when, in the person’s
imagination, the former can exist as a “fully realized
. . . artistic work” and the latter a “fully realized . . .
useful article” without “[m]erely analogizing the
general shape of a useful article to a work of modern
sculpture.” Compendium III § 924.2(B).
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Without additional guidance, the side-by-side
approach is akin to a Rorschach test. Try applying it
to the mannequin head and its features at issue in
Pivot Point International, Inc. v. Charlene Products,
Inc., 170 F. Supp. 2d 828, 840 (N.D. Ill. 2001):

Varsity’s “side-by-side” test asks the viewer to
imagine the mannequin head and the hungry-look
facial features separately and determine whether
they can each be perceived as “fully realized.” Not
only did this issue evenly split the four Seventh
Circuit judges who addressed it, but a similar
mannequin issue confounded the Second Circuit, too.
Pivot Point Int’l, Inc. v. Charlene Prods., Inc., 372
F.3d 913 (7th Cir. 2004) (2-1 decision reversing
Judge Easterbrook in the district court); Carol

11
Barnhart Inc. v. Economy Cover Corp., 773 F.2d 411
(2d Cir. 1985) (2-1 decision). Like beauty, utility is in
the eye of the beholder.
Star Athletica turns this inquiry outward.
Starting with the physical-separability tool gives the
viewer something tangible to evaluate. See
Compendium III § 924.2(A). There is no mental
exercise of imagining the elements separately; each
factfinder would look at the same feature and the
same useful article separated from each other to
determine whether each is capable of existing
independently of the other.
Where physical separation is not possible, the
design-process and marketability tools use objective
evidence to assist this analysis. Instead of asking the
metaphysical question of how a pictorial, graphic, or
sculptural feature of a useful article and the useful
article are “fully realized,” factfinders, aided by
experts when helpful, may look to what a designer
was engaged to design, see Pivot Point, 372 F.3d at
932 (artist given carte blanche to implement an idea
for a “hungry look” mannequin); whether a designer
altered his original sculpture to conform to the
demands of a useful article, see Brandir Int’l, Inc. v.
Cascade Pac. Lumber Co., 834 F.2d 1142, 1147 (2d
Cir. 1987) (designer adapted original elements of a
sculpture to accommodate and further the utilitarian
purpose of a bicycle rack); or whether there is a
market for the artistic feature without the useful
article, see Galiano v. Harrah’s Operating Co., 416
F.3d 411, 421–22 (5th Cir. 2005). Courts need such a
determinate base to assess separability.
Varsity mocks Star Athletica’s acknowledgment
of a “sub-optimal” element in its test without
noticing that the lack of guidance provided by its
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side-by-side analysis is what led to the proliferation
of separability tests. As the Fifth Circuit noted, a
determinate separability analysis that is less than
perfect is preferable to subjective analysis which
leads reasonable jurists to opposite conclusions in
near every case. See Galiano, 416 F.3d at 421–22.
III. Star Athletica’s test best effectuates
Congressional intent as expressed in § 101.
Varsity says Star Athletica’s approach “is
divorced from the statutory text.” Varsity Br. 17. But
Star’s test closely tracks § 101, giving each word
meaning. Star Br. 26–36. Varsity distorts the text.
A. An article’s utilitarian aspects must be
identified consistent with § 101’s text.
1. Varsity misconstrues the phrase
“the utilitarian aspects of the
[useful] article.”
Varsity acknowledges that Congress crafted
§ 101 to avoid providing copyright protection for
works of industrial design. Varsity Br. 8. But Varsity
tries to frustrate Congress’s intent by claiming the
Court should not consider the functionality of useful
articles when determining how to assess
separability, then defining the utilitarian aspects of
a useful article contrary to the statutory text.
1. To begin, Varsity is wrong that defining a
useful article’s functionality is not within the scope
of the question presented. Varsity Br. 41, 55 n.18.
The question asks “what is the appropriate test to
determine when a feature of the design of a useful
article is protectable” by copyright. That test
necessarily includes defining the utilitarian function
of the useful article.
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2. Section 101 defines a useful article as “an
article having an intrinsic utilitarian function that is
not merely to portray the appearance of the article or
to convey information.” 17 U.S.C. § 101. Congress
thus considered portraying the article’s appearance
and conveying information to be utilitarian
functions, contra Varsity Br. 21; Congress simply
made clear that if those are an article’s only intrinsic
utilitarian functions (like a newspaper), the article
can be copyrighted notwithstanding those utilitarian
functions. The Copyright Office has recognized that a
useful article can have such a utilitarian function
and other intrinsic utilitarian functions, thus
requiring a separability analysis. E.g., 56 Fed. Reg.
at 56,531 (costumes have intrinsic utilitarian
functions of clothing and masquerading.
The meaning of the word “utilitarian” does not
exclude portraying an article’s appearance or conveying information. “Utilitarian” means “pertaining to
or consisting in utility . . . having regard to utility or
usefulness rather than beauty, ornamentation, etc.”
Random House Webster’s Unabridged Dictionary
2099 (2d ed. 2001). “Utility” means “the state or
quality of being useful.” Ibid. A sign has the
utilitarian function of conveying information.
Varsity’s approach requires the conclusion that
Congress intended “utilitarian aspects” in the
separability analysis to have a narrower meaning
than “utilitarian functions” in the useful-article
definition. If so, the definition of pictorial, graphic, or
sculptural work in § 101 would conclude:
[T]he design of a useful article . . . shall be
considered a [protectable] work only if, and only
to the extent that, such design incorporates
pictorial, graphic, or sculptural features that [are
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separable from] the utilitarian aspects of the
article other than portraying the appearance of
the article or conveying information.
Varsity’s rewriting of § 101 undermines Congress’s
acknowledged intent to preclude copyright protection
for industrial designs—i.e., designs that optimize a
useful article’s appearance.2
3. Varsity suggests that interpreting utilitarian
aspects of a useful article to include conveying
information and depicting the article’s appearance
will result in the loss of copyright protection for logos
and anything else printed on a t-shirt. Varsity Br.
44–45; accord U.S. Br. 24–25. Not so.
First, the statute requires consideration of “the
utilitarian aspects of the article” at issue. Consider
Varsity’s example of a t-shirt with a team logo on it.
Varsity Br. 44. The shirt does not have the
utilitarian function of identifying the wearer as a
team’s fan; the logo performs that function. Likewise,
adding a face, character, or landscape to a t-shirt
might draw attention to the shirt, but it does nothing
to advance the utilitarian function of accentuating or
altering the appearance of the wearer’s body. That is
why sports-team logos or Van Gogh paintings are
2 “The dominant feature of modern industrial design is the
merger of aesthetic and utilitarian concerns. It is the influence
of nonaesthetic factors, the nexus between what the product
must do and how it must look, that distinguishes true industrial design from other artistic endeavors. The industrial
designer . . . is subject to the functional constraints inherent in
each undertaking.” Robert C. Denicola, Applied Art & Indus.
Design: A Suggested Approach to Copyright in Useful Articles,
67 Minn. L. Rev. 707, 739 (1983).
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separable from the t-shirt. Indeed, logos and
paintings are typically registered as stand-alone
works, not works incorporated into garments, as
here.
Second, one can possess a copyright in a drawing
of a useful article without possessing a copyright in
the article. U.S. Br. 23. While a two-dimensional
image of a tuxedo may be printed on a t-shirt, U.S.
Br. 9–10, the image does not prevent a tailor from
making the tuxedo. Only Varsity can print its
sketches of cheerleaders wearing uniforms on tshirts, but anyone can make the actual cheerleader
uniforms. Jack Adelman, Inc. v. Sonners & Gordon,
Inc., 112 F. Supp. 187 (S.D.N.Y. 1934) (copyright in
the photograph of a dress does not create a copyright
in the dress itself); see 17 U.S.C. § 113(b).
Third, uniforms qua uniforms have specific
utilitarian functions. By nature, uniforms denote
that the wearer belongs to a particular group and not
others. Members of the armed services wear
uniforms to distinguish themselves from civilians.
Toni Pfanner, Military uniforms & the law of war,
Int’l Rev. of the Red Cross 93–94, 123 (Mar. 2004).
Likewise, cheerleading uniforms serve to identify
wearers as cheerleaders.3 See Pet. App. 55a–56a.
That fact explains why the cheerleader-uniform
designs depicted in the Norman Rockwell painting
and the picture of SMU’s 1950s cheerleaders are less
effective as cheerleader uniforms than the designs at

3 Varsity uses this intrinsic function of uniforms to increase its
sales. Varsity Brands, Inc., Annual Report (Form 10-K), at 4
(Feb. 14, 2003).
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issue here. Compare Varsity Br. 57; U.S. Br. 39; with
Star Br. 4–5; J.A. 81–83, 192–94, 213–15.
That useful items change over time is neither
surprising nor relevant. Stop signs were not always
red and octagonal. Over time, a red octagon has
become synonymous with the command to stop.
Hilary Greenbaum & Dana Rubinstein, The Stop
Sign Wasn’t Always Red, N.Y. Times, Dec. 11, 2011,
at MM30. So too, the development of cheerleader
uniforms; the blank shell tops and skirts that Varsity
created are unrecognizable today as cheerleader
uniforms. Star Br. 45.
Finally, Varsity does not dispute that its
uniforms are intended to enhance the attractiveness
of the wearer. As explained in Star Athletica’s
opening brief, that is what Varsity’s designs
accomplish. Star Br. 54.
2. “Utilitarian aspects” must be
identified in the context of “the
article.”
Even though the government recognizes that
Varsity’s artwork is designed for cheerleader
uniforms, U.S. Br. 16, the government insists on a
separability analysis focused on the utilitarian
aspects of the entire genre of “clothing.” U.S. Br. 17;
see also Pet. App. 45a. Clothing encompasses everything from a parka to a bikini, and all clothing covers
at least some of the body. But different kinds of
clothing have different intrinsic functions. As noted
above, uniforms—and in particular, cheerleader
uniforms—have functions that parkas and bikinis do
not. Congress requires courts to assess separability
based on “the utilitarian aspects of the article.” 17
U.S.C. § 101 (emphasis added). It violates that

17
command to analyze utilitarian aspects of “clothing”
generically rather than “the article” actually at issue
here: cheerleader uniforms.
3. Section 113(a) does not change
the result in this case.
The government argues at length that the
question presented is subsumed by Copyright Act
§ 113(a). U.S. Br. 17–24. The government says that
because Varsity has copyrighted pictorial or graphic
works, 113(a) gives Varsity the right to reproduce
the works on a cheerleader uniform or on any other
article. But as explained above, the arrangement of
stripes, chevrons, and color blocks is a utilitarian
aspect of a cheerleader uniform. And the government
concedes that if this is so, “then Section 113(a) would
not protect the application of” those features. U.S.
Br. 23. So § 113(a) does not change the analysis.
B. It is appropriate in close cases to apply
the statutory general rule against
copyright protection for useful articles.
Congress has long been concerned with the
misuse of copyright law to prevent competition. Star
Br. 10 (citations omitted). For that reason, it
established a general rule that useful articles could
not be copyrighted, subject to a narrow exception.
The design of a useful article can be copyrighted “if,
and only to the extent that” it contains pictorial,
graphic, or sculptural features that can be identified
separately from and exist independently of the
utilitarian aspects of the useful article. 17 U.S.C.
§ 101. Even then, the design is protected “only to the
extent” that the features are separately identifiable
and capable of independent existence. Ibid. Indeed,
Congress broadened the scope of unprotectable
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useful articles from the Copyright Office’s existing
regulations, which limited useful articles to those
things whose “sole intrinsic function . . . is its
utility.” 37 C.F.R. § 202.10(c) (1959); see IP Law
Profs. Amici Br. in Supp. of Pet’r 5–6.
Given Congress’s general policy against
copyrighting useful articles, if a court cannot
determine whether a design of a useful article can be
copyrighted after applying a complete separability
analysis, it is appropriate to rule that the article is in
the public domain. Contra Varsity Br. 45–47.
C. Varsity’s additional criticisms of Star
Athletica’s approach are unfounded.
1. Varsity contends that the Act does not require
a useful article to retain its functionality without the
artistic features.4 Varsity Br. 21, 24 n.4, 34. But
§ 101 requires the features to “exist independently,”
which means that each article and feature stands on
its own. Compendium III § 924.2(b) (“the artistic
feature and the useful article could both exist side by
side and be perceived as fully realized, separate
works” (emphasis added)). If Varsity is correct, any
artistic feature can be copyrighted, and there is no
need for a separability test. That is why the
government disagrees with Varsity: “If the work and
the article can be visualized as two different things,
with the article remaining similarly useful (and the
work non-useful), then the work can be ‘identified
separately’ and ‘exist[ ] independently’ of the
4 In fact, Varsity goes further and suggests a pictorial, graphic,
or sculptural work can have some utilitarian contribution to the
useful article and still be separable. Varsity Br. 21, 24 n.4.
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article.”). U.S. Br. 29 (emphasis added); accord id. at
26. Here, the artistic or aesthetic features of
Varsity’s designs “exist only as part of a cheerleader
uniform,” and therefore Varsity is claiming
protection in the design of a useful article. IP Law
Profs. Amici Br. in Supp. of Pet’r 17.
2. Varsity criticizes Star Athletica’s use of a
design-process analysis. Varsity Br. 35–38. Star
preemptively addressed many of these criticisms, see
Star Br. 34–35, 40–41. Varsity’s new complaint is
that the analysis is “implausibly narrow because it
provides no way to distinguish between industrial
design and applied art.” Varsity Br. 36. Wrong. If a
designer is adding a picture to a pre-existing useful
article, that picture will be protected; if the designer
is creating the design of the useful article, design
features are unlikely to receive protection. That is
consistent with Congress’s policy in § 101.
Varsity is also wrong to say that a design-process
analysis would produce “the wrong result under the
facts of Mazer [v. Stein, 347 U.S. 201 (1954)].”
Varsity Br. 37. The analysis does not care that the
Mazer statuette was primarily intended to be used as
a lamp base. Ibid. The question is whether the
statuette’s design reflects artistic judgment
“exercised independently of functional influence.”
Star Br. 34 (citation omitted). Lacking any objective
evidence of functional influence, a court would
conclude the statuette is protectable.
Varsity concedes the design-process approach
can be useful to demonstrate that a designer “was
not constrained in any way by functional concerns.”
Varsity Br. 38. And of course the benefit of the
design-process approach is that the opposite is also
true—evidence that a designer was limited by
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functional considerations strongly
design at issue is functional.

suggests

the

3. Star Athletica also anticipated many of
Varsity’s criticisms of the marketability analysis.
Compare Varsity Br. 38–41 with Star Br. 35–36, 41–
42. In addition, Varsity misconstrues the marketability analysis’s usefulness. The analysis does not
turn on a “judge’s personal taste,” nor does it require
an author to prove market popularity. Contra
Varsity Br. 39. The analysis asks the objective
question whether the design feature “would still be
marketable to some significant segment of the
community” without its utilitarian function. Star Br.
35 (citation omitted). The approach’s usefulness is
demonstrated here: a Van Gogh or Klimt painting
(neither a useful article) would be marketable to a
significant segment of the community on its own.
U.S. Br. 18–21. The same cannot be said of Varsity’s
cheerleader-uniform designs. That reality is a useful
data point.
D. Star Athletica correctly draws a
distinction between a garment with twodimensional artwork printed on it, and
a garment design.
As Star Athletica explained in its initial brief,
the statutory separability approach confirms that the
Copyright Act does not provide a century’s worth of
monopoly protection to cheerleader uniforms, which
are industrial designs. Star Br. 44–51. The same is
not true of the two-dimensional examples proffered
by Varsity’s amici.
Consider the Van Gogh, Klimt, and Mondrian
prints on dresses. U.S. Br. 18–21; Fashion Law Inst.
Amici Br. 27. These prints can obviously be identified
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“separately from . . . the utilitarian aspects of” the
dress. And the designs are “capable of existing
independently of [ ] the utilitarian aspects of” the
dress.” The dresses do not depend on the paintings
for their utility; the paintings were conceived
entirely apart from any functionality of the dress,
and there is a substantial market for the paintings
themselves (i.e., as artwork, not as decorative
features of a dress). Conversely, Varsity’s
cheerleader uniforms do depend on Varsity’s designs
for their utility.
“For the vast majority of clothing,” features “are
not separable because, in general, most clothing
designs are dictated by utilitarian considerations.”
Gersel & Hemphill Amici Br. 19. That is particularly
true of cheerleader uniforms, and this Court should
not rewrite the Copyright Act to create new
protections.
IV. Varsity’s cheerleader-uniform designs are
not separable from the actual cheerleader
uniforms.
Varsity’s cheerleader-uniform designs are not
separable under either parties’ assessment of
separability.
As Star Athletica demonstrated in its principal
brief, Varsity’s designs are dictated by the intrinsic
functions of a cheerleader uniform. Star Br. 44–51.
Varsity claims that its “designers are not constrained
when creating two-dimensional graphic designs.”
Varsity Br. 62. Yet Varsity concedes that its designs
were constrained by the edges of the uniforms.
Varsity Br. 11. And it is undisputed that Varsity’s
cheerleading uniform designers sketch their designs
on the outline of a cheerleader. Star Br. 13. If
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Varsity’s designers were turning out uniform designs
for Scottish Highlanders or the Tower of London’s
yeoman warders, they would soon be looking for
other work. The design-process approach suggests
that Varsity’s cheerleader-uniform designs are not
separable from the cheerleader uniforms.
The same is true of the marketability approach.
There is no market for Varsity’s arrangements of
stripes, chevrons, and color blocks except as
cheerleader uniforms. Varsity says that its drawings
have been applied to “many other products,” Varsity
Br. 11, 62—but all of those products are cheerleading
related, J.A. 242–43, 258, 261, 273–79, 281
(cheerleader jackets, practice wear, and warm-ups).
Varsity relies on its expert, who thinks Varsity’s
designs could be applied to other objects, but the fact
remains that there is no such market or Varsity
would already be exploiting it. The marketability
approach also suggests that Varsity’s cheerleaderuniform designs are not separable.
Under Varsity’s side-by-side approach, Star
Athletica also prevails. That is because “the aesthetic
elements of a cheerleader uniform exist only as part
of a cheerleader uniform. There is nothing to extract;
the claimant claims the design of a useful article.” IP
Profs. Amici Br. in Supp. of Pet’r 17.
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In addition, the government concedes that “the
use of fabric strips ‘to create style lines and to
minimize the stretching of neck and waist openings
while strengthening the neck and waist hems and
hem stitching’ is the sort of design technique that
cannot receive copyright protection.” U.S. Br. 33.
That is the effect of Varsity’s designs, all of which
were conceived and created as cut-and-sew
garments. Star Br. 14.

R.176, Ex. BB, Goldaper Suppl. Decl. at Ex. F1;
accord J.A. 361–63.
Until Star Athletica demonstrated that Varsity’s
designs served these structural functions, Varsity
only produced the designs at issue as cut-and-sew
garments. Id. at 16; contra Varsity Br. 17, 22, 31, 46.
The fact that Varsity later printed images on fabric
is irrelevant for the same reason that the outcome in
Jovani Fashion, Ltd. v. Fiesta Fashions, 500 F. App’x
42, 45 (2d Cir. 2012), would be no different if the
designer had merely printed images of sequins and
tulle on a prom dress—the designs are inseparable
from the utilitarian aspects of garments.
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Most compelling, consider Varsity’s depiction of
its cheerleading uniforms without the color blocks,
stripes, and braid. Star Br. 45. The blank, white
skirts
and
tops
have
reduced
utilitarian
functionality. They do not enhance the wearer’s
appearance. And they do not identify the wearer as a
cheerleader or a member of a particular group of
cheerleaders. Even the government concedes that if
such utilitarian considerations are properly among
“the utilitarian aspects of the [useful] article,” 17
U.S.C. § 101, that must be evaluated when
determining separability, Varsity’s designs are not
separable. U.S. Br. 23. Given that these functions
must be considered, Star Athletica prevails even
under Varsity’s test.
V. There is no need to create copyright
protection for garments to promote
innovation.
Contrary to Varsity’s and its amici’s claims, the
courts do not need to expand copyright protection to
encourage innovation in the fashion industry. The
current copyright regime—which does not protect
fashion design from copying—has not deterred
innovation or investment in the industry. Kal
Raustiala & Christopher Sprigman, The Piracy
Paradox: Innovation and Intellectual Property in
Fashion Design, 92 Va. L. Rev. 1687, 1775 (2006);
Kal Raustiala & Christopher Sprigman, The Piracy
Paradox Revisited, 61 Stan. L. Rev. 1201, 1203
(2009). “Every season thousands of new designs are
produced by the large number of firms competing in
a market approaching $200 billion in U.S. sales
annually. And a significant portion of this output
involves copying.” 61 Stan. L. Rev. at 1203. The lack
of copyright protection “speeds up the fashion cycle

25
by diffusing designs more quickly, and then driving
them toward exhaustion.” Id. at 1207; see id. at 1208
(“copying is helpful” to the fashion industry which
“helps explain why fashion design has never been
subject to copyright protection”).
Varsity’s rise to market dominance is a coda on
this point. Because fashion design is not protected by
copyright, Varsity copied competitors’ designs to gain
customers—cheerleading squads needing one or two
additional uniforms identical to what the squad
already had. J.A. 188. On the flip side, Varsity’s
infringement-actions have prevented the same type
of competition, inflating cheerleader-uniform prices.
Star Br. 13.
Congress has specifically chosen not to extend
copyright protection to fashion design. Instead,
Congress provided intellectual-property protection to
useful articles in those areas that most readily
promote the public’s interest in the advancement of
Arts and Sciences. This contrasts with the approach
other countries have adopted. Fashion Law Institute
Br. 18. Congress’s choice must be respected.
Finally, Varsity argues that Star Athletica’s
concerns regarding copyright monopolies are
misplaced because designers are free to use the same
building blocks as Varsity, provided they do not copy
any of Varsity’s selections and arrangements.5
5 Varsity concedes that it is claiming a copyright in the
“arrangement” of the various stripes, chevrons, zig-zags, and
color blocks. Varsity Br. 50, 62. The actual colors of the designs
are irrelevant because the elements act to carry the colors of
the school or team to which the cheerleaders belong and are
thus related to the cheerleader uniform’s identifying function.
[Footnote continued on next page]
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Varsity Br. 50–51. Zigzags, chevrons, and stripes are
the basic elements of cheerleading uniform designs.
J.A. 294, 305. But a designer cannot place zigzags,
chevrons, and stripes just anywhere; instead the
features must trace the uniform’s shape and
accentuate certain aspects of the wearer, see
generally, J.A. 324–38, or this might be the result:

[Footnote continued from previous page]
Thus, the colors in the deposits are unoriginal; Varsity’s
expression is an arrangement of empty blocks, i.e., the overall
configuration of its uniforms.

27
Or this:

The cheerleader-uniform designs in the record have a
rather banal sameness, see J.A. 324–38, precisely
because the “building blocks” only perform their
function if appropriately placed.
***
The parties and the government share considerable common ground. Everyone agrees that the
statutory text controls; that utilitarian features
cannot be copyrighted; that pre-existing artwork
printed onto clothing is usually separable; that twodimensional works are more readily separable; and
that the Sixth Circuit’s approach should be rejected.
Star Athletica’s and Varsity’s differences flow primarily from Varsity’s refusal to follow the statutory
text, especially with regard to the scope of a useful
article’s utilitarian function. That is because if the
arrangement of stripes, chevrons, and color blocks
adds utilitarian functionality to a blank athletic
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outfit, then Varsity cannot stop Star Athletica from
competing. U.S. Br. 23. And honoring the copyright
limitations Congress imposed on useful articles
promotes the development of “extraordinary ideas”
that solve problems and change lives. Amici Br. of
Public Knowledge 7 (citing KSR Int’l Co. v. Teleflex
Inc., 550 U.S. 398, 427 (2007)).
CONCLUSION
For the foregoing reasons and those stated in our
opening brief, the judgment of the court of appeals
should be reversed.
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Amici Curiae Intellectual Property Law Professors (“Amici”) respectfully submit this brief in support
of the Petitioner.1
--------------------------------- ---------------------------------

INTEREST OF AMICI CURIAE
Amici, listed in Appendix A, are professors of law
who research, write, and teach in the area of intellectual property. Amici’s institutional affiliations are provided for identification purposes only, and imply no
institutional endorsement of the views expressed
herein. Amici have no personal stake in the outcome of
this case. Counsel for all parties have consented to the
filing of this brief.
--------------------------------- ---------------------------------

SUMMARY OF ARGUMENT
In its 1976 revision of the Copyright Act, Congress
decided to separate applied art from industrial design,
admitting the former to copyright and excluding the
latter. It drew this distinction precisely because it intended to differentiate copyright from design and utility patent. Congress recognized as applied art only
those aesthetic features of a useful article that could
Pursuant to Rule 37.6, Amici Curiae affirm that no counsel
for any party authored this brief in whole or in part, and no counsel or party made a monetary contribution intended to fund the
preparation or submission of this brief. No person other than
Amici or their counsel made a monetary contribution to its preparation or submission. Counsel for both parties have consented to
filing this brief.
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be “separated” from that useful article rather than being integrated into the article.
The correct test of separability therefore considers conceptual separability to be nothing more than a
coda to physical separability, and asks only whether
the claimed design could be removed from the article
and exist on its own as a pictorial, graphic or sculptural work that is not a useful article. This test minimizes the need for courts to make judgments about the
aesthetic value of claimed features and the risk of anticompetitive strike suits. And it preserves the distinction Congress meant to draw between applied art and
industrial design.
--------------------------------- ---------------------------------

ARGUMENT
Congress made clear in the Copyright Act’s legislative history its intent to distinguish applied art from
industrial design, admitting the former to copyright
protection, and excluding the latter. Focusing on Congress’s distinction between applied art and industrial
design is key to understanding how copyright’s useful
articles doctrine works, and, in particular, how a court
may properly determine whether some aesthetic feature of a useful article is “separable” from the article’s
functional content and therefore protectable.
Courts should understand separability in terms of
whether the claimed feature of a useful article (1) can
be extracted from the article, even if doing so would
destroy the article, and (2) once extracted, would stand
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alone as an original pictorial, graphic, or sculptural
work (PGS work) that is not a useful article. Features
of useful articles that meet this test are properly classified as “applied art” – i.e., artistic content that has
been “applied” to a useful article, a category of subject
matter which, as this Court has previously held and
Congress affirmed, does not lose its copyrightability by
virtue of its application to a useful article. See Mazer v.
Stein, 347 U.S. 201 (1954).
Courts in recent years have abstracted away
from the distinction Congress intended and often have
attempted to determine separability by inquiring
whether the designer of a useful article was making
aesthetic choices relatively unconstrained by function.
See Pivot Point Int’l, Inc. v. Charlene Prods., Inc., 372
F.3d 913, 931 (7th Cir. 2004) (“Conceptual separability
exists . . . when the artistic aspects of an article can
be conceptualized as existing independently of their
utilitarian function. This independence is necessarily
informed by whether the design elements can be identified as reflecting the designer’s artistic judgment
exercised independently of functional influences.”)
(internal citations and quotation marks omitted);
Brandir Int’l, Inc. v. Cascade Pac. Lumber Co., 834 F.2d
1142, 1145 (2d Cir. 1987). But that test has proven so
difficult to apply that even when courts agree on the
test, judges often disagree on the outcome of that test
applied to particular cases. Indeed, that happened in
this very case. See Varsity Brands, Inc. v. Star Athletica,
L.L.C., 799 F.3d 468 (6th Cir. 2015).
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The disagreement is not surprising; judges are
not experts in design, and courts are neither wellpositioned to understand the fine points of the design
process for useful articles, nor to make judgments
about the degree to which aesthetic choices are constrained by an article’s function. Congress wisely did
not invite such an inquiry.
I.

Industrial Design v. Applied Art

In 1976, Congress replaced “works of art” as a category of copyrightable subject matter with “pictorial,
graphic, and sculptural works.” 17 U.S.C. § 102(5). The
scope of this new category of copyrightable subject
matter was then qualified with respect to the use of
PGS works in “useful articles”:
[PGS works] shall include works of artistic
craftsmanship insofar as their form but not
their mechanical or utilitarian aspects are
concerned; the design of a useful article, as defined in this section, shall be considered a pictorial, graphic, or sculptural work only if, and
only to the extent that, such design incorporates pictorial, graphic, or sculptural features
that can be identified separately from, and are
capable of existing independently of, the utilitarian aspects of the article. 17 U.S.C. § 101.
According to the Copyright Act’s legislative history, the statutory language dealing with useful articles was “drawn from Copyright Office Regulations
promulgated in the 1940’s,” as well as language added
to those regulations in the 1950’s to implement this
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Court’s decision in Mazer, 347 U.S. 201. H.R. Rep. No.
94-1476, at 54 (1976), reprinted in 1976 U.S.C.C.A.N.
5659. According to those implementing regulations:
If the sole intrinsic function of an article is its
utility, the fact that it is unique and attractively shaped will not qualify it as a [copyrightable] work of art. However, if the shape
of a utilitarian article incorporates features,
such as artistic sculpture, carving, or pictorial
representation, which can be identified separately and are capable of existing independently as a work of art, such features will
be eligible for [copyright].
37 C.F.R. § 202.10(c) (1959). The new statutory language of the 1976 Act was intended “to draw as clear a
line as possible between copyrightable works of applied art and uncopyrightable works of industrial design.” H.R. Rep. No. 94-1476, at 55. As the House
Report explained:
The Committee has added language to the
definition of ‘pictorial, graphic, and sculptural
works’ in an effort to make clearer the distinction between works of applied art protectable
under the bill and industrial designs not subject to copyright protection. . . .
Id. at 62-63. Thus, it is beyond peradventure Congress
did not want to transform copyright law into a general
industrial design protection system.2

Indeed, while separate protection for industrial design has
been repeatedly proposed, Congress always declined to add it to
2
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The statute draws the line between applied art
and industrial design first by requiring a determination of whether the object at issue is a “useful article.”
The statutory definition of “useful articles” is broad,
encompassing all articles “having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information.” 17 U.S.C.
§ 101 (emphasis added).3 For articles with any such intrinsic utilitarian function, the statute requires a second inquiry into the separability of any aesthetic
features of the article.
II.

The Separability Test

Elaborating on its understanding of separability,
the House Report said that “[a] two-dimensional painting, drawing, or graphic work is still capable of being
identified as such when it is printed on or applied to
utilitarian articles such as textile fabrics, wallpaper,
containers, and the like. The same is true when a
statue or carving is used to embellish an industrial
product or, as in the Mazer case, is incorporated into a
the Copyright Act. See Duraco Products, Inc. v. Joy Plastic Enterprises, Ltd., 40 F.3d 1431, 1446-47 (3d Cir. 1994) (recounting the
history of congressional rejection); In re Nalbandian, 661 F.2d
1214, 1219 (C.C.P.A. 1981) (Rich, J., concurring) (explaining that
design protection was initially included in the 1976 Act, but “was
jettisoned to facilitate passage of the main bill”).
3
Congress expanded the definition of “useful article” with
this language, broadening the former language, “sole utilitarian
function.” See Pamela Samuelson, CONTU Revisited: The Case
Against Copyright Protection for Computer Programs in MachineReadable Form, 1984 DUKE L.J. 663, 730-32 (1984).
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product without losing its ability to exist independently as a work of art.” H.R. Rep. No. 94-1476, at 55.
By contrast, “although the shape of an industrial
product may be aesthetically satisfying and valuable,
the Committee’s intention [was] not to offer it copyright protection under the bill.” Id. Thus, “[u]nless the
shape of an automobile, airplane, ladies’ dress, food
processor, television set, or any other industrial product contains some element that, physically or conceptually, can be identified as separable from the
utilitarian aspects of that article, the design would not
be copyrighted. . . .” Id.
As the House Report makes clear, aesthetic features are separable under this approach if they can
have a separate existence as a copyrightable work
apart from the useful article to which they have been
applied. The “over-all configuration,” id., of a useful article is simply not protectable under any circumstances; Congress protected sculptural works applied
to lamps, not lamps. It is irrelevant to Congress’s
distinction whether the features could have been designed differently or whether they were designed “independently” of functional considerations. Cf. Brandir,
834 F.2d at 1145. “[I]ndependence from ‘the utilitarian
aspects of the article’ does not depend upon the nature
of the design – that is, even if the appearance of an article is determined by esthetic (as opposed to functional) considerations, only elements, if any, which can
be identified separately from the useful article as such
are copyrightable.” H.R. Rep. No. 94-1476, at 55 (emphasis added).
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The examples of features Congress considered
separable under this standard – “a carving on the back
of a chair” and “a floral relief design on silver flatware”
– all follow a common theme. Id. Congress clearly
meant to protect features of useful articles that could
exist as a separate copyrightable work in some other
medium. The further examples included by the Copyright Office in its Compendium of U.S. Copyright Practices – “[a]n engraving on a vase,” “[a]rtwork printed
on a t-shirt,” “[a] colorful pattern decorating the surface of a shopping bag,” “[a] drawing on the surface of
wallpaper,” and “[a] floral relief decorating the handle
of a spoon” – follow this theme as well. COMPENDIUM OF
U.S. COPYRIGHT OFFICE PRACTICES III § 924.2(B) (2014).
Conversely, Congress meant to exclude from copyright
protection features that are integrated into a work of
industrial design and make sense only as part of that
useful article.
This understanding allows courts to apprehend
and follow the statutory command that copyrightable
features of useful articles are limited to “features that
can be identified separately from, and are capable of
existing independently of, the utilitarian aspects of the
article.” 17 U.S.C. § 101 (emphasis added). Aesthetic
features of a useful article are “capable” of existing separately if they can be removed or extracted from the
useful article and the removed design would constitute
a PGS work, but not the design of a useful article. This
understanding also makes clear that courts have substantially overcomplicated so-called “conceptual” separability. Conceptual separability is not terra incognita
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or some invitation for courts to develop their own theory of what is art versus function. It is, rather, a modest
extension of the concept of physical separability, the
other category that Congress specified in the Copyright Act’s legislative history.
Physical separability is found, for example, in an
epaulet that is sewn onto the shoulder of a jacket and
that may be readily removed without destroying the
jacket. “Conceptual” separability is closely related: it is
no more than separability that could not, in actual fact,
be carried out physically without destroying the underlying useful article – an example would be a graphic
design on an epaulet printed onto the shoulder of the
same jacket. Conceptual separability is a kind of coda
to physical separability.
Stated another way: if one could extract the
claimed features and use them on their own in another
context without replicating the useful article of which
they are part, and the result would be a copyrightable
PGS work standing alone, then there is separable matter. On the other hand, if extracting the claimed features would necessarily bring along the underlying
useful article, the design is inseparable from the useful
article. For example, an artistic design printed onto a
poster, and then veneered onto the back of a chair,
might be separable in the ordinary physical sense. The
same artistic design carved into the back of the chair
might not actually be removable without destroying
the chair. That design is nonetheless separable “conceptually,” for the same reason the design printed on
the poster is: the work would be the same work as a
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design on paper – a copyrightable graphic work. It
therefore is capable of an independent existence apart
from the underlying useful article. Likewise, the plaster-of-Paris sculpture encasing the electrical cords and
wiring in the lamp in Mazer v. Stein could not be physically separated from the cords and wiring without destroying the lamp (because of the materials from which
it was made), but the sculpture standing on its own
was not a lamp: it was a conceptually separable sculptural work. See Mazer, 347 U.S. 201.4
The test we propose faithfully implements Congress’s intent. The House Report states that “a twodimensional painting, drawing, or graphic work is still
capable of being identified as such when it is printed
on or applied to utilitarian articles such as textile fabrics, wallpaper, containers, and the like,” and that
“[t]he same is true when a statue or carving is used to
embellish an industrial product or, as in the Mazer
case, is incorporated into a product without losing its
ability to exist independently as a work of art.” H.R.
Rep. No. 94-1476, at 62-63. This statement is consistent in its entirety with the test Amici propose.

One possible way to characterize the test Amici offer is that
courts should ignore the physical integrity of the underlying useful article in assessing separability. As indicated by the list of representative examples Congress offered, it is the impossibility of
removing some applied art without destroying the underlying object that led Congress to add “conceptual” separability, to make
clear that the useful article need not be preserved post-separation
for “separability” to exist.
4
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III. Separability Offers a Clear Way to Understand Most Useful Article Cases
Many older cases express a clear understanding of
the close connection between physical and conceptual
separability. Compare Esquire, Inc. v. Ringer, 591 F.2d
796 (D.C. Cir. 1978) (denying copyright protection
to design of street lights), with Royalty Designs v.
Thrifticheck Service Corp., 204 F. Supp. 702 (S.D.N.Y.
1962) (finding copyrightable a coin bank shaped like a
dog, where shape was original), and Ted Arnold Ltd. v.
Silvercraft Co., 259 F. Supp. 733 (S.D.N.Y. 1966) (finding copyrightable the design of a pencil sharpener in
the shape of an old-fashioned telephone that was not a
copy of any real telephone).5 As the courts have made
separability more complicated and contestable, plaintiffs have brought more extreme cases, reflecting the
litigation-generating effect of standards that are both
broad and unpredictable. Cf. Wal-Mart Stores, Inc. v.
Samara Bros., Inc., 529 U.S. 205, 213-14 (2000) (noting
that anticompetitive suits are facilitated by unclear
tests and that “[c]ompetition is deterred . . . not merely
by successful suit but by the plausible threat of successful suit,” justifying rules that are as bright-line as
possible).

As noted below, copyrightable elements are limited to the
creativity added by the creator, and also subject to the originality
and merger doctrines. See L. Batlin & Son, Inc. v. Snyder, 536 F.2d
486, 489 (2d Cir. 1976) (holding that a copy of a public domain
bank was not independently copyrightable because changes were
made for functional, not creative, reasons).
5
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By focusing on separability, Amici’s proposed test
offers a simpler path to correct results. In Universal
Furniture Intern., Inc. v. Collezione Europa USA, Inc.,
618 F.3d 417 (4th Cir. 2010), the court correctly found
that the designs engraved into plaintiff ’s furniture
were separable, although its reasoning conflated the
question of aesthetics with that of protectability. See
id. at 423 (finding separability because the purpose
of carving the designs “was entirely aesthetic,” even
though the artist was also “influenced by function” in
designing the elements; nonetheless, the court thought
it faced a “metaphysical quandary” because “[t]he elements serve no purpose divorced from the furniture –
they become designs in space”). Under our proposed
analysis, the separability of engraved ornamental designs is clear.
The result in Home Legend, LLC v. Mannington
Mills, Inc., 784 F.3d 1404 (11th Cir. 2015) (finding
designs on laminated floor tiles physically and conceptually separable), is also consistent with our test, although the Eleventh Circuit made the case more
difficult by asking whether the design was separately
marketable in order to determine whether it was separable. There is probably no real market for pictures of
wood grain. But just as aesthetic merit is not an appropriate inquiry for courts, neither is whether a creative
work has a market waiting for it. The appropriate
question is whether the design could stand alone as a
work, not whether the work would have a market.
Similarly, Bonazoli v. R.S.V.P. Intern., Inc., 353
F. Supp. 2d 218 (D.R.I. 2005), the court correctly found
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that the design features of measuring spoons shaped
like heart-tipped arrows were not separable, because
replicating the design would necessarily produce
measuring spoons, which are useful articles.

See also Jovani Fashion, Ltd. v. Cinderella Divine,
Inc., 808 F. Supp. 2d 542 (S.D.N.Y. 2011) (prom dress
design lacked separability), aff ’d sub nom. Jovani
Fashion, Ltd. v. Fiesta Fashions, 500 Fed. App’x 42 (2d
Cir. 2012); Magnussen Furniture, Inc. v. Collezione
Europa USA, Inc., 116 F.3d 472 (4th Cir. 1997) (table
design features were not separable).
In Inhale, Inc. v. Starbuzz Tobacco, Inc., 755 F.3d
1038 (9th Cir. 2014), the Ninth Circuit properly held
that the overall shape of a useful article is not copyrightable no matter how aesthetically pleasing that
shape may be. See id. at 1042 (holding that although
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Inhale’s water container, like a piece of modern sculpture, has a distinctive shape, “[t]he shape of the alleged
‘artistic features’ and of the useful article are one and
the same.”). See also Esquire, 591 F.2d at 804 (noting
that the legislative history indicates “unequivocally
that the overall design or configuration of a utilitarian
object, even if it is determined by aesthetic as well as
functional considerations, is not eligible for copyright”). Our proposed test implements this result. Any
replica of the overall shape would replicate the useful
article (even if it would not function because, for example, it was made out of different material). See also
Norris Industries, Inc. v. International Tel. & Tel. Corp.,
696 F.2d 918 (11th Cir. 1983) (no protection for wirespoked wheel cover).

Nor can inseparability be avoided by defining the
claimed design to be only a portion of a useful article.
For example, in Eliya, Inc. v. Kohl’s Dept. Stores, No. 06
Civ. 195(GEL), 2006 WL 2645196 (S.D.N.Y. 2006), the
plaintiff claimed protection for the stitching and sole
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patterns on a shoe; the court properly found lack of
separability. Even in the abstract and without other
material present, the configuration of the stitching and
patterns on the sole still defined a shoe. If abstracted
away from the shape of a shoe, moreover, the only thing
remaining would be unoriginal circles and stitches. By
attending to the fact that three-dimensional designs
regularly depend on three-dimensional relationships
between elements, copyright’s originality requirement
can thus police against attempts to game the separability standard by claiming only portions of an article.
IV. Separability Channels Industrial Design
to Design Patent
Excluding inseparable features does not leave design without protection. Instead, the union of form and
function can readily be protected through the law of
design patent, as Congress intended. See Mark P.
McKenna & Katherine J. Strandburg, Progress & Competition in Design, 17 STAN. TECH. L. REV. 1, 48-51
(2013) (focusing on the integration of form and function to define design patent subject matter).
This distinction between the protection offered by
design patent and the protection offered by copyright
corresponds to the simple conceptual separability test
outlined above. Moreover, it allows the Court to more
easily distinguish between works of applied art and
works of industrial design without resorting, as the
lower courts have, to some detailed theory of how
to separate art from function. If the claimed subject
matter is integrated into the design of the useful
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article or the part of the useful article which the subject matter comprises, then the claimed subject matter
is a work of industrial design, and protectable, if at all,
by design patent. This is true even though industrial
designs, like copyrightable works, have aesthetic qualities and might be perceived as “art” by patrons
thereof.6 The idea of separability, in other words, is the
removal of something from the useful article – which
necessarily implies that the separable features must
be less than the whole. The mere fact that the useful
article can be appreciated aesthetically says nothing
about whether the design is separable.
Neither are features separable simply because
they are aesthetic; if that were the test, then the only
useful articles that would be unprotected by copyright
would be those without any attractive features. But
(nearly) all industrial design is a mix of aesthetic
and functional. The Copyright Act reaches industrial
design only insofar as the pictorial, graphic or sculptural content of a particular useful article may exist
without the underlying article. To the extent this test
is met, then that PGS feature is copyrightable as a
work of applied art.
The United States recently joined the Hague Agreement.
See Patent Law Treaties Implementation Act, Pub. L. No. 112-211,
126 Stat. 1527 (2012). In implementing it, the U.S. decided to
channel foreign industrial design applications to the design patent system. See 35 U.S.C. § 385 (“An international design application designating the United States shall have the effect, for all
purposes, from its filing date determined in accordance with section 384, of an application for patent filed in the Patent and Trademark Office pursuant to chapter 16.”). This decision bolsters the
argument that copyright is the wrong home for industrial design.
6
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The application of this analysis to the design of
cheerleader uniforms or other clothing designs is simple and clear: the aesthetic elements of a cheerleader
uniform exist only as part of a cheerleader uniform.
There is nothing to extract; the claimant claims the design of a useful article. By contrast, a fabric print
would be the same artwork if it were on a notebook
cover, wallpaper, or other surface.
The claimant here could, using an analogy to fabric prints, claim only the chevrons and not the coordination and arrangement thereof, which constitute the
cut of the garment. But that is not what the claimant asserts, likely because the chevrons themselves are standard uniform elements that lack the minimal spark necessary for copyrightability. Cf. Design Ideas, Ltd. v. Yankee Candle Co., Inc., 889 F. Supp. 2d 1119 (C.D. Ill. 2012)
(finding that candle holders in the generalized shape of
sailboats were probably not separable, but definitely not
creative enough for copyright protection).

See also Eliya, 2006 WL 2645196 (similar result for design on outside of shoe).

18
This analysis highlights an important point: separability is part of a larger scheme, in which multiple
doctrines have roles to play. The originality, idea/
expression, and merger doctrines limit the copyrightability of all creative works. Section 113(b) of the Copyright Act is of particular import here. Section 113(b)
provides that a copyright in a work depicting a useful
article does not extend to the manufacture, distribution, or display of that useful article. 17 U.S.C. § 113(b);
see, e.g., Forest River, Inc. v. Heartland Recreational Vehicles, LLC, 753 F. Supp. 2d 753, 759-60 (N.D. Ind.
2010) (applying § 113(b)); William F. Patry, Patry on
Copyright § 11:13 (2016) (“[C]opyright in a drawing of
a boiler, cabinet, or automobile would not prohibit unauthorized manufacture from drawings of those objects.”) (footnote omitted).
Thus, drawings or photographs of the uniform designs at issue, like drawings or photographs of any
other real-world objects, are copyrightable to the extent that they evince creativity, but they could not be
asserted against the making of the underlying useful
articles. See Burrow-Giles Lithographic Co. v. Sarony,
111 U.S. 53 (1884); see also H.R. Rep. No. 94-1476,
at 105 (explaining that the purpose of § 113(b) was to
preserve the principle that “copyright in a pictorial,
graphic, or sculptural work, portraying a useful article
as such, does not extend to the manufacture of the useful article itself ”).
Section 113(b) and separability are two sides of
the same coin, working together to solve the problems
caused by excluding industrial design from copyright.
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Patry, supra § 11:12 (“Both section 113(b) and the separability test for protection are designed to address
this conundrum [when the plaintiff ’s work depicts a
useful article].”). With the combination of separability
and § 113(b), one cannot claim copyright in a useful article by putting it on a necklace and wearing it as jewelry, no matter how aesthetic the effect:

ArmageddonArt, Real .223 Bullet Necklace with 24
Inch Chain, Etsy, (last modified July 2, 2016).7
Likewise, an artist cannot draw a design or carve
a sculpture for a new bullet, no matter how beautiful,
and get a claim over the resulting useful article. Cf.
Baker v. Selden, 101 U.S. 99, 103 (1879) (“The copyright

https://www.etsy.com/listing/104890409/real-223-bullet-necklacewith-24-inch.
7
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of a book on perspective, no matter how many drawings and illustrations it may contain, gives no exclusive right to the modes of drawing described, though
they may never have been known or used before.”); J.H.
Reichman, Design Protection in Domestic and Foreign
Copyright Law: From the Berne Revision of 1948 to the
Copyright Act of 1976, 1983 DUKE L.J. 1143, 1207-08
(1983) (explaining the derivation of § 113(b) from
Baker). The artist’s copyright is limited to the original
elements of the PGS work depicting the useful article,
preserving her copyright interest in the art market
without interfering with the market for useful articles.
Cf. Brandir, 834 F.2d at 1147 (finding design of a bike
rack inseparable from its status as a bike rack, while
sculpture that looked like a bike rack, or a bike, could
be copyrightable if original).
For this reason, hypotheticals involving useful articles rendered in different sizes or materials – such as
a toy-sized uniform or a chair made out of tissue paper
– are inappropriate for determining whether the aesthetic features of the design that the claimant actually
made are separable.8 If we allow imaginary manipulations of the physicality of the article, no useful article
would ever be excluded from copyright, because at
some scale or in some material the utility of any article, or of any feature of an article, can be removed. The
fact that sculptures could be, and in fact have been,

The question of whether toys are themselves useful articles
is a difficult one, but one this Court need not decide, since no toys
are involved here.
8
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designed to look like sailboats does not mean that sailboats are not useful articles.
In sum, Amici’s proposed test offers a relatively
simple way to distinguish applied art from industrial
design, and thereby to distinguish separable from inseparable PGS features of useful articles. That said, no
test will apply with perfect clarity to all cases. Because
of the inevitable fuzziness in practice, the related risk
of oppressive and anticompetitive threats of suit, and
the availability of design patent protection for useful
articles, Amici suggest that the Court apply its wellgrounded reasoning in Wal-Mart, 529 U.S. at 215: in
cases of doubt, a court should find that the claimed
matter is industrial design and therefore not separable.
V.

Other Approaches to Separability and Their
Problems

The chaos in the courts of appeals and the extensive body of commentary on separability indicate that
current approaches have largely failed to produce rules
that courts can apply consistently; only our approach
offers a simple way out, grounded in the statute. In
contrast to this straightforward account of conceptual
separability – one that is consistent with the text of the
Copyright Act and Congress’s intent as expressed in
the Act’s legislative history – the various incompatible
tests currently employed by courts try to do something
that is conceptually intractable, which is to separate
protectable art from unprotectable functionality. Thus,
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many courts have articulated tests of conceptual separability that focus on whether particular features were
determined by aesthetic rather than functional considerations. See Pivot Point, 372 F.3d at 931 (collecting
cases).
That approach faces two insurmountable problems. First, it puts the law at odds with the subject
matter the law is regulating. Indeed, it is often observed that modern designers think of what they do in
terms of the integration of form and function – that is,
as the opposite of separability. Frank Lloyd Wright,
The Future of Architecture 296 (1953) (“Form and function are one.”); see also Viva R. Moffat, The Copyright/Patent Boundary, 48 U. RICH. L. REV. 611, 660
(2014) (“The very best industrial design will seamlessly integrate form and function.”); Brett S. Sylvester,
The Future of Design Protection in the United States,
20 J. MARSHALL L. REV. 261, 271 (1986) (“[T]he majority
of modern industrial designs are heavily influenced by
the Bauhaus approach to design which stresses the
unification of form and function.”).
Second, it runs squarely against Congress’s intent
by putting courts in the role of art theorists separating
the aesthetic from the functional. The relatively simpler separability analysis outlined above allows courts
to distinguish separable (and therefore copyrightable)
applied art from inseparable elements of industrial design, however aesthetically pleasing. Reichman, 1983
DUKE L.J. at 1261-62 (explaining that the definition
of PGS works was intended to channel cases away
from copyright and into separate industrial design
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legislation, which was then removed from the final
bill). Congress defined PGS works as it did because it
wanted to differentiate the domain of copyright from
that of design patent, the legal regime that protects the
ornamental, aesthetic features of industrial design.
See H.R. Rep. No. 94-1476, at 54.
Courts’ attempts to differentiate aesthetics and
function has led them astray in a number of cases. The
features of the belt buckle in Kieselstein-Cord could not
be replicated without replicating a belt buckle. The
court was therefore wrong to find conceptual separability just because the belt buckle could be used (as a
whole) as jewelry. Kieselstein-Cord v. Accessories by
Pearl, Inc., 632 F.2d 989, 993 (2d Cir. 1980) (“We see in
appellant’s belt buckles conceptually separable sculptural elements, as apparently have the buckles’ wearers who have used them as ornamentation for parts of
the body other than the waist.”).
Kieselstein-Cord got the distinction wrong because
the court asked whether the article could be used in
some other, nonutilitarian context rather than asking
whether any features of the article could have a separate existence. Kieselstein-Cord, 632 F.2d at 993. In
other words, Kieselstein-Cord mistakenly conflated
separability with the question of whether the buckle
would be useful in any context in which it was put
(which, of course, no useful article is). Putting a urinal
in a museum was art, at least when Duchamp did it;
that does not mean the urinal was copyrightable. Likewise, exhibiting a buckle in an art museum, or wearing
it around one’s neck, does not make the design of the
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buckle separable from the buckle itself.9 There may be
thirteen (or more) ways of looking at a belt buckle, but
the buckle itself remains a buckle.
In Carol Barnhart, the court considered whether
the aesthetic and artistic features were separable from
the forms’ use as utilitarian articles (torsos for displaying clothing). Carol Barnhart, Inc. v. Economy Cover
Corp., 773 F.2d 411 (2d Cir. 1985). Judge Newman, in
dissent, would have asked whether the article “stimulate[s] in the mind” of the “ordinary, reasonable observer” “a concept that is separate from the concept
evoked by its utilitarian function.” Carol Barnhart, 773
F.2d at 422 (Newman, J., dissenting). This is the overcomplicated conceptual fallacy discussed above: the
question is not whether one can look at a urinal, or a
Porsche, and see art. The legislative history of the 1976
Act explains that the definition of “ ‘pictorial, graphic,
and sculptural works’ carries with it no implied criterion of artistic taste, aesthetic value, or intrinsic quality.” H.R. Rep. No. 94-1476, at 55. The question is
whether features of the Porsche could have a separate
existence as a work. And clearly they cannot. Neither
could the torso forms in Carol Barnhart.10
Design patent, however, would remain available for any
similar novel design that was timely registered.
10
It is also important to remember that significant work
takes place at the stage of identifying what is a “useful article” as
well. Ordinarily, sculptures are not useful articles, though people
can hang clothes (or lampshades) on them. Again, the Court is not
asked here to articulate a test for determining in every case what
a “useful article” is. If the Court asks separability to do too much
of the definitional work for which originality, the scope of “useful
9
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Another Second Circuit panel in Brandir as well
as a Seventh Circuit panel in Pivot Point focused on
the designer’s intention in creating the work, holding
that copyrightability “should depend on the extent to
which the work reflects artistic expression uninhibited
by functional considerations.” Brandir, 834 F.2d at
1145 (quoting Robert Denicola, Applied Art and Industrial Design: A Suggested Approach to Copyright in
Useful Articles, 67 MINN. L. REV. 707, 741-45 (1983));
see also Pivot Point, 372 F.3d at 926-27 (adopting
Brandir/Denicola test). This approach is directly contrary to congressional guidance in the legislative history, which made clear that the fact that features
were developed for aesthetic reasons independent of
function did not make them separable. H.R. Rep. No.
94-1476, at 55 (emphasizing Congress’s intention to
exclude industrial design that was “aesthetically satisfying and valuable” from copyright).
Finally, the Fifth Circuit in Galiano asked whether
claimed copyrightable aspects of the work are themselves “marketable to some significant segment of the
community.” Galiano v. Harrah’s Operating Co., 416
F.3d 411, 419 (5th Cir. 2005). Again, the court’s test
wrongly collapses separability into artistic quality.
Highly marketable, beautiful designs are protectable
by design patent; artistic works for which there is no
market are protectable by copyright.
--------------------------------- --------------------------------article,” and other doctrines are better suited, it risks continuing
the incoherence and struggle that produced the present mishmash of cases.
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CONCLUSION
Congress decided to separate industrial design
from applied art, leaving industrial design protectable,
if at all, only through utility patent or design patent.
To protect this distinction and limit the coverage of
copyright to applied art, the Court should adopt the
simplest possible test for separability, one that minimizes the need for courts to make aesthetic judgments
and the risk of anticompetitive strike suits. A test that
considers conceptual separability to be a coda to physical separability, and therefore asks only whether the
claimed design could be removed from the article and
have an existence as a PGS work, or whether instead
the claimed design is the article (or part thereof ), is the
best approach.
Respectfully submitted,
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QUESTION PRESENTED
What is the appropriate test to determine when a
feature of a useful article is protectable under § 101
of the Copyright Act?
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INTRODUCTION AND SUMMARY OF THE
ARGUMENT
Congress and this Court have long expressed
concern about the misuse of copyright law to protect
functional objects from market competition. See
1 Pursuant to Rule 37.6, amici affirm that no counsel for a party
authored this brief in whole or in part and that no person other
than amici, their members, and their counsel made a monetary
contribution to its preparation or submission. Petitioner’s and
Respondents’ consent to the filing of amicus briefs is filed with
the Clerk.
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Baker v. Selden, 101 U.S. 99, 101-06 (1879); Mazer v.
Stein, 347 U.S. 201, 217-18 (1954); H.R. Rep. No. 941476, at 54-55 (1976), as reprinted in 1976
U.S.C.C.A.N. 5659, 5667-68; J.H. Reichman, Design
Protection in Domestic and Foreign Copyright Law:
From the Berne Revision of 1948 to the Copyright Act
of 1976, 1983 Duke L.J. 1143 (discussing history of
American legal protection for design). The fashion
industry, in particular, has proven a consistent
source of consternation. See Fashion Originators’
Guild of Am., Inc. v. Fed. Trade Comm’n, 312 U.S.
457 (1941) (deeming efforts to stop garment design
piracy a violation of the Sherman Act, and
emphasizing that copyright law, as it then existed,
did not provide a basis for preventing such piracy).
Thus, for more than a century, courts have explained
that “a manufacturer of unpatented articles cannot
practically monopolize their sale by copyrighting a
catalogue containing illustrations of them.” Nat’l
Cloak & Suit Co. v. Std. Mail Order Co., 191 F. 528,
528 (C.C.S.D.N.Y. 1911).
Consistent with these concerns, the Copyright Act
establishes a general rule against copyright
protection for useful articles, subject to a narrow
exception for expressive features of a useful article
that are separable from its functional aspects. See 17
U.S.C. § 101. Specifically, the Act provides that
“[p]ictorial, graphic, and sculptural works” include
“works of artistic craftsmanship insofar as their form
but not their mechanical or utilitarian aspects are
concerned.” Id. (emphasis added). Further, “the
design of a useful article” is protectable “only if and
only to the extent that, such design incorporates
pictorial, graphic, or sculptural features that can be
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identified separately from, and are capable of existing
independently of, the utilitarian aspects of the
article.” Id. In short, to be protectable a design must
exhibit expressive “pictorial, graphic, or sculptural
features” (we refer to these as “expressive” features
throughout) that are separable from its “utilitarian
aspects.” Id. If a useful article has no expressive
features or if the expressive features are inseparable
from its utilitarian aspects, it will not receive
copyright protection.
Congress was aware that this rule meant many
useful works that are visually appealing would be
unprotected by copyright, but it considered this
appropriate in light of the risks to competition posed
by more expansive copyright protection and the
availability of design patents for industrial designs.
H.R. Rep. No. 94-1476, at 49-50, 54-55, 1976
U.S.C.C.A.N. at 5662-63, 5667-68. Congress
concluded that leaving some works with expressive
features unprotected by copyright was preferable to
allowing functional objects to gain lengthy legal
protection while avoiding the high inventive
threshold and careful examination of the patent
system. Id.; cf. Baker, 101 U.S. at 102 (“The claim to
an invention or discovery of an art or manufacture
must be subjected to the examination of the Patent
Office before an exclusive right therein can be
obtained . . . .”). Congress has repeatedly rejected
efforts to extend to garment designs precisely the sort
of copyright protection that the decision below would
provide. See Innovative Design Protection Act (IDPA)
of 2012, S. 3523, 112th Cong. (2012); Innovative
Design Protection and Piracy Prevention Act (IDPPA),
H.R. 2511, 112th Cong. (2011); Reichman, supra.
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To preserve this congressional scheme, it is critical
that courts assessing functional works with
expressive features recognize the full scope of what is
utilitarian. This is particularly true in the context of
clothing, where a central purpose of the article is not
just to “look good,” but to “look good on the wearer,”
that is, to affect how the wearer is perceived. The
Sixth Circuit approached this issue incorrectly, by
taking a narrow mechanical view of the utility of
clothing and thereby failing to recognize that the
expressive features of clothing designs can
simultaneously serve the functional end of affecting
how the wearer is perceived. The Copyright Act
treats components of garment designs, including twodimensional shapes, colors, and patterns, that affect
the appearance of the wearer’s body as utilitarian
aspects of the design of a useful article. Where, as
here, the exact same design components serve both
expressive and utilitarian ends, the expressive and
utilitarian aspects of the designs are inherently
inseparable and thus unprotectable as a matter of
law. The Court should reverse the Sixth Circuit’s
decision, and clarify the standard for assessing
protectability of clothing design features that are
both expressive and utilitarian.
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ARGUMENT
I.

THE DECISION BELOW ERRONEOUSLY
CONCLUDED
THAT
THE
GARMENT
DESIGN FEATURES AT ISSUE ARE
SOLELY EXPRESSIVE, AND NOT ALSO
UTILITARIAN
A. Under the Copyright Act, Design
Features Can Be Both Expressive and
Utilitarian Simultaneously.

The Sixth Circuit correctly recognized that, to
determine whether a design for a useful article like
clothing is a copyrightable “pictorial, graphic, and
sculptural work[],” 17 U.S.C. § 102(a)(5), it is
necessary to (1) identify both the work’s “pictorial,
graphic, or sculptural” (i.e., expressive) features and
its “utilitarian aspects,” and (2) determine whether
the expressive features “can be identified separately
from, and are capable of existing independently of”
the utilitarian aspects. 17 U.S.C. § 101. The court
committed a significant error, however, in failing to
recognize that the arrangement of stripes, chevrons,
zigzags, and color-blocking in the garment designs at
issue here—like many components of clothing
designs—had both expressive and utilitarian aspects.
At the most basic level, the court below erred by
treating the specific features of Varsity’s designs as
either strictly expressive or strictly utilitarian. In
doing so, the court failed to recognize that the
Copyright Act unambiguously provides that
components of the design of a useful article may play
both expressive and functional roles simultaneously,
and it took far too narrow a view of the utilitarian
features of clothing.
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In order to determine whether a useful article
possesses separable expressive design features, a
court must first examine the nature of the design
components involved. The Copyright Act specifically
contemplates that a particular design component can
be (1) only “pictorial, graphic, or sculptural,” (2) only
“utilitarian,” or (3) both expressive and utilitarian.
On its face, 17 U.S.C. § 101 recognizes this by
acknowledging that there are “pictorial, graphic, or
sculptural features” that cannot “be identified
separately from” the “utilitarian aspects of the
article.” This language indicates that a component of
a design, such as the leg of a chair, may be
simultaneously beautiful and functional. The back of
an Eames chair is both a brilliant work of visual
design and a terrific example of functional ergonomic
engineering.
Indeed, the fundamental justification for the useful
articles doctrine is to exclude from copyright
protection aspects of works that exhibit both
expression and function. There would be little need
for separability analysis if all components of a design
could be designated as either expressive or functional,
because copyright law could simply indicate that only
the expressive features are protectable. Separability
analysis exists precisely because design aspects that
are expressive can—and in the case of clothing often
will—serve utilitarian purposes.
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B. The Sixth Circuit Failed to Recognize
that Expressive Features Affecting the
Way the Wearer Is Perceived Are Also
Utilitarian.
The Sixth Circuit’s principal error in this case
arose in its identification of the utilitarian aspects of
the uniforms’ designs (question three in its analysis).
In particular, the court’s error derived from its
unduly narrow—and exclusively mechanical—view of
the utilitarian aspects of clothing.
The court
designated as the uniform designs’ “utilitarian
aspects” only the uniforms’ ability to “cover the body,
wick away moisture, and withstand the rigors of
athletic movements”—that is, the mechanically or
technologically useful aspects of the garments.
Varsity Brands, Inc. v. Star Athletica, LLC, 799 F.3d
468, 490 (6th Cir. 2015); cf. MARIAN L. DAVIS, VISUAL
DESIGN IN DRESS 17 (3d ed. 1996) (“All garments
must provide for movement and changes in body
measurements that come from reaching, stretching,
and bending.”). Because the patterns of stripes,
chevrons, zigzags, and color-blocking did not affect
the garment’s ability to accomplish cheerleading
tasks, the court treated them as solely expressive,
non-utilitarian features of Varsity’s designs. One
could still cheer, flip, and kick with different stripes
and chevrons or no stripes and chevrons at all. 799
F.3d at 491 (holding that “[a] plain white
cheerleading top and plain white skirt still cover the
body and permit the wearer to cheer, jump, kick, and
flip”).
This was erroneous because the Copyright Act
requires treating certain aspects of garment design
as serving functional “utilitarian aspects” even if they

8
are also expressive “pictorial, graphic, or sculptural
features” of the design. Designs can have function
beyond standard mechanical or technological utility.
In particular, the design of a garment is intended to
make the wearer look attractive. A designer’s choices
about hemline, neckline, darting, and, often, fabric
prints influence people’s perceptions of the wearer.
As one design expert puts it, garment design is a
unique form of visual art because of the “pervading
sense of the human qualities present.” MARILYN
REVELL DELONG, THE WAY WE LOOK: DRESS AND
AESTHETICS 134 (2d ed. 1998). A shopper does not
simply ask of a garment, “Does it look good?” In
addition, and more importantly, he or she asks, “Does
it look good on?” and “Does it make me look good?”
See, e.g., J. Fan, Perception of Body Appearance and
Its Relation to Clothing, in J. FAN, W. YU & L.
HUNTER, CLOTHING APPEARANCE AND FIT: SCIENCE
AND TECHNOLOGY 1 (2004) (“Few people have a
perfect body. Most people would like to improve their
appearance
with
appropriate
clothing,
by
camouflaging their less desirable attributes and
highlighting the most attractive aspects of their
bodies.”). In this way, the garment’s design is valued
for what it can do.
Many features of garment design—line, shape,
texture, color, and print—exploit features of human
visual perception and optical illusions to influence
the way in which the wearer’s body is perceived. See
DAVIS, supra, at 21-23, 33; REVELL DELONG, supra, at
42, 106-07, 132-33, 166; MARILYN J. HORN & LOIS M.
GUREL, THE SECOND SKIN 314 (3d ed. 1981).
Importantly, these visual effects can be created with
both three-dimensional design techniques such as
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garment shape and cut as well as with twodimensional design techniques such as patterns,
stripes, and color. Thus, the frequent assertion that
fabric design is non-functional, see, e.g., Galiano v.
Harrah’s Operating Co., 416 F.3d 411, 419 (5th Cir.
2005), is, in many cases, wrong when the design
affects how the wearer is perceived. 2 Cf. Brunswick
Corp. v. British Seagull Ltd., 35 F.3d 1527 (Fed. Cir.
1994) (holding that the black color of an outboard
engine served the utilitarian purpose of making the
engine look smaller, and as a result, was undeserving
of trademark protection). Below, we illustrate a
number of these techniques, and we show in the next
two sections how Varsity’s designs incorporate many
of them. Before we do, we explain more thoroughly
why the Copyright Act explicitly requires this
approach.

In commenting favorably on the Sixth Circuit’s opinion,
William Patry supports the notion that two-dimensional designs
are non-functional. He asks, “How could it possibly matter
whether the design is imprinted on a rug or on a uniform?” 2
Patry on Copyright § 3:151. As our examples illustrate, however,
the placement of two-dimensional designs on a garment can
substantially alter how the wearer is perceived. And we strongly
suspect that soldiers on the battlefront care, as a protective
matter, whether the particular camouflage they are wearing is
well matched to their surroundings. Hugo Gye, How U.S. Army
Spent $5 BILLION on ‘Failed’ Pixel Camouflage ... Because They
‘Wanted To Look Cooler than Marines’, MAIL ONLINE (June 26,
2012) (“Essentially, the Army designed a universal uniform that
universally
failed
in
every
environment
.…”),
http://www.dailymail.co.uk/news/article-2164686/How-U-SArmy-spent-5BILLION-failed-pixel-camouflage--wanted-lookcooler-Marines.html.
2
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The Copyright Act treats aspects of garment design
that influence the perception of the wearer’s body as
“utilitarian features” of a useful article, although
they may also be expressive “pictorial, graphic, or
sculptural aspects” of the article. The statute defines
a useful article as one having “an intrinsic utilitarian
function that is not merely to portray the appearance
of the article or to convey information.” 17 U.S.C.
§ 101 (emphasis added). Thus, the Act distinguishes
between articles, or article features, that “merely
portray the appearance of the article or … convey
information” and articles, or article features, that
have additional utility. By this distinction, aspects of
a work that “merely… portray [its] appearance …
or… convey information” are not considered
utilitarian features. They are purely expressions of
authorship. 3 799 F.3d at 489. By contrast, aspects of
a work that do not merely portray its appearance or
convey information are utilitarian features. The Sixth
Circuit ignored this important distinction.
In the context of the useful articles doctrine, the
Copyright Act establishes a distinction between
The Sixth Circuit treated portraying the appearance of an
article and conveying information as utilitarian functions but
ones that were not “permitted” to be included in the separability
analysis. See 799 F.3d at 490. In fact, the Copyright Act
establishes that these features of a work are not utilitarian, but
expressive “pictorial, graphic, or sculptural features.” Conveying
information and portraying appearances are characteristic
aspects of copyrightable authorship. Christopher J. Buccafusco,
A Theory of Copyright Authorship, 102 Va. L. Rev. (forthcoming
2016), available at http://papers.ssrn.com/sol3/papers.cfm?abstr
act_id=2664891; Jeanne C. Fromer, An Information Theory of
Copyright Law, 64 Emory L.J. 71 (2014).
3
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designs or aspects of designs that are valued
inherently and those whose value is dependent on
their effect on other objects. The former it treats as
expressive “pictorial, graphic, or sculptural features,”
and the latter it treats as “utilitarian aspects.”
Inherently valuable design elements alone may be
treated as expressive features of a work. Elements
that are dependently valuable for their ability to
affect the perception of another object are functional,
because they do not exist merely to portray their own
appearance. For garments, this dependent visual
utility represents an additional way in which aspects
of garment design can be utilitarian. In addition to
the mechanical utility related to use, warmth, and
modesty, garments have additional utility when they
entail design features that influence the wearer’s
appearance. See Jovani Fashion, Ltd. v. Fiesta
Fashions, 500 F. App’x 42, 44-45 (2d Cir. 2012)
(observing that a prom dress can function as such
only when it can “cover the body in an attractive way
for a special occasion”); Elastic Wonder, Inc. v. Posey,
--- F. Supp. 3d ----, 2016 WL 1451545, at *8 (S.D.N.Y.
Apr. 12, 2016) (“It is the functional purpose of
covering the body in an attractive and comfortable
way that motivates the designs of fittings of certain
shapes, and the utilitarian function of the leggings as
clothing is primary over the ornamental aspect.”);
Fan, supra, at 1.
We can imagine a spectrum of visual designs that
vary as a matter of inherent versus dependent value.
At one end are the designs that are inherently
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valuable. They are produced and consumed as such. 4
Fine art paintings and sculptures typically fall at this
end of the spectrum, because they are largely
produced and consumed for the visual depictions that
they provide. 5 At the other end are designs that are
primarily dependently valuable. They produce value
when brought into appropriate relationships with
other objects, and in terms of their effects on those
objects: making them look bigger, smaller, different,
or better. Camouflage offers an ideal example of
designs at this end of the spectrum. The design of a
To be sure, whether a garment design feature is expressive,
functional, or both can sometimes turn on which audience is
surveyed—be it garment designers, consumers of particular
garment designs, or fashion critics. See HORN, supra, at 311
(“[D]esigners impart their individual imprints to the products of
their craft and in doing so reveal a part of their nature, their
ideals, values, thoughts, and emotions. The product in turn
evokes a similar or perhaps a widely different range of feelings
and emotions in the observer.”); cf. Jeanne C. Fromer & Mark A.
Lemley, The Audience in Intellectual Property Infringement, 112
Mich. L. Rev. 1251 (2014) (maintaining that who decides
whether a defendant’s product is too similar to a plaintiff’s can
affect the answer, and that in intellectual property infringement
cases, both experts and consumers are the right audiences to be
evaluating that similarity).
4

This is not to say that these are the only reasons why
paintings and sculptures are valued. They may also cover holes
in walls, match other furniture, or display their owners’ taste
and wealth. But these are typically secondary considerations for
their producers and consumers. Cf. Bleistein v. Donaldson
Lithographing Co., 188 U.S. 239, 249 (1903) (“[P]ainting and
engraving unless for a mechanical end are not among the useful
arts, the progress of which Congress is empowered by the
Constitution to promote.”).

5
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camouflage pattern achieves its value when it is
placed in an appropriate environment. When it is, the
pattern works; it functions to cloak the person or
object that it covers. 6 See, e.g., Isla Forsythe,
Subversive Patterning: The Surficial Qualities of
Camouflage, 45 ENV’T & PLANNING 1037 (2013).
When a design element alters the way another object
appears, that is, when it works in relation to some
other object, that design element is utilitarian as a
matter of copyright law. Only if a design or an aspect
of design exists merely to portray its own appearance
should it be treated as purely expressive. See 17
U.S.C. § 101 (“A ‘useful article’ is an article having an
intrinsic utilitarian function that is not merely to
portray the appearance of the article or to convey
information. An article that is normally a part of a
useful article is considered a ‘useful article.’”). One
such example would be an image of a character, such
as Mickey Mouse, printed on a t-shirt. The character
exists merely to portray its own appearance.
Seen in this light, the Sixth Circuit’s concern that
recognizing the utility of Varsity’s designs would
deny protection to a Mondrian painting is misplaced.
799 F.3d at 490. First, unlike the design of a
cheerleading uniform, a painting is a “pictorial,
graphic, [or] sculptural work,” but is not a “useful
article,” so its copyrightability would never turn on
6 As with the painting, this is not the only value of camouflage.
Camouflage is regularly incorporated into items with no
intention of masking their appearance. Yet this does not
undermine the fact that camouflage is in many cases produced
and consumed for the effect it has on objects.
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statutory separability analysis. Even if it were
subjected to a separability analysis, however, a
Mondrian painting merely portrays its own
appearance. It was designed and is consumed for its
inherent value as a picture. As such it has little, if
any, utilitarian function within the meaning of the
statute. Consider, however, trompe l’œil design
techniques, which can be used to make a room look
bigger. As depicted in Figure 1, the components of a
design that trick the eye into thinking that the
ceilings are higher than they are should not be
treated like the Mondrian painting because they are
not valuable in their own right. Aspects of the design
that produced such a visual effect, such as the use of
foreshortening and a vanishing point, are properly
treated as utilitarian. As this Court long ago
recognized in Baker v. Selden, “A treatise on…the
mode of drawing lines to produce the effect of
perspective…would be the subject of copyright; but
no one would contend that the copyright of the
treatise would give the exclusive right to the art or
manufacture described therein.” 101 U.S. at 102.
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Figure 1: Andrea Pozzo, Fresco with Trompe L’Oeil
Dome Painted on Low Vaulting, Jesuit Church,
Vienna, Austria (1703)
Components of garment design that influence the
wearer’s appearance do not “merely… portray the
appearance” of the garment. They also affect the
appearance of the person wearing the garment. To
the extent that aspects of garment design affect the
way in which the wearer is perceived, they are
utilitarian. This can include the cut, fit, and drape of
a garment, as well as two- or three-dimensional
aspects of the design that direct attention toward or
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away from parts of the wearer’s body or that
otherwise influence how he or she is viewed. For
example, a camouflage-patterned garment will both
display camouflage as a “pictorial” or “graphic”
matter and cloak its wearer from observation by
others when worn against a background with which
the camouflage blends or coordinates. See Forsythe,
supra; Gye, supra. The Copyright Act requires that
these components of the design be treated as
“utilitarian aspects” of the work for purposes of
separability, even if they may also be categorized as
“pictorial, graphic, or sculptural features.”
This is, we think, the point that courts in the
Second Circuit have made in a line of cases—
disagreed with by the Sixth Circuit—identifying a
utilitarian “decorative function” in garment design.
For example, in Whimsicality, Inc. v. Rubie’s Costume
Co., 891 F.2d 452 (2d Cir. 1989), a case concerning
the copyrightability of various costume designs, the
Second Circuit explained that while conceptually
separable features of garment designs could, in
theory, receive copyright protection, most aspects of
garment design would not meet this standard
because “the very decorative elements that stand out
[are] intrinsic to the decorative function of the
clothing.” Id. at 455. That is, the particular features
of the garment for which the designer claims
protection are likely also to be ones that affect how
the wearer is perceived.
Similarly, in Jovani Fashion, Ltd. v. Cinderella
Divine, Inc., 808 F. Supp. 2d 542 (S.D.N.Y. 2011), the
Southern District of New York explained that the
sequins and crystals on the bodice of the prom dress
at issue, the horizontally ruched-satin fabric on the
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waistband, and the layers of tulle in the skirt were
“plainly fashioned to fit the specific needs of a prom
dress.” Id. at 550. These aspects of the prom dress,
while attractive on their own, also contributed to the
dress’s “utilitarian function of enhancing the wearer’s
attractiveness.” Id. The Second Circuit, upholding the
judgment, agreed, emphasizing that these garment
features are not separable “pictorial, graphic, or
sculptural features” because “the [physical or
conceptual] removal of these items would certainly
adversely affect the garment’s ability to function as a
prom dress, a garment specifically meant to cover the
body in an attractive way for a special occasion.”
Jovani Fashion, 500 F. App’x at 44-45; cf. Elastic
Wonder, 2016 WL 1451545, at *8 (“It is the functional
purpose of covering the body in an attractive and
comfortable way that motivates the designs of fittings
of certain shapes, and the utilitarian function of the
leggings as clothing is primary over the ornamental
aspect.”); Kieselstein-Cord v. Accessories by Pearl, Inc.,
632 F.2d 989, 993 (2d Cir. 1980) (recognizing that the
belt buckles at issue “include decorative features that
serve an aesthetic as well as a utilitarian purpose”).
These opinions correctly recognize that garments
do not typically exist merely to look attractive in
their own right but also to make those who wear
them look attractive. This “decorative function” is one
we think is better referred to as having “dependent
value,” by which we mean value dependent on use in
relation to another object, or more colloquially,
“looking good on.” Moreover, these opinions treat
aspects of garment design that affect how the wearer
looks as appropriately placed on the “utilitarian
aspects” side of the expressive/functional ledger when
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determining conceptual separability, even if they
may also fall on the other side as “pictorial, graphic,
or sculptural features.” Indeed, many features of
garment design will have a dual nature. They will be
both expressive features and simultaneously
utilitarian aspects of the garment. This is consistent
with the definition of “useful articles” in section 101,
which recognizes that design features may perform
both expressive and functional roles.
C. “Dual-Nature” Design Features
Common in Garment Design.

Are

As all shoppers know, a certain style or cut of a
garment may look good on one person but not on
another. And different sorts of designs may affect
how people’s bodies look. This is not accidental.
Design choices create visual effects that can vary the
size of the wearer’s body or body parts. In this section,
we illustrate a number of these techniques before we
demonstrate in the next section how these techniques
were used in Varsity’s uniform designs.
To begin, it is important to note that these
techniques include both three-dimensional design
choices involving the shape and cut of garments as
well as two-dimensional design choices involving
shapes, colors, and patterns. This is essential because
courts and scholars have often reflexively treated
two-dimensional fabric designs as non-functional.
Galiano, 416 F.3d at 419; 1 Nimmer on Copyright
§ 2.08[B][3]; 2 Patry on Copyright § 3:151. Yet both
two- and three-dimensional design features will often
be utilitarian in nature. As discussed above,
camouflage offers an obvious example of a functional
two-dimensional pattern. Cf. Fulmer v. United States,
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103 F. Supp. 1021 (Ct. Cl. 1952) (finding no copyright
infringement when the U.S. government produced
camouflage parachutes from the plaintiff’s design
showing top and side views of a similar parachute
because finding otherwise would be akin to
conferring unwarranted patent protection) (cited in
Mazer, 347 U.S. at 217 n.39). The techniques
discussed below work in similar ways, by altering
how the viewer sees the clothed person.
Further, the Copyright Act clearly anticipates that
two-dimensional designs can be functional when it
refers to “pictorial, graphic, or sculptural features”
that are inseparable from utilitarian aspects of the
design. 17 U.S.C. § 101. The first two objects in this
list, pictorial and graphic features, are, in fact, twodimensional design techniques. The statutory scheme
thus makes clear that two-dimensional works and
features, and not only three-dimensional works and
features, can be utilitarian. By stating that “pictorial,
graphic, or sculptural work[s]” can be “useful articles,”
rather than limiting the statutory text to “sculptural
works,” id., it is apparent that Congress recognized
that both two- and three-dimensional works can be
utilitarian. Similarly, by indicating that “pictorial,
graphic, or sculptural features” might be inseparable
from “utilitarian aspects” of the design, rather than
just referring to “sculptural features,” id., the
copyright statute signifies that both two- and threedimensional features can be utilitarian.
As even casual shoppers know, the placement of
horizontal lines on a garment can make the wearer
look shorter and broader, while vertical lines have
the opposite effect of lengthening the wearer’s body.
See DAVIS, supra, at 36-41; Fan, Perception of Body
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Appearance, supra, at 11; J. Fan, Psychological
Comfort of Fabrics and Garments, in J. FAN & L.
HUNTER, ENGINEERING APPAREL FABRICS AND
GARMENTS 251, 257 tbl. 9.1 (2009). Garment design
can visually minimize the size of body parts judged to
be too large by either appearing to subdivide those
body parts or by counterbalancing them to increase
the size of surrounding parts. See Fan, Perception of
Body Appearance, supra, at 11. A V-shaped neckline
can make the neck look longer and narrower while
also making shoulder width narrower. DAVIS, supra,
at 339. A bodice can be smocked, pleated, draped, or
gathered at the bust to make the bust appear larger.
Id. at 340.
Designers can also affect the perception of the
shape of body parts through design choices.
Importantly for our purposes, the combination of
colors, shapes, and lines can have enormous influence
on how the wearer’s body is perceived. This is known
as color-blocking, and it was recently made famous by
Stella McCartney’s line of dresses, garment designs
employing a color-blocked hourglass appearance that
made wearers’ bodies look both curvier and slimmer.
Two examples of these dresses, as worn by actress
Kate Winslet, are shown in Figure 2. The black color
along the sides, which changes in width at various
points, produces a particularly striking hourglass
shape. And, in the dress on the right, the brighter
color on the top of the dress produces a larger and
more defined bust. See Saliha Aĝaç & Menekşe
Sakarya, Optical Illusions and Effects on Clothing
Design, 3 Int’l J. Sci. Culture & Sport 137, 154-55
(2015). Similarly, as one design textbook indicates, “A
line continuing around the body, diagonal stripes
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that are not too dominant, or a reflecting surface
smoothly contouring the body call our attention to the
rounded contours.” REVELL DELONG, supra, at 117.

Figure 2: Fiona Raisbeck, Kate Winslet Wows in
Another Body-Con Stella McCartney Dress, MARIE
CLAIRE (Nov. 21, 2011), http://www.marieclaire.co.uk/
news/fashion/532781/kate-winslet-wows-in-anotherbody-con-stella-mccartney-dress.html#index=1
Optical illusions can also be deployed in garment
design to influence perceptions of the wearer’s body.
See generally DAVIS, supra, at 40-50; Aĝaç, supra, at
137 (cataloguing various illusions to be used).
Consider the Müller-Lyer illusion, as shown in Figure
3, which causes a line to look longer if it is bracketed
on each end by arrow tails and shorter if it is
bracketed on each end by arrow heads. See Fan,
Psychological Comfort, supra, at 257. This illusion
can be incorporated into garment design to lengthen
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or contract the body of the wearer through placement
of arrow heads or tails, as shown in Figure 4. See
DAVIS, supra, at 40; Fan, Psychological Comfort,
supra, at 257.

Figure 3: Patric Nordbeck, An Ecological Note on
the Müller-Lyer Illusion, PSYPHI > SCIFI (Feb. 22,
2015), http://pnpsyphi.blogspot.co.uk/2015/02/an-eco
logical-note-on-muller-lyer.html
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Figure 4: Aĝaç & Sakarya, supra, at 143 fig. 1.e.
To emphasize, or draw attention to, a particular
body part, a garment design can include a dominant
design element over the body part that it covers when
the associated garment is worn. DAVIS, supra, at 26;
HORN & GUREL, supra, at 320-21. As two design
experts explain more generally, “emphasis can be
achieved through strong contrasts in value, but the
contrast can also come about through bright
intensities of color, unusual shapes, the use of
different textures, a boldness of size, or a
juxtaposition of contrasting lines.” HORN & GUREL,
supra, at 321. Shapes are good candidates for
producing emphasis, especially when large, bold, and
contrasted with their surroundings. See REVELL
DELONG, supra, at 183-84, 189, 244. Triangular
shapes or folds in garment design can create visual
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emphasis by appearing to converge and point at the
part of the body covered by these shapes. See id. at
244. The center front area of the body is often chosen
for emphasis, drawing attention there and reducing
the effect of the volume of the entire body. See id. at
124 (illustrating this effect with the use of Korean
traditional dress).
D. The Arrangement of Stripes, Chevrons,
Zigzags, and Color-blocking at Issue Are
Both
Expressive
Features
and
“Utilitarian Aspects” of the Designs.
The stripes, chevrons, and color-blocking in
Varsity’s claimed designs, as shown in Figures 5 and
6, serve a purpose similar to those documented above.
They are simultaneously both expressive and
functional, serving to accentuate and elongate the
cheerleader’s body and make it appear curvier in
particular areas. Herein, we detail some of these
dual-nature features in light of the discussion above.
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Figure 5: Varsity’s claimed designs
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Figure 6: Varsity’s Claimed Designs
In Design 078, the white patches in the colorblocked pattern help create the visual effect of
curviness by creating an hourglass shape with
contrast, as in Stella McCartney’s dresses. The Vshaped neckline together with the inverted-V-shaped
slit on the skirt elongates the body by exploiting the
Müller-Lyer illusion. The V-shaped neckline also
serves to point to the bust and elongate the neck. The
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color-blocking, using contrasting colors, creates
contrast and draws attention to the wearer’s body.
The repeating stripe pattern at the neckline, bust,
waist, and skirt hem draws viewers’ attention from
the top of the wearer’s neckline all the way to the
bottom of the wearer’s skirt to see that part of the
wearer’s body as unified. See REVELL DELONG, supra,
at 229 (“Direction can be aided by repetition of
similar parts, often called rhythm. Rhythm is defined
as the ordered recurrence of parts that leads the
eye.”).
Again in Design 0815, Varsity employs colorblocking, this time a darker blue color, along the side
of the uniform to make the wearer look both more
slender in certain places and curvier in others, just as
in the Stella McCartney dresses. In addition, the Vshaped striping on the front center of the uniform
design serves to further accentuate the bust. The Vshaped neckline both points to the bust and elongates
the neck.
Designs 299A and 299B have some of the same
features associated with the previous two designs,
plus there is a diagonal striping, which calls
attention to the body’s rounded contours.
Additionally, the chevron at the bottom of the
uniform top is cut to display some of the belly and
draw attention to it.
Design 074 serves to accentuate the curves and
elongate the body for many of the reasons discussed
with regard to the previous designs. In addition, the
color-blocking serves to highlight the bust by coloring
it in white in contrast to the green above it and navy
blue below it.
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The stripes, chevrons, and color-blocking that form
the heart of Varsity’s uniform designs do not merely
portray their own appearance. They also influence
the appearance of the uniform’s wearer. These
features are the reason that the designs work as
appropriate designs for garments meant to
emphasize the fitness, athleticism, and attractiveness
of those who don them. 7 It is no accident that Varsity
has chosen to design its uniforms in this fashion, and
it is no accident that many cheerleading uniforms
share similar design features. 8 Granting copyright
protection for these designs would enable Varsity to
monopolize functional aspects of garments without
satisfying the exacting demands of patent law.
Although other designers might be free to produce
cheerleading uniforms incorporating features that
flatten the bust, widen the waist, and shorten the
legs, we suspect that they are unlikely to find a
vibrant market for such products. This is not the sort
of competitive advantage that copyright law is
intended to foster. See Sega Enter. Ltd. v. Accolade,
This is a different claim from the one made by Judge
McKeague in his dissenting opinion below. We are not claiming
that the design features perform a signifying function to identify
the wearers as cheerleaders. We argue that these design
features are functional because they were designed to influence
how the wearers’ bodies were perceived.

7

8 It is also no accident that Varsity’s designs for male
cheerleaders often have different design elements from those for
female cheerleaders, because the physical aspects of male and
female bodies that are emphasized differ. See 2016 Varsity
Spirit
Fashion
Catalog
82
available
at
www.varsity.com/publications/Varsity-Spirit-Fashion2016.html#82.
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Inc., 977 F.2d 1510, 1523-24 (9th Cir. 1992) (“[A]n
attempt to monopolize the market by making it
impossible for others to compete runs counter to the
statutory
purpose
of
promoting
creative expression ….”); Sony Computer Entm’t, Inc.
v. Connectix Corp., 203 F.3d 596, 607 (9th Cir. 2000)
(“Sony understandably seeks control over the market
for devices that play games Sony produces or licenses.
The copyright law, however, does not confer such a
monopoly.”).
II. GARMENT DESIGN FEATURES THAT ARE
SIMULTANEOUSLY
EXPRESSIVE
AND
UTILITIARIAN, SUCH AS THOSE HERE,
ARE INHERENTLY INSEPARABLE AND
THEREFORE UNPROTECTABLE
The stripes, chevrons, and color-blocking on
Varsity’s uniform designs are visually appealing
graphic features of the uniforms’ designs. In addition,
these same features are also utilitarian aspects of the
designs that enhance the perception of the wearer’s
body. Because the Sixth Circuit failed to recognize
this duality in its analysis, the decision below should
be reversed. Importantly, this is true regardless of
the test for separability that applies to the garments.
The stripes, chevrons, and color-blocking cannot be
treated as physically or conceptually separable under
any recognized test for separability, because the
same design aspects play both expressive and
functional roles simultaneously.
As we discussed above, as a general rule the design
of a useful article is not protectable under copyright
law. Rather, the Copyright Act carves out a limited
class of pictorial, graphic, and sculptural features of
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useful articles that may obtain protection “only if and
only to the extent” that they “can be identified
separately from, and are capable of existing
independently of, the utilitarian aspects of the
article.” 17 U.S.C. § 101. This exception to the rule
allows for certain purely expressive features to
receive protection even though they are incorporated
into a useful article, such as a scrollwork design on a
chair.
This exception underlies the separability doctrine,
which asks both whether the expressive features of
the work can be identified separately from its
functional aspects and whether the expressive
features can exist independently of the functional
aspects. Id.; 799 F.3d at 491-93. Where, however, the
components of a design that are claimed as the
expressive pictorial, graphic, or sculptural features
also, simultaneously, function as utilitarian aspects
of the article they could never maintain separable
identification and existence. When a claimed aspect
of a design is both visually appealing and at the same
time utilitarian it makes no sense to say that the
visually appealing nature of the aspect “can be
identified separately from, and [be] capable of
existing independently of” the functional nature of
the aspect. The curve of the hood of a Corvette
Stingray both makes the car look beautiful and
affects its aerodynamics. See Steve Temple, 2014
Corvette C4 Stingray – Like a Knife, SUPER CHEVY,
Oct. 2, 2013, http://www.superchevy.com/features/
1309-2014-corvette-c7-stingray-like-a-knife.
In
drafting the useful articles doctrine, Congress
rejected copyright protection for these sorts of dualnature designs.
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In the myriad of cases involving separability, we
have not located any court decision—neither by this
Court, nor by any other federal court—that has
expressly found an element of a useful article to
possess this dual nature and also to be separable and
therefore copyrightable. See, e.g., Inhale, Inc. v.
Starbuzz Tobacco, Inc., 755 F.3d 1038 (9th Cir. 2014)
(holding that the distinctive shape of a hookah water
container is also functional and therefore not
separable); Progressive Lighting, Inc. v. Lowe’s Home
Centers, Inc., 549 F. App’x 913, 921 (11th Cir. 2013)
(per curiam) (finding all components of a light fixture
to be uncopyrightable because “the expressive aspects
of the light fixtures are also functional components of
the utilitarian articles”); Brandir Int’l, Inc. v.
Cascade Pac. Lumber Co., 834 F.2d 1142, 1147 (2d
Cir. 1987) (holding that “the form of the rack is
influenced in significant measure by utilitarian
concerns and thus any aesthetic elements cannot be
said to be conceptually separable from the utilitarian
elements”); Zahourek Sys., Inc. v. Balanced Body
Univ., LLC, No. 13-cv-01812-RM-CBS, 2016 WL
1377165 (D. Colo. Apr. 7, 2016) (holding that a
lifelike model of a human skeleton designed to teach
anatomy is functional and that any expressive
features are not separable). 9 As the Eleventh Circuit
There are, by contrast, many cases in which courts hold that a
feature of a useful article is expressive, but not functional, and
also separable (and therefore copyrightable). See, e.g., Mazer,
347 U.S. 201 (holding the expressive dancer statuette to be
separable from the functional lamp); Home Legend, LLC v.
Mannington Mills, Inc., 784 F.3d 1404 (11th Cir. 2015) (holding
that a decorative layer featuring two-dimensional artwork
between a core board and a transparent overlay in laminate
9

32
has explained, “functional components of useful
articles, no matter how artistically designed, have
generally been denied copyright protection” as
inseparable. Norris Indus., Inc. v. Int’l Tel. & Tel.
Corp., 696 F.2d 918, 924 (11th Cir. 1983) (listing
physically separable elements, however, as an
exception). If these dual-nature elements of useful
articles receive protection, it must be through the
design or utility patent regimes.
The claimed features of Varsity’s cheerleading
uniform designs are perfect examples of dual-nature
features. As explained in the previous section, the
(continued…)
wood flooring is expressive, separable, and copyrightable); Pivot
Poin Int’l, Inc. v. Charlene Prods., Inc., 372 F.3d 913 (7th Cir.
2004) (determining that specific facial features on a mannequin
used as a hair stand and makeup model are expressive, and not
functional, choices and are therefore separable and
copyrightable); Kieselstein-Cord, 632 F.2d 989 (holding that the
expressive, non-functional ornamentation on belt buckles is
conceptually separable from the functional aspects of the belt
buckle); DC Comics v. Towle, 989 F. Supp. 2d 948, 970 (C.D. Cal.
2013) (“[T]he design elements of the two Batmobiles at issue
here are conceptually separable from their underlying car. In
particular, the 1989 Batmobile’s entire frame, consisting of the
rear exaggerated, sculpted bat-fin and the mandibular front, is
an artistic feature that can stand on its own without the
underlying vehicle. The underlying vehicle would still be a car
without the exaggerated bat features.”); Lego A/S v. Best-Lock
Const. Toys, Inc., 874 F. Supp. 2d 75, 99 (D. Conn. 2012) (“If the
[Lego] minifigures’ capacity to attach to other toys is functional,
while their capacity to inspire imagination or play are not, then
the drawings on the face and torso are clearly conceptually
separable ….”).
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arrangement of stripes, chevrons, zigzags, and colorblocking that make up the expressive features of
Varsity’s designs also serve a functional purpose: to
influence how the wearer’s body is perceived. The
particular design features of Varsity’s uniforms do
not exist merely to portray their own appearance.
They are not merely ornamental or arbitrarily
determined in the way that a graphic of a cartoon
character printed on a shirt is. They are placed where
they are because of the nature of the human bodies
that will wear them. The shapes, sizes, and colors of
the design features look the way they do because
these particular shapes, sizes, and colors will interact
with wearers’ bodies in particular ways. While they
might be aesthetically pleasing or attractive in their
own right, they also affect the actual perception of
the wearers’ bodies as aesthetically pleasing or
attractive.
One can appreciate the futility of Varsity’s claim
when one tries to imagine the aspects of their designs
to which copyright might attach. As the Copyright
Act explains, copyright protection for a useful article
extends only “to the extent” of the separable
expressive features of the design. 17 U.S.C. § 101.
Thus, while the separable expressive features may
receive protection, copyright will never cover the
utilitarian aspects of the design. 10 Here, Varsity
claims protection for the particular placement, size,
color, and shape of the stripes, chevrons, and colorblocking of its uniforms. But it is just those features
These will always remain free to copy unless protected by
another intellectual property regime, such as patent law.
10
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of the design that also simultaneously produce the
uniforms’ functional effects. As a matter of logic, the
Copyright Act cannot both protect the expressive
features of the uniforms and preserve from protection
their functional aspects when those expressive
features and functional aspects are one and the same.
Thus, a proper analysis of the third question that
the Sixth Circuit posed about identifying the
expressive features and the utilitarian aspects of
cheerleading uniforms will, in this case, determine
the only appropriate answer to the final questions:
whether the expressive features of the works are
separable from and can exist independently of their
utilitarian aspects. When the same aspects of the
designs are simultaneously expressive and functional,
neither the Sixth Circuit nor this Court need inquire
further into their separability. The expressive and
functional aspects are inherently inseparable, and
thus the designs are unprotectable as a matter of law.
The courts need not wade into the murky waters of
the numerous and overlapping separability tests
when confronted with design features that are both
expressive and functional. 11
11 It is likely because many garment features are either fully
functional or both simultaneously expressive and functional
that the Fifth Circuit has observed both that “clothing designs
rarely pass the ‘separability’ test” and that other courts
“sometimes appear to implement a categorical approach”
denying “copyright protection per se” to garment designs.
Galiano, 416 F.3d at 419 n.17 (citing 1 Melville B. Nimmer &
David Nimmer, Nimmer on Copyright § 2.08[B][3], at 2-101).
Although we do not advocate a categorical rule, we believe that
a presumption of utility is appropriately applied to garment
design.
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Should this Court deem such an inquiry necessary,
however, it is apparent that the case should still be
remanded in light of the Sixth Circuit’s incorrect
analysis of the third question (as to which features
are expressive and which are functional), as
discussed above. The third question must be
answered correctly before any inquiry into whether
the features are separable.
Courts and scholars have proposed numerous tests
for determining whether the expressive features of a
design are separable from its utilitarian aspects. See,
e.g., Norris Indus., 696 F.2d 918 (holding that tire
covers without “superfluous sculptural design” are
not copyrightable); Brandir, Int’l, 834 F.2d 1142
(holding the copyrightability is limited by the extent
to which the design process involved artistic
expression uninhibited by functional considerations);
Galiano, 416 F.3d at 420 (holding that the
copyrightability of a useful article turns on the
capacity of the item to “moonlight as a piece of
marketable artwork”). All of these tests, however,
require an accurate analysis of which are which. As
we have shown, the Sixth Circuit’s analysis of this
point was mistaken. Thus, whether this Court adopts
the Sixth Circuit’s approach to determining
separability or whether it chooses a different test, it
must ensure that the different aspects of Varsity’s
designs are appropriately identified. Here, the stripes,
chevrons, zigzags, and color-blocking should be
treated as both expressive features and utilitarian
aspects of the designs.
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CONCLUSION
Varsity’s cheerleader uniform designs, however
expressive they might be, should not receive
copyright protection because they are also utilitarian.
Both the Copyright Act and this Court have long
recognized the dangers of allowing creators to use the
copyright system to receive protection for utilitarian
features of their works. Functionality is more
properly channeled to the design or utility patent
systems, with their higher protectability thresholds,
searching examination, and shorter duration. This
was Congress’s intention when it drafted the
Copyright Act of 1976, and it is the best way to
preserve copyright law’s mandate of promoting the
progress of science and the useful arts. The decision
below should be reversed.
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QUESTION PRESENTED
What is the appropriate test to determine when a
feature of a useful article is protectable under § 101 of
the Copyright Act?
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INTEREST OF AMICI CURIAE

1

Amici are law professors at universities in the
United States and teach, research, and write
extensively on intellectual property law, including
copyright law. They have no personal interest in the
outcome of this case. Instead, they have a professional
interest in ensuring that the copyright law is
interpreted in a consistent, well-reasoned manner, with
close adherence to the statutory text and this Court’s
foundational copyright jurisprudence. Amici are:
Jeannie Suk Gersen
John H. Watson, Jr. Professor of Law
Harvard Law School
C. Scott Hemphill
Professor of Law
New York University School of Law
Institutional affiliations are given for identification
purposes only.
SUMMARY OF ARGUMENT
The question presented by this case goes to the
heart of copyright law and implicates the Copyright
Act’s guiding definitions as well as this Court’s
foundational precedents reaching back to the 1870s.
In the Copyright Act, Congress carefully addressed
the copyrightability of works of authorship that possess
utilitarian functions. In defining “useful article” in
1

Pursuant to Rule 37.6, amici affirm that no counsel for a party
authored this brief in whole or in part and that no person other
than amici and their counsel made a monetary contribution to its
preparation or submission. Petitioner’s and Respondents’ consent
to the filing of amicus briefs is filed with the Clerk.
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section 101 of the Copyright Act, Congress made clear
that the design of a useful article, whether twodimensional or three-dimensional, is protectable as a
pictorial, graphic, or sculptural work, as long as its
pictorial, graphic, or sculptural features are separable
from its utilitarian aspects. This definition codified this
Court’s decisions in Baker v. Selden and Mazer v. Stein,
which, among other things, rejected any notion that
useful articles are categorically excluded from
copyright. Section 101 thus closely implements the
understanding that existed prior to the 1976 Copyright
Act. “Useful articles” do not stand apart from the rest
of copyright as a carved out exception to protectability,
but rather, like all other works, are subject to
copyright’s general conditions of protectability.
In contrast, Petitioner and its amici seek to carve
out garment designs as a special category of works that
are unprotectable. In doing so, Petitioner and its amici
would undermine the coherence of copyright law and
would render unprotectable not only garment designs
but a far broader swath of works, including many that
have long been protected. That result is entirely
unwarranted.
Petitioner and its amici assert that the term
“utilitarian function” in section 101’s definition of
“useful article” means something extremely broad.
That interpretation cannot be correct, because it has
the practical effect of excluding useful articles from
copyright, a result that Baker v. Selden and Mazer v.
Stein squarely foreclose.
Properly understood,
“utilitarian” in section 101 refers to mechanical or
similarly practical utility or usefulness. It does not
refer to usefulness for aesthetic, decorative, or cultural
purposes, such as making someone look attractive or
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stylish. Those kinds of functions of a work are
paradigmatic non-utilitarian functions, even though it is
possible to characterize those functions of a work in
some very broad sense as “useful.” Treating a work’s
decorative function as “utilitarian” would make almost
every pictorial, graphic, or sculptural work utilitarian
and thus unprotectable, because almost every such
work has that kind of decorative function. That
understanding of “utilitarian” would not only lead to
absurd results, but would also contradict the text and
structure of section 101 and make a hash of the statute.
The dispositive question in this case is whether the
pictorial, graphic, or sculptural features of a particular
piece of clothing are separable from its utilitarian
aspects. For the vast majority of clothing, such
features are not separable because, in general, most
clothing designs are dictated by utilitarian
considerations. However, to the extent that the design
may have pictorial, graphic, or sculptural features that
are separable from utilitarian aspects, then those
features are protectable. The instant amici propose
the following test for separability, which is consistent
with the statutory text and this Court’s precedents:
The design of a useful article is protectable if it is not
dictated by, or necessary to, utilitarian or functional
considerations. The Second Circuit has employed this
analytical approach in several important cases, and it is
the only test consistent with copyright law’s
longstanding principle that mere functional influences
do not disqualify a work from copyright protection.
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ARGUMENT
I.

General Copyright Principles Apply To Useful
Articles.

The area of copyright law dealing with “useful
articles” suffers from two common and related
misperceptions that run against the text of the
Copyright Act: that useful articles are categorically
excluded from copyright, and that the separability
analysis is categorically more hostile to threedimensional useful articles than to two-dimensional
useful articles. These categorical ways of reasoning
overcomplicate the Copyright Act, and have caused
many lower courts to proliferate confusing, varied, and
inconsistent tests that fail to follow the statute’s simple
logic.
In the Copyright Act, Congress carefully addressed
the copyrightability of works of authorship that possess
utilitarian functions. The Court should clarify that the
statute’s separability requirement for the protectability
of “useful articles,” whether those articles are twodimensional or three-dimensional, is a logical
manifestation of copyright’s longstanding general
approach to protectable works of authorship that
possess utilitarian functions.
Whether a two-dimensional or three-dimensional
“useful article” is protected by copyright is governed
by section 101 of the Copyright Act, which provides in
relevant part:
“Pictorial, graphic, and sculptural
works” include two-dimensional and
three-dimensional
works
of
fine,
graphic, and applied art, photographs,
prints and art reproductions, maps,
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globes, charts, diagrams, models, and
technical
drawings,
including
architectural plans. Such works shall
include works of artistic craftsmanship
insofar as their form but not their
mechanical or utilitarian aspects are
concerned; the design of a useful article,
as defined in this section, shall be
considered a pictorial, graphic, or
sculptural work only if, and only to the
extent that, such design incorporates
pictorial, graphic, or sculptural features
that can be identified separately from,
and
are
capable
of
existing
independently of, the utilitarian aspects
of the article.
...
A “useful article” is an article having an
intrinsic utilitarian function that is not
merely to portray the appearance of the
article or to convey information. An
article that is normally a part of a useful
article is considered a “useful article.”
17 U.S.C. § 101.
On its face, this language makes clear that “the
design of a useful article,” whether “two-dimensional”
or “three-dimensional,” is protectable as a “pictorial,
graphic, or sculptural work,” and explains the
circumstances in which it is protectable: “only if, and
only to the extent that, such design incorporates
pictorial, graphic, or sculptural features that can be
identified separately from, and are capable of existing
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independently of, the utilitarian aspects of the article.”
17 U.S.C. § 101.
The Supreme Court’s landmark decision in Baker v.
Selden, 101 U.S. 99 (1879), made clear well over a
century ago that copyright may protect a work of
authorship that has a utilitarian function, while not
protecting the utilitarian function of that work. Thus,
there simply has never been a blanket exclusion from
copyright for works that have a utilitarian function. In
Baker v. Selden, there was no question that a book that
had the function of explaining a utilitarian system of
bookkeeping was protectable, while the actual
utilitarian system of bookkeeping explained in the book
was not protectable. 101 U.S. at 104 (“The use of the
art is a totally different thing from a publication of the
book explaining it. The copyright of a book on bookkeeping cannot secure the exclusive right to make, sell,
and use account-books prepared upon the plan set forth
in such book.”). As the Court explained:
But there is a clear distinction between
the book, as such, and the art which it is
intended to illustrate.
The mere
statement of the proposition is so
evident, that it requires hardly any
argument to support it. The same
distinction may be predicated of every
other art as well as that of bookkeeping. A treatise on the composition
and use of medicines, be they old or
new; on the construction and use of
ploughs, or watches, or churns; or on the
mixture and application of colors for
painting or dyeing; or on the mode of
drawing lines to produce the effect of
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perspective, —would be the subject of
copyright; but no one would contend
that the copyright of the treatise would
give the exclusive right to the art or
manufacture described therein.
Id. at 102.
Following Baker v. Selden, works that possess
utilitarian functions have long been understood to be
copyrightable, so long as they satisfy the requirements
specified by copyright law. The question then, has been
how to determine to what extent works that possess
utilitarian functions are copyrightable.
The 1976 Copyright Act, which set out the
requirement that to be protectable, a useful article’s
design must have pictorial, graphic, or sculptural
features that are separable from its utilitarian aspects,
is widely thought to have given effect to the Copyright
Office’s interpretation of pre-1976 law, including its
interpretation of this Court’s decision in Mazer v. Stein,
347 U.S. 201 (1954), which is discussed below. 1 P.
Goldstein, Copyright § 2.5.3, p. 2:70 (3d ed. 2016
Supplement) (hereinafter “Goldstein”); 2 W. Patry,
Copyright § 3:134, p. 3-415 (2016) (hereinafter “Patry”)
(stating that the “useful article” language in section 101
“is an amalgam of the 1948 and 1959 [Copyright Office
regulations]”).
The 1976 Copyright Act’s legislative history makes
this explicit. The House Report indicates that the first
clause of section 101’s definition of “‘pictorial, graphic,
and sculptural works,’” which includes “‘works of
artistic craftsmanship insofar as their form but not
their mechanical or utilitarian aspects are concerned,’”
tracks the Copyright Office’s 1949 regulation relied
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upon in Mazer. H.R. Rep. No. 94-1476, at 54 (1976)
(“House Report”), reprinted in 1976 U.S.C.C.A.N. 5659,
2
5667; 1 Goldstein § 2.5.3, p. 2:70. The second clause,
requiring that the protected subject matter be
separable from the useful article’s utilitarian aspects,
tracks the Copyright Office’s 1959 regulation
interpreting Mazer.
House Report, at 54-55; 1
3
Goldstein § 2.5.3, p. 2:70.
In Mazer v. Stein, the Court examined whether a
valid copyright existed in “statuettes of male and
female dancing figures . . . . used as bases for table
lamps, with electric wiring, sockets and lamp shades
attached.” 347 U.S. at 202. In answering this question
in the affirmative, the Court rejected any notion that
useful articles—in Mazer v. Stein, electric lamp bases—
are categorically excluded from copyright. Id. at 214
(“The conclusion that the statues here in issue may be
copyrighted goes far to solve the question whether
their intended reproduction as lamp stands bars or
invalidates their registration.”); id. at 218 (“We find
nothing in the copyright statute to support the
argument that the intended use or use in industry of an
2

That regulation, published at 37 C.F.R. § 202.8 (1949), provided
that “[w]orks of art . . . includes works of artistic craftsmanship, in
so far as their form but not their mechanical or utilitarian aspects
are concerned, such as artistic jewelry, enamels, glassware, and
tapestries, as well as all works belonging to the fine arts, such as
paintings, drawings and sculpture. . . .” Mazer, 347 U.S. at 212-13.
3

That regulation, codified at 37 C.F.R. § 202.10(c) (1959), provided
that “[i]f the shape of a utilitarian article incorporates features,
such as artistic sculpture, carving, or pictorial representation,
which can be identified separately and are capable of existing
independently as a work of art,” those features are protected by
copyright. 2 Patry § 3:133, p. 3-402.
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article eligible for copyright bars or invalidates its
registration. We do not read such a limitation into the
copyright law.”).
In reaching its holding, the Court analyzed the
development of copyright coverage from the founding
of the Republic through the early 1950s, and concluded
that “[t]he successive acts, the legislative history of the
1909 Act and the practice of the Copyright Office unite
to show that ‘works of art’ and ‘reproductions of works
of art’ are terms that were intended by Congress to
4
include the authority to copyright these statuettes.”
Mazer, 347 U.S. at 213-14. The Court relied heavily on
Baker v. Selden, “reaffirming the gist of the holding in
Baker and . . . the idea—first articulated in Baker—
that useful works do not ipso facto become ineligible for
copyright protection.” 1 M. Nimmer & D. Nimmer,
Copyright § 2A.05[B][1], p. 2A-26 (2016) (hereinafter
“Nimmer”) (conceding that prior editions of the
Nimmer treatise had erroneously “interpreted Mazer
to narrow the scope of the Court’s holding in Baker”).
In short, the 1976 Copyright Act relied heavily on
pre-1976 Copyright Office regulations, which in turn
relied heavily on Mazer v. Stein and Baker v. Selden.
Section 101’s specification of the circumstances under
which “the design of a useful article” is protectable
should thus be understood as a careful codification of
Baker v. Selden’s conclusion: that the protection of a
particular copyrightable work of authorship does not
4

Indeed, the Court stated that “[a]s a standard we can hardly do
better than the words of the present [1949] Regulation, naming the
things that appertain to the arts.” 347 U.S. at 214 (citation
omitted). For the text of that regulation, published at 37 C.F.R.
§ 202.8 (1949), see supra note 2.
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also extend to the utilitarian function of that very work.
Baker, 101 U.S. at 102, 104; 1 Nimmer, § 2A.06, p. 2A27 - 2A-28 (“much of the Court’s holding in Baker v.
Selden has since been codified in the current Act”).
Some assume that section 101 somehow struck a death
blow to the protectability of useful articles, see
Petitioner’s Brief (“Pet. Br.”) at 24, but that is
incorrect. Section 101 instead indicates the features of
a useful article’s design that are protectable, and in so
doing, closely implements the understanding that
existed prior to the 1976 Act, of copyright in works of
authorship that possess a utilitarian function.
In light of the foregoing, it is also incorrect to think
that the term “utilitarian function” in section 101’s
definition of “useful article” means something
extremely broad and different from the very utilitarian
function that Baker v. Selden and Mazer v. Stein meant
to exclude from protectability in an otherwise
copyrightable work of authorship. E.g., Pet. Br. at 22,
38-39, 44-45 (defining utilitarian to include all of an
article’s “inherent, essential, or natural functions”;
“[e]ven the slightest utilitarian function results in no
copyright for the feature”); Brief of Professors
Christopher Buccafusco and Jeanne Fromer as Amici
Curiae in Support of Petitioner (hereinafter “Profs.
Buccafusco & Fromer Amicus Br.”) at 11 (defining
utilitarian to include any “designs or aspects of designs
. . . whose value is dependent on their effect on other
objects”; concluding under this very broad definition
that “[t]o the extent that aspects of garment design
affect the way in which the wearer is perceived, they
are utilitarian” (emphasis in original)). Interpreting
“utilitarian” in such an expansive fashion has the
practical effect of excluding “useful articles” from
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copyright, a result that Baker v. Selden and Mazer v.
Stein squarely foreclose. To the contrary, copyright
protects a design of a useful article to the extent that
its pictorial, graphic, and sculptural features can be
separated from its utilitarian aspects.
In using the term “utilitarian aspects of the article,”
section 101 means the same thing in the context of
“useful articles” that it means in any other copyright
context involving works of authorship that also have a
utilitarian function. In other words, “useful articles” do
not stand apart from the rest of copyright as a carved
out exception to protectability, but rather, like all other
works, are subject to copyright’s general conditions of
protectability. Thus, if Baker v. Selden is understood
to mean that utilitarian aspects of a work of authorship
are not protectable, then similarly, in the subset of
works of authorship that are considered “useful
articles,” utilitarian aspects of such useful articles are
not protectable, but their pictorial, graphic, and
sculptural features are.
As this case makes plain, the question of the
separability of a useful article’s utilitarian aspects from
its pictorial, graphic, and sculptural features has led
courts, litigants, amici, and commentators to adopt a
dizzying array of standards and tests for separability.
Brief of the Intellectual Property Law Association of
Chicago as Amicus Curiae in Support of Neither Party
at 8-11 (describing eleven different separability tests);
Brief of Amicus Curiae New York Intellectual
Property Law Association in Support of Neither Party
at 13-17 (describing ten different separability tests).
Petitioner’s own proposed test includes four distinct
steps and would cause a host of problems, discussed in
Part III infra. Pet. Br. at 38-39. These many different
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approaches to separability overcomplicate a simple
statutory scheme. As this brief will explain, the proper
test for “separability” for two-dimensional and threedimensional works flows from and must respect
copyright law’s foundational principle that functional
influences do not disqualify a work from copyright
protection. The proper test for separability, set forth in
Part III infra, therefore relies on the concept of
conceptual separability, which is endorsed in the
legislative history to the 1976 Copyright Act. See
House Report, at 55.
II.

The Term “Utilitarian Function” In Section
101 Refers To Mechanical Or Similarly
Practical Utility, Not Every Possible Benefit.

“Utilitarian” in section 101 refers to mechanical or
similarly practical utility or usefulness. It does not
refer to usefulness for aesthetic, decorative, or cultural
purposes. The statutory text expressly distinguishes
the “form” or other aesthetic aspects of a “work[] of
artistic craftsmanship” from the work’s “mechanical or
utilitarian aspects.” 17 U.S.C. § 101 (emphasis added).
Thus, for example, “utilitarian” does not mean
usefulness for making something or someone look
attractive or beautiful, or showing that they are stylish.
A painting may be useful for making a room look
beautiful, or communicating that the owner is an
admirer of abstract expressionism, but that does not
make the painting “utilitarian.” Just the opposite is
true.
Those kinds of functions of a work are
paradigmatic non-utilitarian functions, even though it is
possible to characterize those functions of the work as
“useful.”
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Contemporaneous definitions of “utilitarian”
confirm that Congress was not referring to a work’s
aesthetic, decorative, or cultural purposes. Webster’s
Third New International Dictionary 2525 (1966)
(defining “utilitarian” as “characterized by or aiming at
utility as distinguished from beauty or ornament;”
defining “utility” as “the quality or state of being
useful” or “something useful or designed primarily for
use”); 11 Oxford English Dictionary 484 (1933) (defining
“utilitarian” as “[o]f or pertaining to utility; relating to
mere material interests,” “[i]n quasi-depreciative use:
Having regard to mere utility rather than beauty,
amenity, etc.,” and “preferring mere utility to beauty or
amenity;” and defining “utility” as “[t]he fact,
character, or quality of being useful or serviceable”).
Along these same lines, clothing’s usefulness in
decorating or flattering a person’s appearance does not
make that aspect of the clothing utilitarian or useful in
the practical, mechanical sense that the Copyright Act
is concerned with. The useful aspect of clothing in
practical terms is its physical utility in providing
covering for the body or keeping the body warm or
cool. Similarly, the utilitarian function of a chair is
holding up a sitting person’s body. That the chair
accentuates its surroundings may make the chair
aesthetically useful for someone who takes pride in the
beauty of his home. But that does not make the chair’s
aesthetic appearance a utilitarian function of the chair.
Indeed, treating a work’s decorative function as
“utilitarian” would make almost every pictorial,
graphic, or sculptural work utilitarian, because almost
every such work has that kind of decorative function.
An impressionist painting of a garden would be
utilitarian and unprotectable because it conveys to
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others the owner’s love of gardens and flowers, or of
the impressionist style. A chair with a nineteenth
century English carving on its back would be utilitarian
and unprotectable because it enhances the appearance
of a Victorian-era house. Cf. House Report, at 55
(offering as an example of a protectable design “a
carving on the back of a chair”).
That cannot be right, as it would contradict the text
and structure of section 101. In section 101, Congress
clearly intended the word “utilitarian” as a limitation
on, not a broadening of, the works and aspects of works
that are not copyrightable. First, section 101 specifies
that “[p]ictorial, graphic, and sculptural works” include
“works of artistic craftsmanship” that have
“mechanical or utilitarian aspects” as distinguished
from their “form” or other artistic features. 17 U.S.C.
§ 101 (emphasis added). Petitioner’s definition of
“utilitarian” eliminates that distinction. Second, section
101 draws a distinction between “pictorial, graphic, or
sculptural work[s]” that are “useful articles” from those
that are not. Id. “[P]ictorial, graphic, or sculptural
works” that are “useful articles . . . hav[e] an intrinsic
utilitarian function that is not merely to portray the
appearance of the article or to convey information.” Id.
Petitioner’s definition of “utilitarian” would break down
this distinction too and make virtually all pictorial,
5
graphic, or sculptural works useful articles.
5

The absurd consequences from such a broad definition of
utilitarian are readily apparent in the case of Gay Toys, Inc. v.
Buddy L Corp., 522 F. Supp. 622 (E.D. Mich. 1981), vacated, 703
F.2d 970 (6th Cir. 1983). There, the district court held a toy
airplane was a non-copyrightable useful article because it
“possesses utilitarian and functional characteristics in that it
permits a child to dream and to let his or her imagination soar.”
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Third, with respect to “useful articles,” the statute’s
separability test is premised on the notion that at least
in some cases, “pictorial, graphic, or sculptural
features” are separate and distinct from “utilitarian
aspects.” 17 U.S.C. § 101. Again, Petitioner’s definition
of utilitarian would eliminate this distinction, rendering
superfluous the statutory command that courts must
assess the non-utilitarian aspects of useful articles to
determine if they are separable from the utilitarian
aspects. See Corley v. United States, 556 U.S. 303, 314
(2009) (“A statute should be construed so that effect is
given to all its provisions, so that no part will be
inoperative or superfluous, void or insignificant.”)
(quoting Hibbs v. Winn, 542 U.S. 88, 101 (2004)).
It would make a hash of the statute to define
utilitarian so broadly that it swallows every feature of a
work. Yet that is how Petitioner and Petitioner’s amici
contend that “utilitarian” should be understood: that it
knows no bounds.
See Pet. Br. at 32 (defining
utilitarian with respect to a prom dress to include
“caus[ing] an observer to perceive that the wearer is
attending the prom, draw attention to certain parts of
the wearer’s body and not others, and generally create
a slimming effect”); Profs. Buccafusco & Fromer
522 F. Supp. at 625. The Sixth Circuit reversed, explaining that “a
toy airplane is to be played with and enjoyed, but a painting of an
airplane, which is copyrightable, is to be looked at and enjoyed.
Other than the portrayal of a real airplane, a toy airplane, like a
painting, has no intrinsic utilitarian function.” Gay Toys, Inc. v.
Buddy L Corp., 703 F.2d 970, 973 (6th Cir. 1983). See also 2 Patry
§ 3:149, pp. 3-477 - 3-478 (“Toys . . . and other playthings are not
useful articles despite the purpose of stimulating children’s (or
adults’) imaginations, since such intent is not an intrinsic
utilitarian purpose within the meaning of the statute.” (footnotes
omitted)).

16
Amicus Br. at 4 (defining “the full scope of what is
utilitarian” to include “expressive features of clothing
designs” that “affect[] how the wearer is perceived”), at
8 (stating that garment design has utility “beyond
standard mechanical or technological utility,” in that it
“is intended to make the wearer look attractive”
(emphasis in original)), at 11 (defining any types of
“designs or aspects of designs . . . whose value is
dependent on their effect on other objects,” as
utilitarian; based on this broad understanding of
utilitarian, defining the utility of clothing to include not
only “the mechanical utility related to use, warmth, and
modesty,” but also “design features that influence the
wearer’s appearance” (emphasis in original)). That
cannot be what Congress intended, as it would conflict
with section 101’s statutory structure and text as
described above.
This Court’s decisions in Baker v. Selden and Mazer
v. Stein, which are codified in section 101, leave no
doubt on this point. In Baker v. Selden, the Court
explained that the division between utilitarian and
expressive functions is an articulation of the border
between copyright and patent. See Baker, 101 U.S. at
102. The bookkeeping system was not copyrightable
because it fell into the category of “the rules and
methods of useful art [that] have their final end in
application and use.” Id. at 104. In other words, the
bookkeeping system was a practical activity; its value
was in the tangible benefits it could bring about, not in
the “pleasure in [its] contemplation.” Id. By contrast,
the text of the book was protectable because the unique
arrangement of words and pictures describing the
bookkeeping system was expressive—as the Court put
it, it was the kind of object whose “essence consists
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only in [its] statement.” Id. Thus, the book was
expressive, artistic, and copyrightable, notwithstanding
its “practical” subject matter, or the fact that it was
“useful” insofar as it served the useful function of
teaching readers how to perform bookkeeping.
In Mazer, there was no question that the lamp base
statuette at issue had practical, utilitarian elements
that were not copyrightable: it supported a light bulb,
its attendant wiring, and a lampshade. See Mazer, 347
U.S. at 202. But if “utilitarian” were given the broad
meaning that Petitioner and Petitioner’s amici
advance, the statuette’s creative and expressive
elements could also be construed as utilitarian. For
example, because the statuette was of a Balinese
dancing figure, the lamp could be portrayed as “useful”
for conveying to others the owner’s appreciation for
Balinese culture or for improving the appearance of the
room. In holding that the statuette was copyrightable,
the Court rejected any such sweeping meaning of
“utilitarian.”
Rugs and wallpaper are examples of twodimensional useful articles that have uncontroversially
copyrightable elements.
A rug has the intrinsic
utilitarian function of covering a floor and providing
something soft for people to walk on. Wallpaper has
the intrinsic utilitarian function of covering up walls.
Nevertheless, rug and wallpaper designs are
copyrightable in that they are decorative, and their
pictorial and graphic features are understood to be
separable from their utilitarian aspects. See Tufenkian
Import/Export Ventures, Inc. v. Einstein Moomjy,
Inc., 338 F.3d 127, 137 (2d Cir. 2003); Peel & Co., Inc. v.
The Rug Market, 238 F.3d 391, 399 (5th Cir. 2001);
House Report, at 55 (“A two-dimensional painting,
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drawing, or graphic work is still capable of being
identified as such when it is printed on or applied to
utilitarian articles such as textile fabrics, wallpaper,
containers, and the like.”). Conversely, what is not
protectable is the utilitarian function of covering a floor
or a wall. If a rug had a heating function or were soft or
absorbent, or a wallpaper had a sound-absorbing
function or were crayon-proof, those utilitarian
functions would not be copyrightable, but they would
not exclude from protectability the picture or graphic
design embossed on that rug or wallpaper.
Rugs and wallpaper are examples of twodimensional works, but the analysis is no different for
three-dimensional works. The fact that a work is threedimensional does not put the work in some different
exceptional category from copyrightable works or from
two-dimensional useful articles, and require a different
kind of analysis. The same basic question that applies
to two-dimensional useful articles like rugs and
wallpaper applies as well to three-dimensional useful
articles like clothing, cars, and furniture. That basic
question, mandated by the statute, is the extent to
which the useful article’s pictorial, graphic, or
sculptural features are separable from its utilitarian
aspects.
A piece of clothing, a three-dimensional useful
article, has the utilitarian function of physically
covering the body, keeping someone warm or cool,
enhancing physical comfort, or moving with the body
during physical activity. Those aspects of a piece of
clothing “have their final end in application and use.”
Baker, 101 U.S. at 104. A piece of clothing also has
aesthetic, decorative, or cultural functions, such as
making the wearer look attractive, flattering the body,
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or signaling that one is stylish, wealthy, or fits in.
These are not utilitarian functions of clothing, and
neither is clothing’s ability to convey one’s identity as a
trend-setter, a fashionista, or a cheerleader. Just as
one may buy and display a particular painting to convey
one’s identity as a minimalist, one may buy a particular
dress to convey that same identity. That the painting
and the dress serve that cultural function does not
make that function—or the painting or dress—
utilitarian.
III.

Expressive Features Are Conceptually
Separable Where They Are Not Dictated By
Utilitarian Function.

The dispositive question in this case is whether—
just as with the design of a rug or wallpaper—the
pictorial, graphic, or sculptural features of a particular
piece of clothing are separable from its utilitarian
aspects. For the vast majority of clothing, such
features are not separable because, in general, most
clothing designs are dictated by utilitarian
considerations. However, to the extent that the design
may have pictorial, graphic, or sculptural features that
are separable from utilitarian aspects, then those
features are protectable, as long as they satisfy
copyright’s standard requirements, such as originality.
This Court in Kirtsaeng v. John Wiley & Sons, Inc.,
133 S. Ct. 1351 (2013) took as a given the existence of
design copyright in apparel. In the course of explaining
the consequences of denying first sale status to copies
made abroad and imported into the United States, the
Court enumerated three examples of imported goods
protected by copyright: “a video game made in Japan, a
film made in Germany, or a dress (with a design
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copyright) made in China.” 133 S. Ct. at 1360. The only
possible way of reading this sentence is as a recognition
that some dresses, which clearly are useful articles,
have copyrightable designs or design features. That
conclusion, moreover, is fully consistent with the
Copyright Act’s specification of the extent to which
designs of useful articles are protectable: when their
pictorial, graphic, or sculptural features—in other
words, the decorative or artistic aspects of their
designs—are separable from their utilitarian aspects.
Section 101’s legislative history confirms that
“separable” means physically or conceptually
separable. House Report, at 55 (“Unless the shape of
an automobile, airplane, ladies’ dress, food processor,
television set, or any other industrial product contains
some element that, physically or conceptually, can be
identified as separable from the utilitarian aspects of
that article, the design would not be copyrighted under
the bill.”) (emphasis added). Numerous courts of
appeals, including the Sixth Circuit in the case at bar,
have confirmed that both physical and conceptual
separability can be relevant considerations when
determining whether a design’s “pictorial, graphic, or
sculptural features . . . can be identified separately
from, and are capable of existing independently of, the
utilitarian aspects of the article.” 17 U.S.C. § 101; e.g.,
Varsity Brands, Inc. v. Star Athletica, LLC, 799 F.3d
468, 483 (6th Cir. 2015); Pivot Point Int’l, Inc. v.
Charlene Prods., Inc., 372 F.3d 913, 917 (7th Cir. 2004);
Universal Furniture Int’l, Inc. v. Collezione Europa
USA, Inc., 618 F.3d 417, 433-34 (4th Cir. 2010) (per
curiam); Baby Buddies, Inc. v. Toys “R” Us, Inc., 611
F.3d 1308, 1315-16 (11th Cir. 2010); Chosun Int’l, Inc. v.
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Chrisha Creations, Ltd., 413 F.3d 324, 328 (2d Cir.
2005).
Physical separability means, for example, that an
appliqué sewn onto a sweater can be removed from
(e.g., snipped off of) the sweater and hence is
protectable. See Pivot Point, 372 F.3d at 917. By
contrast, conceptual separability means, for example,
that the decorative features of a costume may be
protectable if they are conceptually distinct from the
costume’s function as clothing even though they cannot
be removed from the clothing. See Chosun Int’l, 413
F.3d at 329.
The instant amici propose the following test for
separability:
The design of a useful article is
protectable if it is not dictated by, or necessary to,
utilitarian or functional considerations. However, a
design may be protectable even if it is influenced by
functional considerations. See 2 Patry § 3:146, p. 3-475
(“If the pictorial, graphic, or sculptural features [of a
useful article] are not dictated by the form or function
of the utilitarian aspects of the useful article, they can
be said to be capable of existing independently of those
aspects and hence are protectable.”) (emphasis in
original).
The Second Circuit employed this analytical
approach in Kieselstein-Cord v. Accessories by Pearl,
Inc., 632 F.2d 989 (2d Cir. 1980) and Carol Barnhart
Inc. v. Economy Cover Corp., 773 F.2d 411 (2d Cir.
1985). In Kieselstein-Cord, the court considered the
protectability of a series of decorative, ornamental belt
buckles. 632 F.2d at 990-91. The court concluded that
the belt buckles contained “conceptually separable
sculptural elements,” and thus were protectable,
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because the buckles’ ornamented surfaces were distinct
from the buckles’ utilitarian function of supporting
pants. Id. at 993. Put differently, “the ornamented
surfaces of the buckles” were protectable because they
“were not in any respect required by their utilitarian
functions.” Carol Barnhart, 773 F.2d at 419 (emphasis
added). Even if the belt buckles in Kieselstein-Cord
did not have decorative elements on their surface, they
still would have served their utilitarian function. Id. In
Carol Barnhart, the court applied this same test and
reached the opposite conclusion in a case involving
mannequin-like forms designed to display clothing. Id.
at 412-13. The forms at issue in Carol Barnhart,
according to the Second Circuit, were unprotectable
because their aesthetic components (life-like depictions
of the human body) were necessary to the performance
of the forms’ utilitarian function—the display of
clothing on a human torso. Id. at 419.
The test that amici advocate and that the Second
Circuit has applied is the only test consistent with
copyright law’s longstanding principle that functional
influences do not disqualify a work from copyright
protection. See Part I supra. That articles containing
utilitarian influences can be copyrighted was the very
point of Mazer v. Stein and Baker v. Selden. Indeed, as
noted above, Mazer v. Stein “reaffirm[ed] the gist of
the holding in Baker and . . . the idea—first articulated
in Baker—that useful works do not ipso facto become
ineligible for copyright protection.”
1 Nimmer
§ 2A.05[B][1], p. 2A-26; see also 2 Patry § 3:146, p. 3-475
(noting that the same type of test that amici propose is
based on “a plain reading of the statute and one that
takes full account of the statutory language. It is also
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quite easy to apply, a distinct virtue.”). Moreover, the
test keeps courts out of the business of making
judgments about aesthetic value, a role for which
courts are ill-suited. See Bleistein v. Donaldson
Lithographing Co., 188 U.S. 239, 251 (1903) (urging
courts to avoid the “dangerous undertaking” of making
judgments about aesthetic worth, “outside of the
narrowest and most obvious limits.”).
Importantly, the test amici advocate is consistent
with the well-established rule that the designs of twodimensional useful articles, such as rugs, wallpaper, and
fabric, are copyrightable even though they are
influenced by functional considerations. See Tufenkian,
338 F.3d at 137; Peel & Co., 238 F.3d at 399; Tilley v.
TJX Cos., 345 F.3d 34, 36 (1st Cir. 2003). That is
because a rug’s design is not dictated by utilitarian
considerations, such as the need for it to lay flat on the
floor and feel soft to one’s feet. The same wellestablished rule applies to three-dimensional useful
articles such as apparel, and amici’s test applies to
three-dimensional useful articles just as it does to twodimensional ones. The pictorial, graphic, and sculptural
design features of three-dimensional useful articles are
protectable to the extent that they are not dictated by
or necessary to the article’s utilitarian function. In the
6

By contrast, the test that Petitioner’s amici intellectual property
professors suggest would deny protection whenever the claimed
set of features is itself a useful article. Brief Amicus Curiae on
Behalf of Intellectual Property Professors in Support of Petitioner
(hereinafter “Intellectual Prop. Profs. Amicus Br.”), at 8-10.
Among other problems, their test would deny protection even to
the belt buckle designs in Kieselstein-Cord, id. at 23-24 (asserting
that Kieselstein-Cord was wrongly decided), despite their being
merely ornamental and unnecessary to the function of the buckles.
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case of clothing, this means that the pictorial, graphic,
and sculptural design features of a dress are
protectable as long as they are not dictated by the
utilitarian functions of physically covering the body,
keeping the body warm or cool, enhancing physical
comfort, or moving with the body during physical
activity.
In stark contrast to this straightforward analytical
approach, Petitioner’s test for separability is
unworkable and would create a host of problems.
Petitioner proposes first that a court assessing
protectability must “identify all of [an] article’s
inherent, essential, or natural functions.” Pet. Br. at 38
(emphasis in original). “[I]f an article has a useful
function that is inherent, essential, or natural to what
the article is, then it is a useful article.” Id. at 29-30; see
also id. at 38. This approach makes the scope of “useful
articles” under section 101 incredibly broad, and would
sweep in many objects that plainly are not “useful
articles” within the plain meaning of the statute, such
as paintings that stimulate deep emotions in the viewer
or that create a certain ambiance or mood in the room
where they are displayed.
If an object is a useful article under Petitioner’s
test—as most objects would be—that is essentially
outcome determinative as to whether the object or any
of its features is copyrightable. It would be virtually
impossible for the features of any useful article to pass
Petitioner’s test for copyright protection, first because
Petitioner applies a “presumption” against copyright
protection to all useful articles—a presumption

25
7

Petitioner creates from whole cloth —and second
because Petitioner applies a highly regimented
separability analysis that is skewed in every respect
against copyright protection. Pet. Br. at 27-36, 38-39.
For example, Petitioner requires the feature at issue to
be “purely artistic” without any “utilitarian aspects.”
Id. at 38. “If the feature is even slightly utilitarian, it
cannot be copyrighted.” Id. at 39 (emphasis added).
Petitioner’s amici’s approach to separability is also
unworkable. As discussed in Part II supra, their
definition of “utilitarian” is incredibly broad, such that
any feature of a useful article would count as utilitarian,
no matter how artistic or decorative. Under this
approach, virtually all design features that are
expressive are simultaneously utilitarian, and are
therefore unprotectable:
“Where, however, the
components of a design that are claimed as the
expressive pictorial, graphic, or sculptural features
also, simultaneously, function as utilitarian aspects of
the article they could never maintain separable
identification and existence.” Profs. Buccafusco &
Fromer Amicus Br. at 30.
The approach proposed by Petitioner and
Petitioner’s amici is not what Congress could have
intended in requiring courts to inquire into the
separability of a work’s pictorial, graphic, or sculptural
features from its utilitarian aspects. Under Petitioner’s
7

Congress’s intent in setting forth the separability test in section
101 was to codify this Court’s holding in Mazer, which made no
reference to any presumption against copyright protection for
useful articles. See Part I supra; Mazer, 347 U.S. at 210-17.
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and Petitioner’s amici’s approach, the decorative
character of a useful article would be considered a
useful function, which would render the twodimensional designs of rugs, wallpaper, and fabric no
longer protectable. Once decoration is defined as
utilitarian, the rug’s decorative features cannot be
separated from its utilitarian aspects. Given that this
result contradicts longstanding precedent and the
legislative history cited above, Petitioner’s and
Petitioner’s amici’s approach cannot be correct.
Fundamentally, nothing in the statute’s text
suggests that separability should apply to the designs
of three-dimensional useful articles differently than it
applies to the designs of two-dimensional articles.
Indeed, the statute specifically suggests the opposite:
that three-dimensional and two-dimensional useful
articles are protectable under the same conditions. See
17 U.S.C. § 101. Thus, the pictorial, graphic, or
sculptural features of clothing design are to be treated
just like the pictorial, graphic, or sculptural features of
fabric design: if they are dictated by utilitarian
function, they are not copyrightable, but if they are not
dictated by utilitarian function, then they are
copyrightable.
Applying this test to the cheerleading uniforms at
issue here, the question is whether the particular
selection and arrangement of chevrons and stripes on
the uniforms is dictated by or necessary to the
8
utilitarian function of a cheerleading uniform. The
8

Petitioner errs in
whether a stripe
copyrightable. See
before the Court

suggesting that the issue before the Court is
or a chevron printed onto clothing is
Pet. Br. at 44-45. To the contrary, the issue
is whether the particular arrangement of
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utilitarian function is to clothe the wearer, move with
the body for purposes of athletic activity, keep the body
comfortable and cool, wick away moisture, and the like.
Insofar as the uniform serves to identify the wearer as
a cheerleader, or serves to make the wearer look
attractive, that is not a utilitarian function; it is an
aesthetic or cultural function. See Part II supra. The
design of chevrons and stripes on the uniform is not
dictated by or necessary to the uniform’s utilitarian
function. For example, if the chevrons or stripes were
absent, were arranged differently, or were replaced by
a polka dot design, the uniform would still serve its
9
utilitarian function.
Although Petitioner suggests that Respondents’
designs are not very creative, Pet. Br. at 48-49, that
criticism is not relevant to whether the designs have
pictorial, graphic, or sculptural elements that are
separable from their utilitarian aspects. On remand,
chevrons and stripes that appear on the cheerleading uniforms is
copyrightable.
Brief for the Respondents in Opposition to
Certiorari at 1-3. Respondents have not argued that the general
concept of a chevron or a stripe is copyrightable.
9

Notably, Petitioner’s amici intellectual property professors
advocate a separability test that favors Respondents when applied
to the cheerleading uniforms at issue in this case. Petitioner’s
amici claim that under their test, the “aesthetic elements” of a
cheerleading uniform are unprotectable because they “exist only
as part of a cheerleader uniform. There is nothing to extract; the
claimant claims the design of a useful article.” Intellectual Prop.
Profs. Amicus Br. at 17. That, however, is plainly wrong. If
designs on the surface of wallpaper can be “extracted” under
Petitioner’s amici’s separability test—as Petitioner’s amici claim,
id. at 8, 17—then so can designs on the surface of clothing,
including cheerleading uniforms.
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the court can decide whether Respondents’ designs are
not sufficiently original and not copyrightable for that
reason. See 17 U.S.C. § 102(a); Feist Publ’ns, Inc. v.
Rural Tel. Serv. Co., 449 U.S. 340, 345 (1991).
Petitioners are also incorrect in their assessment of
the policy implications of their preferred rule. Pet. Br.
at 57. Far from suppressing innovation, copyright
protection
for
separable
expressive
features
encourages innovation. As the instant amici have
explained in their academic work:
Mass copyists undermine the market for
the copied good. Copies reduce the
profitability of originals, thus reducing
the prospective incentive to develop
new designs in the first place. The
predicted result, a reduced amount of
innovation, is familiar from copying in
other creative industries, such as file
sharing of copyrighted music and films.
C. Scott Hemphill & Jeannie Suk, The Law, Culture,
and Economics of Fashion, 61 STAN. L. REV. 1147, 1174
(2009). In this respect too, useful articles’ separable
expressive features are like other creative works.
Denying protection here can be expected to reduce
innovation
by
making
Respondents’
creative
contributions easy prey for pirates.
IV.

The Copyrightability Of Overall Design Of
Clothing Is Not At Issue In This Case.

The instant case does not turn on whether the
overall design of a piece of clothing—the combined
selection and arrangement of shape, cut, fit, color,
drape, neckline, hemline, sleeve width and length, cuff,
etc.—is copyrightable. This case presents only the
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question of the copyrightability of a design that
appears on Respondents’ cheerleading uniforms, rather
than the copyrightability of the uniforms’ overall
design. Seventy-five years ago, this Court treated
overall dress designs as unprotectable by copyright.
Fashion Originators’ Guild of Am., Inc. v. FTC, 312
U.S. 457 (1941); see C. Scott Hemphill & Jeannie Suk,
The Fashion Originators’ Guild of America: Self-Help
at the Edge of IP and Antitrust, in Intellectual
Property at the Edge: The Contested Contours of IP
159, 176 (Rochelle C. Dreyfus & Jane C. Ginsburg eds.,
2013).
This case does not require the Court to revisit the
question of whether the overall design of an item of
apparel is copyrightable.
Respondents have not
asserted a copyright in overall design. If the Court
were to address this question, there are two possible
approaches. On the one hand, consistent with this
Court’s mention in Kirtsaeng of “a dress (with a design
copyright),” 133 S. Ct. at 1360, the Copyright Act’s text
and its separability requirement for useful articles does
not foreclose protection for overall dress design.
On the other hand, the Copyright Office has taken a
different view, interpreting the statute not to provide
protection for overall design. This is because the
Copyright Office perceives an extra requirement
beyond an examination of the claimed expressive
features, namely whether the useful article would
survive a hypothetical removal of the expressive
features.
Compendium of U.S. Copyright Office
Practices § 924.2(B), at 900:40 (3d ed. 2014). The
Copyright Office’s premise is that the protectable
elements must be “capable of being visualized . . . as a
work of authorship that is independent from the overall
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shape of the useful article.” Id. If what would remain
after hypothetical removal of the work’s expressive
features is not itself a “fully realized, separate work[],”
id., the Copyright Office would deny protection. Under
this test, copyright protection for any “integral part of
the overall shape”—such as a dress’s unique aesthetic
design—is impossible, “because removing it would
destroy the basic shape of the useful article.” Id. at
900:41.
The instant amici’s proposed test for separability
harmonizes with either understanding: the one that
focuses on the text of the Copyright Act, which is
consistent with protection of overall design, or the one
that follows the Copyright Office. But the Court need
not decide between them here, because the instant case
does not turn on whether overall design of items of
apparel would be protectable.
CONCLUSION
Whether the design features of a three-dimensional
useful article, such as a dress, are copyrightable, is
simply a manifestation of a question that runs
throughout copyright law: How does copyright protect
an object’s artistic aspects while denying protection to
its utilitarian functions? In Baker v. Selden and Mazer
v. Stein, this Court made clear that an object’s
utilitarian aspects do not foreclose copyright protection
for its artistic aspects.
The question under the
Copyright Act for three-dimensional and twodimensional useful articles is whether an article’s
artistic features can be separated from the article’s
utilitarian ones. Amici submit that the proper test for
separability—the only test that is consistent with the
statute and basic principles of copyright law—is clear
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and straightforward: the graphic, pictorial, or
sculptural aspects of a useful article are copyrightable
if they are not dictated by the article’s utilitarian
function, with the term “utilitarian” properly
understood in its practical, mechanical sense.
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